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WEDNESDAY,  NOVEMBER  5,  1997 

House  of  Representatives, 
Subcommittee  on  Courts  and 
Intellectual  Property, 
Committee  on  the  Judiciary, 

Washington,  DC. 
The   subcommittee  met,   pursuant  to  notice,   at   10:00   a.m.,  in 
Room  2226,  Raybum  House  Office  Building,  Hon.  Howard  Coble 
(chairman  of  the  subcommittee)  presiding. 

Present:  Representatives  Edward  A.  Pease  and  Barny  Frank. 
Also  present:  Vince  Garlock,  majority  counsel;  Eunice  Goldxing, 
staff  assistant;  Robert  Raben,  minority  counsel;  and  Stephanie  Pe- 
ters, minority  counsel. 

OPENING  STATEMENT  OF  CHAIRMAN  COBLE 

Mr.  Coble.  Good  morning.  The  subcommittee  will  come  to  order. 
As  you  all  know,  we  like  to  start  this  train  on  time.  I  don't  like 
to  penalize  people  who  have  come  here  at  the  prescribed  time,  so 
we  are  going  to  get  rolling. 

I  don't  like  to  put  you  all  on  a  short  leash,  but  we  almost  have 
to  do  it  that  way  to  meet  time  constraints.  We  have  a  very  impor- 
tant hearing.  I  don't  mean  to  imply  this  one  is  not  important  be- 
cause it  is;  but  we  have  another  important  hearing  before  the  full 
Judiciary  Committee  this  morning  involving  antitrust  matters.  And 
some  others,  I  think,  would  like  to  go  to  that  if  we  can  wrap  up 
here  in  an  orderly  fashion. 

We  are  delighted  to  have  all  of  you  witnesses  with  us.  But  if  you 
all  could  confine  your  oral  testimony  to  5  minutes,  we  will  be  ap- 
preciative, and  we  will  aid  and  assist  you  to  that  end  by  illuminat- 
ing the  red  light.  When  the  red  light  illuminates,  that  is  your  sig- 
nal that  it  is  about  time  to  wrap  up.  I  assure  you  your  written  tes- 
timony will  be  examined  thoroughly  and  deliberately  after  today's 
hearing. 

Today  we  are  conducting  an  oversight  hearing  concerning  Inter- 
net domain  name  trademark  protection.  As  many  of  you  know,  a 
domain  name  is  a  familiar  or  a  shorthand  name  used  in  place' of 
a  series  of  numbers  to  locate  an  address  on  the  Internet.  These  do- 
main names  are  frequently  utilized  by  Internet  users  to  search  the 
World  Wide  Web  and  locate  the  address  of  a  desired  company  when 
the  actual  Internet  protocol  address  numbers  are  unknown  to 
them.   These   domain  names   are   therefore   frequently  associated 
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with  the  trade  name  or  trademark  of  a  company  with  which  the 
public  is  generally  familiar. 

Because  these  domain  names  are  frequently  associated  with  a 
particular  company,  they  are  also  ripe  for  manipulation,  misrepre- 
sentation, or  theft.  For  example,  some  individuals  will  register  a 
name  in  hopes  that  their  site  will  be  mistaken  for  that  of  a  well- 
known  company  or  brand.  Others,  known  as  "cyber-squatters,"  will 
register  a  name  associated  with  a  famous  company  or  product  with 
no  intention  of  trading  on  it  themselves.  Instead,  they  attempt  to 
extort  money  from  the  original  trademark  or  service  mark  owner. 
Still  others  will  innocently  register  a  name,  which  is  highly  similar 
or  identical  to  another  company's,  thereby  confusing  the  average 
Internet  user  as  to  which  company  they  are  dealing  with. 

In  this  country,  the  assignment  of  domain  names  has  been  the 
work  of  Network  Solutions,  Inc.,  known  to  many  of  :;.u  all  as  NSI, 
working  under  the  Internet  Network  Information  Ceuoer,  InterNic, 
agreement  granted  by  the  National  Science  Foundation.  National 
Science  Foundation  has  announced  it  is  bowing  out  of  assigning  do- 
main names  as  of  March  1998  and  will  not  be  renewing  this  group. 
This  has  opened  the  way  for  competition  and  the  privatization  of 
Internet  domain  name  registration  and  different  proposals  on  the 
best  way  to  proceed  when  it  comes  to  the  registration  of  trademark 
domain  names. 

With  these  developments  comes  a  host  of  questions  and  issues 
which  are  of  great  concern  for  this  subcommittee  and  the  Congress 
as  a  whole,  such  as  what  role,  if  any,  should  government  have  in 
the  assignment  of  domain  names  which  also  represent  trademarks; 
how  should  trademark  disputes  over  domain  names  be  settled  both 
domestically  and  internationally;  and  how  do  we  assure  the  integ- 
rity of  United  States  company-owned  trademarks  and  trade  names 
as  we  move  further  toward  the  information  age. 

I  look  forward  to  the  testimony  this  morning  of  all  of  our  wit- 
nesses to  enlighten  the  members  of  the  subcommittee  on  this  inter- 
esting topic.  No  one  else  is  here,  but  I  am  sure  we  will  be  joined 
subsequently  by  other  members  of  the  subcommittee. 

Our  first  panel  this  morning  will  be  the  Honorable  Bruce  Leh- 
man, who  is  the  Assistant  Secretary  of  Commerce  and  Commis- 
sioner of  Patents  and  Trademarks.  Representatives  of  the  Commis- 
sioner's Office  are  currently  leading  international  consultive  meet- 
ings at  the  World  Intellectual  Property  Organization  on  Internet 
domain  names  and  trademark  protection. 

We  have  a  written  statement  from  the  commissioner  for  which 
I  ask  unanimous  consent  to  submit  into  the  record  in  its  entirety. 
And  I  welcome  you,  Mr.  Lehman.  Good  to  have  you  back  with  us. 

STATEMENT  OF  HON.  BRUCE  A  LEHMAN,  ASSISTANT  SEC- 
RETARY OF  COMMERCE  AND  COMMISSIONER  OF  PATENTS 
AND  TRADEMARKS,  PATENT  AND  TRADEMARK  OFFICE, 
UNITED  STATES  DEPARTMENT  OF  COMMERCE 

Mr.  Lehman.  Thank  you  very  much,  Mr.  Chairman.  Is  my  time 
up  already? 

Mr.  Coble.  I  just  admonished  my  able  assistant  to  illuminate  the 
green  light. 


Mr.  Lehman.  I  better  get  going  pretty  quick  here.  I  have  got  5 
minutes.  Actually,  the  good  news  is  you  have  already  had  such  a 
comprehensive  opening  statement,  Mr.  Chairman,  that  I  think  you 
and  the  committee  have  a  very  good  understanding  of  this  problem 
already,  so  it  should  be  able  to  make  the  hearing  a  little  easier. 
Maybe  I  can  try  to  fill  in  some  of  the  blanks  from  your  opening 
statement  from  the  point  of  view  of  the  administration  and  what 
is  going  on  now  in  the  executive  branch  of  the  U.S.  Government 
and  elsewhere. 

It  seems  to  me  that  there  are  really  three  questions  that  we  have 
to  deal  with  here  in  this  oversight  hearing.  And  I  think  this  is  a 
perfect  time  for  the  committee  to  be  looking  into  this  issue  because 
it  has  started  to  ripen  to  the  point  now  I  think  where  we  can  really 
identify  with  what  the  issues  and  the  problems  are.  I  think  if  we 
had  done  this  a  year  ago,  that  would  not  have  been  the  case. 

There  are  three  questions  at  least  that  come  to  my  mind,  or 
problems.  First  problem  is  the  creation  and  assignment  of  domain 
names.  Now,  one  of  the  difficulties  that  we  have  here  is  that,  at 
least  on  the  surface  of  it,  it  would  appear  there  aren't  enough  do- 
main names  to  go  around.  You  know,  there  is  no  problem  with 
somebody  putting  their  name  in  the  phone  book  or  in  the  yellow 
pages  because  anybody  can  just  put  their  name  in  the  yellow  pages, 
even  if  they  have  the  same  name  as  somebody  else.  You  may  have 
a  trademark  problem  when  people  start  using  that  as  advertising, 
but  at  least  there  is  not  a  problem  getting  yourself  into  the  phone 
book. 

One  of  the  problems  that  we  have  here  is  that  there  are  only  so 
many  domain  names  to  go  around  and,  therefore,  some  people  go 
to  register  their  domain  name  and  they  find  somebody  else  has  al- 
ready got  there  first.  And  if  that  somebody  else  that  has  already 
got  there  first  is  using  a  domain  name  which  looks  a  lot  like  their 
trademark,  whether  or  not  that  person  may  be  in  business  using 
that  trademark,  we  have  a  trademark  problem.  So  that  is  the  first 
sort  of  set  of  issues. 

That  can  be  resolved  in  part  by  making  better  use  of  the  existing 
domain  name  system  and  by  creating  additional  domains.  And  a 
process  to  do  that  is  now  under  way  and  that  has  been  rec- 
ommended by  the  International  Ad  Hoc  Committee,  which  has 
looked  into  this,  and  the  International  Telecommunications  Union 
and  the  WIPO  have  been  working  on  trying  to  support  those  kinds 
of  solutions,  though  it  may  well  be  that  the  techiiology  of  domain 
names  is  such  that  there  will  never  be  enough  domain  names  to 
go  around  for  certain  trademark  owners. 

Think  of  all  the  people  that  have  the  trademark  "Acme,"  for  ex- 
ample, in  their  name  or  "Universal"  or  something  like  that.  Even 
if  we  have  100  top  level  domains  name,  there  are  going  to  be  some 
people  who  are  going  to  be  left  out  if  they  want  to  have  "Universal" 
dot  something;  whether  it  is  .com  or  dot — I  think  that  with  the  new 
domains  that  are  proposed,  i.e.,  .store,  .firm,  and  so  on,  we  still 
won't  have  enough.  So  the  creation  of  top  level  domains  and  assign- 
ment is  an  issue. 

The  second  problem  area  is  what  happens  when  two  people  want 
the  same  domain  name  and  one  or  both  of  them  owns  it  as  a  trade- 
mark. And  that  is  really  the  issue  of  principal  concern  to  this  sub- 


committee  and  to  the  patent  and  trademark  office.  And  of  course, 
we  have  had  a  lot  of  experience  with  that  already.  Yet,  a  lot  of  peo- 
ple had  thought  they  would  be  kind  of  cute,  and  they  became  what 
we  call  "cyber-squatters"  early  on  in  this.  They  went  and  registered 
famous  trademarks  as  domain  names  and  then  either  just  did  it  for 
fun  or  because  they  thought  they  could  get  some  money  out  of  it 
by  holding  up  the  true  trademark  owners. 

Now  this  is  something,  if  we  had  this  hearing  a  year  ago,  we 
would  have  had  more  confusion  about  domain  name  and  trademark 
disputes  than  now.  But  fortunately  the  law  that  we  have  in  place 
is,  at  least  in  this  country,  already  beginning  to  deal  with  that 
problem.  This  committee,  I  believe  it  was  in  1995,  amended  the 
Lanham  Act  to  include  an  antidilution  provision  in  it  which 
strengthens  the  protection  for  famous  marks. 

And  so  now  using  the  strengthened  Lanham  Act,  at  least  in  the 
United  States,  a  number  of  people  have  been  able  to  go  to  court, 
and  where  they  have  a  cyber-squatter  who  is  trying  to  hold  them 
up  for  use  of  their  name,  they  have  been  able  to  get  relief  in  the 
Federal  courts  under  the  Lanham  Act  and  push  those  people  off 
the  Internet  and  get  that  domain  name  for  themselves. 

That  still  doesn't  resolve  the  problem,  though,  where  you  have 
two  people  who  both  have  trademark  rights  in  the  same  name.  Ob- 
viously a  lot  of  names  I  mentioned,  previously  (you  know,  the  word 
"Universal")  a  lot  of  people  use  "universal"  as  a  mark  for  various 
things.  And  so  what  do  you  do  there,  where  you  have  those  prob- 
lems? But  I  think  the  Lanhan  Act  and  the  antidilution  provisions 
are  beginning  to  kick  in  to  help  resolve,  at  least  in  part,  this  prob- 
lem in  the  U.S. 

Then  the  final  question  that  I  think  that  we  have  is  how  do  we 
resolve  disputes  that  occur  that  cannot  be  solved  under  the  proce- 
dures that  I  just  mentioned  to  you.  That  is  where  we  have,  you 
know,  two  trademark  owners  that  want  to  use  the  same  domain 
name.  And  also,  what  happens  in  an  international  context?  Be- 
cause keep  in  mind  that  the  U.S.  courts,  of  course,  only  have  juris- 
diction over  the  U.S.  use  of  a  trademark.  And  the  Internet  is  an 
inherently  multinational  entity.  And  so  there  are  a  number  of 
issues  that  arise  there. 

You  can  have  a  situation  where  a  company — ^there  are  certain 
companies  that  have  world  famous  names,  you  know;  "Rolls  Royce," 
for  example,  is  a  world  famous  trademark.  It  is  not  an  American 
trademark.  It  is  a  British  one.  We  would  enforce  rights  in  Rolls 
Royce  here.  They  would  enforce  them  all  over  the  world.  Under  the 
TRIPs  agreement,  which  was  part  of  our  WTO  agreement,  the — I 
see  my  time  is  up.  If  you  will  just  give  me  a  second. 

Mr.  Coble.  Proceed. 

Mr.  Lehman.  Under  the  TRIPs  agreement,  we  now  have  special 
recognition  of  the  rights  in  well-known  marks,  i.e.  so  if  you  have — 
at  least  in  theory  every  country  in  the  world  now  is  supposed  to 
enforce  well-known  marks.  So  if  you  have  a  domain  name  registry, 
even  in  another  country,  under  the  trips  agreement,  you  should  be 
able  to  have  a  trademark  right  if  you  have  a  well-known  mark  to 
assert  your  right,  I  would  say  in  the  domain  name  context. 

However,  that  still  doesn't  resolve  the  problem  of  what  about  a 
situation,  and  one  of  the  witnesses  is  going  to  tell  you,  what  about 
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We  congratulate  you,  Mr.  Chairman,  for  holding  this  hearing  on  what  has 
become  a  very  thorny  and  contentious  array  of  issues  affecting  the  rights  of  US 
trademark  owners. 

The  registration  and  use  of  domain  names  creates  significant  trademark 
protection  and  enforcement  problems  for  trademark  owners  because  domam 
names,  which  often  incorporate  trademarks,  are  treated  as  unique  assets  that  can 
be  held  by  one  and  only  one  owner.  On  the  other  hand,  most  trademarks  are  not 
unique  assets,  as  evidenced  by  the  existence  of  identical  trademarks  on  different 
goods  and  services.  This  fundamental  difference  between  domain  names  and 
trademarks  is  what  creates  the  difficulties.  The  treatment  of  domain  names  as 
unique  assets  has  given  rise  to  the  registration  and  use  of  domain  names  by 
"cybersquatters"  as  you  noted  in  your  opening  remarks,  Mr  Chairman 

While  there  have  clearly  been  difficulties  for  trademark  owners  created  by 
domain  name  registrations,  the  AlPLA  believes  that  existing  United  States  law 
has  been  up  to  the  task  of  allowing  trademark  owners  to  fairly  resolve  domain 
name  disputes.  For  example,  trademark  owners  have  successfully  employed  the 
United  States  anti-dilution  statute  to  terminate  use  of  their  marks  as  domain 
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2 
names  by  cybersquatters  and  garden  variety  trademark  infringers.       Those 

trademark  owners  who  do  not  possess  a  famous  trademark  have  rehed  on  the 
other  statutory  provisions  of  the  Lanham  Act  Thus,  while  we  expect  that  illicit 
activity  can  be  addressed  by  vigorous  enforcement  of  now-developed  case  law, 
there  remain  the  problems  of  multiple  businesses  using  the  identical  trademark 
for  different  goods  and  services  and  the  fact  that  trademark  owners  must 
sometimes  engage  in  litigation  against  cybersquatters  to  protect  their  trademark 
rights. 

While  we  applaud,  in  principle,  the  efforts  of  The  Internet  Societ>'  and  the 
Internet  Assigned  Numbers  Authority  to  develop  proposals  for  enhanced  domain 
name  administration  and  management,  certain  of  the  resulting  proposals  and 
recommendations  may  exacerbate  the  protection  and  enforcement  problems  for 
trademark  owners.  It  is  certainly  conceivable,  if  not  likely,  that  some  trademark 
owners  will  make  a  "mad  dash"  to  register  domain  names  in  as  many  of  the 
seven  new  gTLDs  as  possible  in  order  to  preempt  other  entities  with  identical  or 
similar  trademarks  and  trade  names  from  doing  so  The  existence  of  new  gTLDs 
may  also  increase  opportunities  for  cybersquatters. 
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the  system,  those  who  want  to  cause  mischief,  such  as  registering  a  fa- 
mous.softdrink  name  in  the  ".air"  domain  space  would  be  able  to  do  just  that.  Trade- 
mark owners  would  still  be  faced  with  the  necessity  of  clearing  through  all  of  the 
new  GTLDs,  even  those  unrelated  to  their  product  or  service. 

Conclusions 

Additional  consensus  is  needed  with  respect  to  important  intellectual  property 
problems,  especially,  but  not  exclusively,  in  the  area  of  trademarks.  The  iPO(J  has 
set  out  the  contoxirs  of  a  dispute  resolution  process,  the  details  of  which  require  fur- 
ther attention  and  discussion.  This  dispute  resolution  process  holds  great  promise 
as  a  possible  way  to  stop  cyber-pirates  easily  and  inexpensively.  However,  in  any 
system  which  emerges,  trademark  owners  must  be  comfortable  that  their  rights  will 
be  protected  adequately,  if  not  perfectly. 

The  number  and  type  of  new  generic  top  level  domain  names  must  thus  be  care- 
fully considered.  The  rate  at  wmch  these  new  top  level  domains  are  added  to  the 
system  is  also  important. 

Clearly,  no  matter  what  kind  of  system  emerges,  trademark  owners  must  be  as- 
sured that  a  readily  searchable  domain  name  database  which  includes  adequate 
contact  information  is  available. 

Resolving  the  issues  surrounding  technology,  governance  and  trademarks  will,  un- 
fortunately take  some  time.  We  are  quite  confident,  however,  that  adequate  will  and 
the  basis  for  agreement  can  be  miistered  to  complete  the  transition  to  a  robust,  sta- 
ble, competitive,  global,  and  private-sector  driven  system  over  the  course  of  the  next 
year. 

Transition  Strategy 

First  of  all,  the  U.S.  Government  must  act  promptly  to  assure  the  Internet  com- 
munity that  it  will  preserve  the  stabihty  and  integrity  of  the  Internet  during  a  tran- 
sition period. 

Second,  the  interagency  working  group  must  complete  and  make  available  a  de- 
tailed analysis  of  comments  submitted  in  response  to  the  Department  of  Commerce 
request  for  comments.  Based  on  this  analysis,  we  would  expect  to  issue  policy  rec- 
ommendations with  respect  to  each  of  the  questions. 

Third,  the  United  States  should  work  with  the  global  Internet  community  to  es- 
tablish an  independent,  self-sufficient  policy  oversight  body  with  sufficient  author- 
ity, global  credibility,  as  weU  as  a  structure  and  process  that  will  minimize  the  risk 
of  anticompetitive  conduct  to  carry  out  the  core  aspects  of  Internet  governance  that 
must  be  undertaken  on  a  centralized  basis. 

I  would  be  happy  to  answer  any  questions  that  the  Members  may  have  at  this 
time. 

SUMMARY 

Additional  consensus  is  needed  with  respect  to  important  intellectual  property 
problems,  especially,  but  not  exclusively,  in  the  area  of  trademarks.  The  iPOC  has 
set  out  the  contours  of  a  dispute  resolution  process,  the  details  of  which  require  fur- 
ther attention  and  discussion  .  This  dispute  resolution  process  holds  great  promise 
as  a  possible  way  to  stop  cyber-pirates  easily  and  inexpensively.  However,  in  any 
system  which  emerges,  trademark  owners  must  be  comfortable  that  their  rights  wiLQ 
be  protected  adequately,  if  not  perfectly. 

The  number  and  type  of  new  generic  top  level  domain  names  must  thus  be  care- 
ftilly  considered.  The  rate  at  wmch  these  new  top  level  domains  are  added  to  the 
system  is  also  important. 

Clearly,  no  matter  what  kind  of  system  emerges,  trademark  owners  must  be  as- 
sured that  a  readily  searchable  domain  name  database  which  includes  adequate 
contact  information  is  available. 

Resolving  the  issues  surrounding  technology,  governance  and  trademarks  will,  un- 
fortunately take  some  time.  We  are  quite  confident,  however,  that  adequate  will  and 
the  basis  for  agreement  can  be  mustered  to  complete  the  transition  to  a  robust,  sta- 
ble, competitive,  global,  and  private-sector  driven  system  over  the  course  of  the  next 
year. 

The  Patent  and  Trademark  Office  (Office)  is  mindful  of  President  Clinton's  direc- 
tive to  Commerce  Secretary  Daley  to  work  with  the  private  sector  to  create  a  stable 
and  predictable  legal  environment  for  the  Internet. 

Further,  the  Office  recognizes  the  initiative  of  the  World  Intellectual  Property  Or- 
ganization (WIPO)  in  providing  a  forum  for  the  discussion  of  trademarks  and  do- 
main namies.  At  the  same  time,  the  Office  is  mindfiil  that  WIPO,  as  an  intergovern- 
mental organization,  should  limit  its  role  to  one  of  an  advisor  to  whatever  group 
or  groups  emerge  to  govern  the  Internet. 
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As  originaUy  envisioned,  the  ACP  process  was  meant  to  be  a  first  level  "pirate 
screen  "  It  was  meant  to  resolve  disputes  between  one  party  with  very  clear  intellec- 
tual property  rights  and  a  cyber-squatter  or  cyber-pirate.  With  those  assumptions 
in  place  it  was  felt  that  there  would  be  few  successful  challenges  in  the  national 
coiuts  to  the  decisions  of  the  Challenge  Panels.  Further,  ACP's  would  not  be  making 
decisions  as  to  the  relative  strength  of  the  rights  of  two  trademark  owners  who  were 
battUng  over  a  particular  domain  name.  However,  as  a  result  of  the  Consultants 
meetings  at  WIPO,  the  current  proposal  for  the  ACFs  includes  the  right  to  hear  dis- 
putes between  two  trademark  owners  over  a  particular  domain  name.  „„„^, 

The  ACP  process  as  currently  envisioned  will  be  governed  proceduraUy  by  Wli'U  s 
mediation  and  arbitration  rules.  Substantively,  the  iPOC,  in  conjunction  with 
WIPO  has  been  developing  substantive  guidelines  for  use  in  the  process.  Ihese 
guidelines  have  been  extensively  commented  on  at  the  WIPO  Consultants  meeting 
and  have  been  posted  at  the  iPOC  web  site  for  further  comment. 

The  ACP  process  can  be  invoked  by  a  trademark  owner  at  any  time.  However, 
if  the  challenge  is  lodged  in  the  first  thirty  days  after  the  domain  name  is  reg- 
istered, then  flie  domain  name  is  automaticaUy  suspended.  This  thirty  day  suspen- 
sion period  resulted  from  a  compromise  between  those  who  wanted  a  30-bO  day 
waiting  period  before  any  domain  name  could  go  "on-line",  similar  to  the  opposition 
period  for  a  trademark,  and  those  who  wanted  no  waiting  period  at  all.  In  the 
course  of  the  discussion  over  this  issue,  many  argued  that  having  a  waiting  period 
that  applied  to  every  new  domain  name  penalized  all  new  domain  name  holders, 
when  in  fact,  there  are  trademark  disputes  in  far  less  than  1%  of  the  cases.  Addi- 
tionally trademark  owners  were  assured  that  any  new  domain  name  data  base 
would  be  designed  so  that  it  could  be  easily  searched  for  trademark  clearance  pur- 
poses and  would  have  readily  available  contact  information  for  each  domain  name 

Some  trademark  owners  are  deeply  suspicious  of  the  ACP  process.  Others  see  it 
as  an  opportunity  for  an  inexpensive,  first-line  defense  against-cyber  pirates.  At  this 
time  the  major  registry  in  the  .com  and  other  top-level  domains  (except  country 
codes)  NSI,  is  conveniently  located  in  Hemdon  Virginia  and  therefore  under  the  ju- 
risdiction of  the  U.S.  Coiuls.  For  this  reason  most  U.S.  trademark  owners  with  do- 
main name  disputes  have  been  able  to  solve  them  in  the  U.S.  court  system.  When 
registries  in  the  gTLDs  move  out  of  the  U.S.,  the  process  of  Utigating  these  disputes 
wiai  become  much  more  problematic  and  expensive.  Finally,  one  must  remember 
that  the  ACP  process  was  established  as  a  temporary  measure  to  provide  additional 
protection  to  trademark  owners  until  an  international  framework  could  evolve  to 
deal  with  trademark-domain  name  issues. 

Creation  of  New  gTLDs 

The  comments  reflected  extensive  support  fi-om  the  technical  community  for  the 
addition  of  new  gTLDs.  On  the  other  hand,  trademark  owners  for  the  most  part 
weighed  in  against  the  creation  of  new  gTLDs  out  of  concerns  that  they  would  in- 
crease pohcing  burdens  and  give  bad  actors  more  opportunities  to  infringe. 

A  substantial  number  of  commenters  addressed  the  type  of  new  gTLDs  that  might 
be  created.  Several  suggested  that  any  new  gTLDs  that  are  created  should  be  dis- 
tinct enough  in  their  intended  purpose  to  minimize  the  chance  of  confiision  created 
by  the  desire  of  name  holders  to  register  their  name  in  all  domains.  Though  many 
commenters  found  the  concept  of  creating  special-purpose  gTLDs  attractive,  they  ex- 
pressed concern  that  the  specific  top  level  domains  proposed  by  LAHC  could  raise 
questions  about  global  transparency  and  potential  duplication  and  user  contusion. 
Several  commenters  urged  that  gTLDs  correspond  to  the  categories  in  an  industrial 
classification  system.  Others  suggested  that  we  address  the  need  for  complementary 
business  gTLDs  by  encouraging  the  use  of  ".com.us"  and  perhaps  by  cloning-  .com 
(that  is,  by  allowing  the  use  of  ".coml",  ".com2",  etc.)  to  mitigate  the  demands  tor 
the  same  name  space  by  companies  with  similar  names. 

A  system  that  makes  it  easy  for  domain  name  holders  to  self=select  the  appro- 
priate GTLD  has  great  appeal.  Thus,  it  seems  obvious  that  if  ".air"  was  a  new 
GTLD  that  airlines,  aircraft  manufacturers  and  other  related  businesses  would 
want  to  have  their  corporate  domain  names  in  ".air."  However,  what  would  manu- 
facturers of  air  conditioners  think?  What  about  air  purifiers?  One  of  the  problems 
inherent  in  such  an  approach  is  that  it  is  very  difficult  to  estabUsh  categories  that 
are  clear  enough  so  that  self-selecting  produces  predictable  results.  If  the  results  are 
not  mostly  predictable,  then  the  system  will  not  meet  the  purpose  for  which  it  was 

Further  there  are  literally  hundreds  of  headings  for  businesses— see  the  Yellow 
Pages  for  examples.  Therefore,  the  such  a  system  might  have  to  have  hundreds  ot 
new  GTLDs.  Finally,  because  there  is  no  enforcement  mechanism  contemplated  tor 


Committee  closed  its  application  process  on  October  16,  1997,  but  is  planning  to  re- 
open the  process  in  the  future.  ,,,.,, 

The  lAHC  process  has  been  criticized  for  being  exclusive,  especially  for  lacking 
industry  participation.  iPOC  has  made  concessions  to  these  critics,  however,  and  has 
removed  the  limit  on  the  number  of  registrars  for  the  new  generic  top  level  domains. 
More  recently  iPOC  has  invited  further  public  input  on  several  important  aspects 
of  the  MOU,  employing  a  formalized  notice  and  comment  procedure.  Overall,  iPOC 
has  demonstrated  a  commendable  degree  of  flexibility  in  the  face  of  these  criticisms. 

Since  the  announcement  by  NSF  that  it  would  not  renew  the  cooperative  agree- 
ment with  NSI,  NSI  has  suggested  that  it  may  own  a  proprietary  interest  in  .com, 
.net,  and  .org.  NSI  has  not  clarified  the  exact  nature  of  this  alleged  proprietary  in- 
terest, and  has  stated  publicly  that,  not  withstanding  such  an  interest,  it  will  act 
in  the  best  interests  of  the  Internet  including  sharing  the  valuable  .com  name  space. 

Request  For  Comments 

The  Clinton  Administration  supports  the  continued  privatization  and  commer- 
cialization of  the  Internet  and  is  committed  to  completing  the  transition  to  private 
sector  governance.  We  realize,  however,  that  this  transition  must  be  accomplished 
in  a  way  that  enhances  the  stability  of  the  Internet  and  ensures  its  continued 
smooth  operation. 

An  interagency  working  group  has  been  studying  domain  name  problems  since 
March  1997.  On  July  1,  1997,  President  Clinton  aimounced  the  Administration's 
Framework  for  Global  Electronic  Commerce.  As  part  of  this  initiative,  the  President 
directed  Secretary  Daley  to  support  efforts  to  make  the  governance  of  the  domain 
name  system  private  and  competitive  and  to  create  a  contractually  based  self-regu- 
latory regime  that  deals  with  potential  conflicts  between  domain  n£ime  usage  and 
trademark  laws  on  a  global  basis.  This  directive  has  the  highest  priority  at  the  De- 
partment of  Commerce  and  throughout  the  Executive  Branch. 

On  July  2,  1997,  the  Department  of  Commerce,  on  behalf  of  the  interagency 
group,  issued  a  Request  for  Comments  on  the  Registration  and  Administration  of 
Internet  Domain  Names  (RFC)  in  order  to  ascertain  the  views  of  the  public  regard- 
ing various  domain  name  policy  issues  including  trademark  and  domain  name 
issues. 

To  date,  we  have  received  over  430  comments,  amounting  to  some  1500  pages. 
The  RFC  elicited  thoughtful  comments  fix)m  around  the  world,  representing  diverse 
perspectives. 

In  accordance  with  this  Committee's  desire  to  reduce  the  nximber  of  printed  pages, 
I  have  not  provided  a  hard  copy  of  the  comments  received  (although  I  would  be 
happy  to  do  so).  These  comments  are  readily  available,  however,  at  the  NTIA  site 
on  the  World  Wide  Web,  the  URL  for  which  is  "www.ntia.doc.gov".  I  have  provided 
a  summary  of  comments  prepared  by  the  interagency  working  group  in  Appendix 
A  to  my  testimony. 

General  Observations 

Let  me  start  by  sajring  that  the  comments  we  received  reflect  overwhelming  sup- 
port for  two  things:  private  sector  governance  of,  and  increased  competition  in,  do- 
m£dn  name  systems.  Moreover,  the  principle  of  globalism  received  strong  support. 
Most  commenters  agreed  that  the  transformation  of  the  Internet  fi:x)m  its  U.S.  roots 
into  a  global  medium  should  be  reflected  in  the  Internet's  administrative  bodies. 
Many  warned  that  continued  treatment  of  the  Internet  as  a  "U.S.  asset"  could  pro- 
voke a  negative  reaction  from  foreign  governments,  businesses,  and  consumers. 

Having  said  that,  many  commenters  expressed  a  preference  for  making  a  smooth 
transition  to  the  "right"  system  over  rushing  to  adopt  an  ill-considered  solution.  We 
believe,  and  commenters  agreed,  that  consensus  must  be  achieved  through  an  open 
and  democratic  process  that  is  as  expeditious  as  prudent  consideration  of  these  im- 
portant issues  permit. 

As  far  a  trademarks  are  concerned,  the  comments  indicated  general  agreement 
that  trademark  rights  (registered  and  common  law  trademarks,  trade  names,  busi- 
ness names,  etc.)  should  be  protected.  Commenters  also  focused  on  how  trademark 
rights  should  be  protected,  i.e.,  by  national  courts  or  some  other  types  of  dispute 
resolution  mechanism. 

All  commenters  agreed  that  the  national  courts  should  remain  an  option  for  trade- 
mark protection,  and  indeed  the  technical  community  expressed  a  preference  that 
this  should  be  the  only  forum  for  trademarks  disputes.  However,  trademark  owners 
and  their  representatives  indicated  that  they  would  prefer  an  additional  alternative 
dispute  resolution  mechanism  for  some  kind  of  first  level  clearance  to  deal  quickly 
with  cyber-pirates. 
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There  was  general  consensus  among  the  commenters  that  there  should  be  no  pre- 
liminary review  process.  First,  such  a  review  would  add  unwanted  delay  to  the  reg- 
istration process.  Second,  most  commenters  did  not  want  the  registrars  to  review 
applications  on  any  substantive  grounds.  Finally  a  standard  of  review  would  be  too 
difficult  to  establish  and  enforce.  ■    .     a.      ..u    <-i 

Only  a  few  respondents  supported  the  institution  of  a  waiting  penod  atler  the  tu- 
ing  of  an  application  but  prior  to  registration  so  that  disputes  could  be  filled.  How- 
ever because  there  are  currently  a  fairly  low  number  of  actual  disputes,  it  appears 
that  establishing  a  short  period  after  registration,  during  which  a  domain  name 
could  be  suspended  in  the  event  of  a  conflict,  would  be  a  less  intrusive  procedure. 
For  the  majority  of  domain  names  there  has  been  no  trademark  conflict. 

There  is  general  agreement  that  domain  name/trademark  conflicts  cannot  be  pre- 
vented in  an  international  arena — but  they  can  be  minimized  with  certain  techno- 
logical solutions.  The  commenters  agreed  that  a  searchable  domain  name  database 
with  up-to-date  contact  information  would  certainly  be  helpful  for  clearance  pur- 
poses There  were  also  a  few  comments  suggesting  that  a  worldwide  trademark  reg- 
istration database  would  be  helpful  to  deter  conflict,  however  it  is  generally  agreed 
that  such  a  database  would  be  too  difficult  to  maintain. 
The  Two  Roles  of  The  World  Intellectual  Property  Organization 

WIPO  was  approached  by  the  Internet  Society  more  than  a  year  ago  to  become 
involved  in  the  process  of  sorting  out  the  issue  of  trademark  protection  vis-a-vis  do- 
main names  and  has  served  as  a  facilitator  for  international  discussion  on  the  many 
trademark  issues  that  are  associated  with  domain  names.  A  WIPO  official  was  in- 
volved in  the  deliberations  of  the  International  Ad  Hoc  Committee.  WIPO  then 
hosted  a  smaU  meeting  of  consultants  in  February  of  1997,  to  which  the  U.S.  sent 
two  representatives.  This  meeting  generated  so  much  interest  among  WIPO  s  mem- 
ber states  that  WIPO  scheduled  a  consultants'  meeting  inviting  all  members  and  a 
very  diverse  group  of  organizations  and  participants,  to  discuss  the  myriad  of  trade- 
mark issues  that  were  emerging.  Consultants'  meetings  with  full  member  participa- 
tion were  held  from  May  26  to  May  30,  1997,  and  on  September  1  and  2,  1997.  Thus 
WIPO's  first  role  has  been  to  provide  a  forum  in  which  representatives  of  the  Mem- 
ber States,  private  organizations  and  Intemet-sawy  technical  experts  could  meet 
and  discuss  trademark-domain  name  issues.  /-uu- 

WIPO  has  been  questioned  by  some  member  states  as  to  the  propriety  ol  holding 
these  meetings  without  direct  member  approval.  However,  it  is  clear  that  if  WIPO 
had  not  held  these  meetings,  the  Member  States  would  not  have  had  the  oppor- 
tunity to  meet  and  discuss  these  important  issues.  The  U.S.  has  also  questioned  the 
propriety  of  having  WIPO  or  any  other  intergovernmental  organization  as  a  voting 
member  of  the  Policy  Oversight  Committee.  This  is  of  special  concern  given  that 
President  Clinton  has  made  it  clear  that  the  Internet  should  be  private-sector  based 
and  self-regulatory.  Indeed,  the  U.S.  views  the  GTLD  MOU  as  essentially  a  private- 
sector  instrument,  despite  the  fact  that  one  government  has  signed  the  MOU.  Nev- 
ertheless, WIPO's  recognized  expertise  in  trademark  matters  should  remain  as  a 
valuable  advisory  resource  for  whatever  private  sector-based  leadership  may  emerge 
to  govern  the  Internet.  My  understanding  is  that  the  iPOC  and  WIPO  have  heard 
the  U.S.  concerns  in  this  matter  and  are  giving  them  serious  consideration. 

WIPO's  second  role  in  Internet  domain  name  and  trademark  matters  concerns  the 
alternative  dispute  resolution  mechanism  that  is  in  place  as  part  of  the  contractual 
arrangements  between  the  registrars  and  domain  name  registrants  under  the  iPOC 
proposal.  It  provides  that  all  applicants  for  domain  names  must  agree  to  submit  to 
the  jurisdiction  of  an  Administrative  Challenge  Panel  or  submit  to  non-binding  me- 
diation/arbitration, at  the  option  of  the  person  challenging  the  domain  name  holdei^s 
right  to  the  particular  domain  name.  In  this  model,  registries  agree  to  enforce  the 
decisions  of  the  ACP's.  The  iPOC  proposal  does  not  preclude  resort  to  the  national 
courts.  Further,  the  iPOC  proposal  makes  clear  that  under  any  of  these  alternative 
dispute  mechanisms,  the  arbitrator/mediator  or  administrative  challenge  panel  has 
jurisdiction  only  over  the  domain  name  at  issue. 

The  ACP  Process 

The  role  of  WIPO's  Mediation  and  Arbitration  Center  would  be  the  following:  to 
provide  lists  of  potential  ACP  panelists  or  of  mediators  and  arbitrators;  and,  to  pro- 
vide the  facilities  for  on-line  mediation  or  arbitration  and  on-line  administrative 
challenge  panels.  All  of  these  procedures  would  be  administered  under  WIPO's  me- 
diation, arbitration  and  administrative  challenge  panel  procedures  which  are  cur- 
rently being  revised  pursuant  to  an  open  comment  period  at  the  GTLD  web  site. 
WIPO  would  not  act  as  the  mediator  or  arbitrator.  Again,  all  parties  have  recourse 
to  their  national  courts. 


a  company  like  Exxon.  "Exxon"  is  a  very  famous  mark  in  this  coun- 
try but  they  go  under  "Esso"  in  Europe.  It  is  not  a  global  name. 
How  do  you  resolve  those  kinds  of  disputes?  How  do  you  resolve 
disputes  where  a  trademark  may  be  strong  in  the  United  States 
but  not  in  another  country  or,  again,  where  there  are  people  using 
one  of  these  very  limited  domain  names  but  two  people  have  a 
right  to  use  the  same  name? 

Now,  we  don't  yet  have  an  international  legal  system  of  inter- 
national district  courts.  And  so  there  is  going  to  have  to  be  a  sort 
of  meshing  of  the  international  system,  a  harmonizing  of  the  na- 
tional systems,  and  then  the  plugging  in  of  our  own  judicial  sys- 
tem. 

Now,  WIPO  is  looking  into  this  matter.  A  lot  of  people  are  sup- 
porting an  alternative  dispute  resolution  mechanism  there,  and 
that  would  be  like  a  set  of  arbitration  panels.  This  committee  has 
done  a  lot  of  work,  I  think,  in  alternative  dispute  resolution  be- 
cause you  have  the  judicial  jurisdiction  in  this  country  so  you  are 
intimately  familiar  with  all  of  that.  And,  you  know,  that  is  great, 
and  a  lot  of  people  want  it.  The  problem  is  there  are  a  certain  num- 
ber of  cases  where  that  breaks  down,  and  people  just  are  not  going 
to  submit  their  rights  to  some  kind  of  arbitration  panel.  They  are 
going  to  rely  on — want  to  rely  on — our  U.S.  district  courts. 

So  that  relationship  is  something  that  we  are  going  to  have  to 
take  a  close  look  at  as  we  evolve  the  WIPO  dispute  resolution  proc- 
ess. It  is  also  something,  I  think,  that  naturally  should  be  of  con- 
cern to  the  committee  because  it  involves  also  the  sovereignty  of 
the  United  States  and  our  court  system  and  so  on  and  so  forth.  So 
there  are  some  very  interesting  issues  there. 

The  bottom  line,  Mr.  Chairman,  since  I  have  gone  over  my  time, 
is  that  at  this  point  I  think  we  in  the  administration  would  prob- 
ably conclude,  and  I  think  you  would  probably  conclude  here,  that 
we  are  not  ready  for  any  kind  of  markup  for  legislation  on  this 
issue.  We  need  to  study  it  a  little  more.  It  is  ripening.  We  need  to 
see  a  httle  bit  more  what  is  happening  in  WIPO,  a  little  bit  more 
what  is  happening  when  we  adopt  the  ad  hoc  committee  rec- 
ommendations and  assign  more  domain  names.  But  in  the  end, 
there  may  be  some  need  for  an  international  treaty.  There  may  be 
some  need  for  legislative  intervention  here. 

Generally  speaking,  in  the  administration  we  are  adopting  the 
position  that  government  intervention  should  be  a  matter  of  last 
recourse;  that  we  want  to  let  the  private  sector  try  to  work  out 
these  issues.  But  if  they  can't,  we  may  have  to  step  in,  and  in  the 
interest  of  creating  a  viable  and  efficient  marketplace  in  electronic 
commerce,  we  may  have  to  step  in  and  try  to  adjust  some  of  these 
disputes.  I  would  be  happy  to  answer  any  questions,  Mr.  Chair- 
man, that  you  might  have. 

[The  prepared  statement  of  Mr.  Lehman  follows:] 

Prepared  Statement  of  Hon.  Bruce  A.  Lehman,  Assistant  Secretary  of  Com- 
merce AND  Commissioner  of  Patents  and  Trademarks,  United  States  De- 
partment OF  Commerce 

Introduction 

I  am  pleased  to  appear  before  this  Committee  today  to  testify  on  issues  siirround- 
ing  trademarks  and  Internet  domain  names.  No  single  force  embodies  the  electronic 
transformation  we  are  experiencing  today  more  than  the  evolving  medivim  known 


as  the  Internet  Once  a  tool  reserved  for  scientific  and  academic  exchange,  the  Inter- 
net has  emerged  as  an  appliance  of  every  day  life,  accessible  from  almost  every 
point  on  the  planet.  Students  across  the  world  are  discovering  vast  treasures  ot  data 
via  the  World  Wide  Web.  Doctors  are  utilizing  telemedicine  to  administer  ofF-site  di- 
agnoses to  patients  in  need.  The  Internet  is  being  used  to  reinvent  government  and 
reshape  our  lives  and  communities.  Finally,  as  the  Internet  empowers  citizens  and 
democratizes  societies,  it  is  also  changing  classic  business  and  economic  paradi^s 

Given  that  over  the  next  decade,  advances  in  electronic  communication  will  attect 
almost  every  aspect  of  our  daily  life,  it  is  important  that  we  look  to  preserving  the 
integrity  and  stabihty  of  the  Internet.  And  the  way  in  which  we  address  controver- 
sial issues  surrounding  Internet  domain  names  will  affect  our  ability  to  realize  the 
full  potential  of  the  Internet  in  the  years  to  come. 
Background  on  the  Domain  Names  Controversy 

Domain  names  are  the  familiar  and  easy-to-remember  names  for  Internet  users 
(e  e  "www  thomas.loc.gov").  They  correspond  to  unique  Internet  Protocol  (IP)  num- 
bers (e  g  98.37.241.30)  that  are  used  to  address  computers  and  route  traffic  on  the 
Internet  Despite  the  growth  and  commercialization  of  the  Internet,  major  compo- 
nents of  the  domain  name  system  are  still  financially  assisted  by  the  U.S.  Govem- 

The  registration  and  propagation  function  for  key  top-level  domain  names  (.com, 
ore  net)  is  performed  by  Network  Solutions,  Inc.  (NSI)  under  a  five  year  coopera- 
tive agreement  with  the  National  Science  Foundation  (NSF).  As  of  September  1995, 
NSF  permitted  NSI  to  institute  user  fees  for  registration  and  maintenance  of  do- 
main names.  Thirty  percent  of  the  fees  must  be  deposited  by  NSI  into  an  infrastruc- 
ture fund  the  disposition  of  which  has  not  yet  been  determined.  NSF  s  cooperative 
agreement  with  NSI  expires  on  March  31,  1998,  although  the  agreement  provides 
for  an  optional  six  month  "ramp-down  period."  ^  ,         .  j 

The  policy  oversight  function  for  both  the  administration  of  domain  names  and 
allocation  of  network  numbers  is  performed  by  the  Internet  Assigned  Numbers  Au- 
thority (lANA)  operated  by  the  Information  Sciences  Institute  (ISI)  at  the  Univer- 
sity of  Southern  CaUfomia  (USC).  lANA  performs  these  services  under  a  contract 
with  Defense  Advanced  Research  Projects  Agency  (DARPA). 

The  United  States  Government  plays  a  direct  or  indirect  role  in  the  operation  ot 
half  of  the  world's  thirteen  root  servers.  The  root  servers  propagate  the  domain 
names  and  corresponding  network  numbers  from  the  master  database  maintained 

U  S  research  agencies  have  been  trying  to  reduce  and  eventually  eUminate  their 
roles  in  these  infrastructure  functions,  as  they  have  done  with  respect  to  the  provi- 
sion of  backbone  and  interconnection  services.  The  decision  to  allow  NSI  to  charge 
user  fees  privatized  the  allocation  and  management  of  domain  names  from  a  budg- 
etary standpoint.  NSI,  however,  remains  in  in  sole  with  respect  to  the  most  valuable 
name  space— ".com" — creating  a  situation  that  is  not  acceptable  to  many  in  the 
Internet  community.  This  situation  could  become  especially  problematic  if  NSI  were 
to  remain  in  sole  control  of  the  .com  domain  upon  expiration  of  the  NSF/Nbl  cooper- 
ative agreement.  ,  .  ,    ,  ^  ^u 

In  response  to  NSI's  sole  control,  and  NSF's  announced  intention  to  let  the  cooper- 
ative agreement  with  NSI  expfre  in  1998,  lANA  and  the  Internet  Society  (ISOC)  or- 
ganized the  International  Ad  Hoc  Committee  (lAHC  or  the  Ad  Hoc  committee)  in 
September  1996,  in  partnership  with  the  World  Intellectual  Property  Organization 
(WIPO)  and  the  International  Telecommunications  Union  (ITU).  The  Federal  Net- 
working Council  (FNC)  participated  in  the  early  deliberations  of  the  Ad  Hoc  Com- 
mittee. ...  ,  /-rvrwn 

The  lAHC  issued  a  draft  plan  in  December  1996,  which  generated  some  6000  com- 
ments. The  final  report  proposed  a  memorandum  of  understanding  (MOU)  that 
would  initially  establish  seven  new  generic  top-level  domains  (gTLDs)  to  be  allo- 
cated on  a  non-exclusive  basis  by  new  private  registrars.  Under  the  MOU,  reg- 
istrants for  second-level  domains  would  be  required  to  submit  to  mediation  and  arbi- 
tration, facihtated  by  WIPO,  in  the  event  of  coLflict  with  trademark  holders. 

The  MOU  was  opened  for  signature  by  companies  and  governments  at  a  meeting 
sponsored  by  the  ITU  in  April  of  1997.  To  date,  some  170  entities  have  signed  the 
MOU  including  a  few  major  carriers,  such  as  Deutsche  Telekom  and  MCI.  Only  one 
government  has  signed  thus  far.  Meanwhile,  the  Ad  Hoc  Committee  itself  has  trans- 
formed into  an  interim  Policy  Oversight  Council  (iPOC)  and  has  begun  processing 
applications  for  new  registrars.  To  date,  81  applicants  have  been  qualified  as  reg- 
istrars including  the  well-known  U.S.  trademark  search  fum  of  Thomson  and  Thom- 
son Mindspring,  a  large  U.S.  Internet  service  provider,  as  well  as  France  Telecom, 
Deutsche  Telecom,  and  Bahamas  Telecommunication.  The  interim  Policy  Oversight 
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We  believe  that  there  simply  must  be  greater  involvemem  by  a  wider 
constituency  in  designing  the  fiitiire  of  the  Internet  than  has  been  the  case  to  date 
The  Government  of  the  United  States  should  take  the  lead  in  developing  a 
binding  international  framework  both  for  the  creation  and  registration  of  new 
gTLDs  and  for  formulating  a  binding  conflict  resolution  policy  both  for  existing 
and  new  gTLDs.  Trademark/domain  name  dispute  resolution  rules  could  be  the 
subject  of  a  new  international  trademark  agreement,  under  the  auspices  of  the 
World  Intellectual  Property  Organization  (WIPO)  with  meaningful  involvement 
and  participation  by  trademark  owner  interests. 

This  suggestion  does  not  mean  that  any  government  or  international 
intergovernmental  organization  should  control  or  take  over  administration  of  the 
Internet.  We  believe  that  the  private  sector  is  best  equipped  and  motivated  to 
handle  these  responsibilities.  What  we  are  suggesting,  however,  is  that  an 
international  framework  for  governance  of  the  Intemet  should  be  esublished  with 
the  participation  of  governments  in  as  rapid  a  lime  frame  as  possible 

The  AlPLA  believes  that  presently  available  technology,  if  properly 
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Utilized,  can  dramatically  alleviate  most  trademark  protection  and  enforcement 
problems  that  now  inherently  arise  from  the  treatment  of  domam  names  as 
unique  assets.  Sp)ecifically,  we  favor  the  development  and  use  of  a  searchable, 
telephone  directory-type  system  for  domain  names  and  the  corresponding 
development  of  a  centralized  world-wide  database  of  trademarks  and  domain 
names  that  could  be  correlated  to  one  another. 

We  envision  a  "yellow  pages"  type  directory  which  would  allow  Internet 
users  to  search  through  multiple  trademark,  trade  name  or  surname  listmgs  at  a 
single  Internet  address  where  the  users  could  then  have  direct  linkage  to  the  home 
page  or  Website  corresponding  to  a  given  listing    For  example,  under  such  a 
directory  system,  an  Internet  user  who  typed  in  the  domam  name  "United"  would 
be  routed  to  a  directory  page  where  all  of  the  listings  for  "United"  would  appear 
alphabetically.   If  the  user,  upon  reaching  the  directory  page,  types  in  "United 
Airlines"  or  clicked  on  the  United  Airlines  listing,  he  or  she  would  be  taken 
directly  to  that  company's  home  page  or  website.  The  domain  name  itself  would 
then  largely  become  irrelevant,  because  the  directory  would  become  the  most 
common  means  of  access   The  user  could  also  'bookmark"  or  save  addresses  for 
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future  use  without  having  to  go  through  the  directory  process  a  second  time 

There  is  a  question  concerning  how  and  by  whom  directones  should  be 
developed,  operated  and  administered.  If  the  United  States  Government  were 
to  take  the  lead  in  developing  a  bindmg  international  framework,  a  directon 
system  could  be  mandated  as  one  step  in  reducing  the  conflicts  and  tensions  we 
have  experienced. 

We  again  commend  you,  Mr.  Chairman,  for  holding  this  hearing  and  we 
look  forward  to  working  with  you  to  craft  a  resolution  to  the  trademark/domain 
name  conflicts  which  is  m  the  best  interests  of  U.S.  industry  and  trademark 
owners. 
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Mr.  Coble.  I  thank  you,  Commissioner.  The  ranking  member, 
the  gentleman  from  Massachusetts  has  a  Banking  Committee  hear- 
ing or  a  markup  now.  And  as  I  said,  we  have  a  full  Judiciary  Com- 
mittee hearing  ongoing  now  as  well.  So  that  may  explain  why  we 
may  have  slight  attendance  today. 

Commissioner,  thank  you  for  being  with  us.  Some  argue  that  the 
United  States  might  be  agreeing  to  a  lower  form  of  protection  of 
trademarks  if  we  accede  to  an  international  form  of  domain  named 
registration.  What  do  you  say  in  response  to  a  charge  like  that? 

Mr.  Lehman.  Well,  I  think  there  might  be  some  truth  to  that 
charge,  but  I  would  first  say,  Mr.  Chairman,  we  have  not  yet 
agreed  to  that.  What  is  going  on  here  at  the  present  time  is  that 
in  the  context  of  the  World  Intellectual  Property  Organization,  ba- 
sically as  requested  by  a  group  of  private  sector  companies  under 
the  international  ad  hoc  or  private  sector  users  of  the  Internet, 
International  Ad  Hoc  Committee,  WIPO  has  looked  into  this  issue 
and  has  assembled  a  committee  of — a  group  of  experts  informally, 
and  they  have  recommended  this  dispute  resolution  mechanism  at 
WIPO. 

Neither  the  governing  bodies  of  WIPO  reflect  by  its  member 
states  nor  any  specific  government,  to  my  knowledge,  including  the 
United  States,  has  yet  endorsed  that  procedure,  except  Albania.  So 
it  is  still  very,  very  open.  That  is  why  this  hearing  is  valuable,  I 
think,  for  us  to  take  a  look  at  this. 

I  am  not  sa5dng  that  that  is — that  the  recommendations  are  a 
bad  idea.  As  I  said,  from  the  point  of  view  of  the  administration, 
we  generally  want  to  try  to  let  the  private  sector  guide  us  on  these 
matters. 

And  we  put  out  a  notice  of  inquiry  in  July  of  this  year.  We  got 
approximately  430  responses,  the  Department  of  Commerce  did. 
And  it  was  pretty  clear,  I  think,  the  majority  of  those  responses  fa- 
vored the  WIPO  creating  a  dispute  resolution  process.  So  we  are 
going  to  go  along.  Our  position  is  we  are  going  to  go  along  with  the 
evolution  of  that. 

But  there  are  some  serious  questions,  obviously,  that  will  get  in- 
volved. I  mean,  is  this  going  to  be  binding  or  nonbinding?  \^at  is 
the  relationship  of  this  dispute  resolution  process  with  the  decision, 
for  example,  of  a  court  within  a  particular  country,  like  the  United 
States  district  court?  Will  the  court  decisions  be  de  novo  or  not? 
There  are  lots  of  questions  that  will  have  to  be  resolved.  Obviously, 
under  no  circumstances  will  the  sovereignty  of  the  United  States 
be  compromised  without  the  concurrence  of  the  Congress  of  the 
United  States. 

Mr.  Coble.  Commissioner,  is  there  any  indication  that  the 
United  States  plans  to  sign  on  to  the  gTLD  memorandum  of  under- 
standing? 

Mr.  Lehman.  As  I  understand  this  memorandum  of  understand- 
ing, and  I  have  to  say  this  is  more  in  the  domain — in  the  domain, 
excuse  me  for  using  the  word  here  that  people  use  a  lot,  and  my 
colleague  Larry  Irving,  who  is  the  Assistant  Secretary  for  Tele- 
communications in  the  Department  of  Commerce,  that  that  is  at 
this  point  primarily  something  that  has  been,  again,  organized  by 
the  private  sector.  And  in  fact,  our  notice  of  inquiry  that  has  been 
led  by  Mr.  Irving  is  sort  of  designed  to  take  a  look  at  these  issues. 
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I  am  not  aware  that  the  government  itself,  that  the  Department  of 
Commerce  or  the  administration,  has  signed  on  to  this  memoran- 
dum or  has  any  intention  to  do  so,  but  I  will  check  that  and  get 
back  to  you. 

Mr.  Coble.  And  incidentally.  Commissioner,  I  am  in  agreement 
with  you  when  you  declare  that  it  would  be  premature  for  us  to  be 
thinking  of  terms  of  markup  imminently;  I  mean  by  this  calendar 
year.  I  think  this  is  a  beginning  process,  and  I  think  it  would  not 
be  wise  even  thinking  about  marking  up  at  this  early  stage. 

You  have  alluded  a  couple  times  to  the  private  sector.  Let  me  ask 
you  this:  Do  you  think  that  the  time  has  come  in  this  area  where 
the  government  should  let  the  market  decide  the  next  direction,  or 
should  we  be  looking  at  some  way  to  legislate  without  unintention- 
ally hindering  the  Internet  development? 

Mr.  Lehman.  Well,  I  think  that  right  now,  from  the  point  of  view 
of  the  jurisdiction  of  this  committee,  the  trademark  law  within  the 
United  States  is  working  pretty  well.  And  I  think  that  the 
antidilution  statute  came  along  at  just  the  right  time  to  deal  with 
some  of  our  problems  here.  And  it  is  working. 

With  regard  to  legislating  beyond  that,  I  think  we  don't  know  yet 
all  the  information  we  need  to  know.  One  of  the  things  we  need  to 
know  is  that  right  now  there  is  in  development — ^you  know,  we  will 
have — ^you  will  hear  from  other  witnesses  later,  we  are  going  to 
have  a  new  registry  system;  Network  Solutions  is  going  to  lose  its 
monopoly  on  registration.  We  are  likely  to  create  more  top  level  do- 
mains. You  will  hear  people  that  will  tell  you  we  are  not  making 
good  enough  use  of  the  top  level  domains  that  we  have  now. 

At  the  outset,  I  indicated  that  part  of  the  problem  that  we  have 
relates  to  the  scarcity  of  domain  names.  Where  you  have  a  scarcity 
situation,  that  exacerbates  the  trademark  problem,  because  two 
people  who  have  a  trademark  claim  to  the  same  domain  name 
might  not  be  able  to  use  it.  Currently,  it  may  only  go  to  one  of  the 
two  parties. 

I  don't  think  we  worked  through  yet  whether  or  not  that  scarcity 
problem  might  be  alleviated  in  part  by  creating  additional  top  level 
domains  and  using — and  then  also  using — making  better  use  of  the 
top  level  domains  that  we  have  right  now. 

So,  I  think  that  process  is  something  that  the  existing  sort  of  ad 
hoc  structure,  which  is  a  combination  of  private  sector  activity  and 
maybe  minimum  government  activity  in  some  countries,  can  play 
itself  out  a  little  bit  before  we  know  whether  or  not  we  have  the 
kind  of  crisis  that  requires  some  sort  of  mechanism  for  us  to  modify 
at  least  our  U.S.  laws  to  determine  where  you  have  the  scarcity  sit- 
uation and  you  have  a  conflict  between  trademark  owners  whether 
there  should  be  some  kind  of  new  mechanism  for  resolving  that  dis- 
pute. 

Mr.  Coble.  I  thank  you,  sir. 

The  gentleman  from  Indiana,  Mr.  Pease. 

Mr.  Pease.  I  thank  you,  Mr.  Chairman. 

Mr.  Lehman,  I  apologize  for  being  late  and  to  the  Chairman  as 
well,  and  to  advise  the  chair,  but  not  surprising  this  time  of  the 
year,  I  have  four  hearings  going  on  simultaneously.  And  so  my  pur- 
pose here  today,  quite  frankly,  is  to  download  as  much  information 
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as  I  can  from  you,  and  I  will  pass  on  questions  and  will  read  your 
material  and  get  back  to  you  later.  But  thank  you  so  much. 

Mr.  Lehman.  Thank  you. 

Mr.  Coble.  Commissioner,  always  good  to  have  you  with  us.  And 
I  would  like  to  put  a  question  to  the  gentleman  from  Indiana,  if 
I  may.  Ed,  if  you  would  come  up  here  and  let  me  go  to  the  full  com- 
mittee  

Mr.  Pease.  Yes. 

Mr.  Coble  [continuing].  And  let  me  make  an  appearance,  and  I 
will  return. 

Let  me  bring  on  the  next  panel.  The  first  witness  on  this  panel 
will  be  Gabriel  A.  Battista  who  is  Chief  Executive  Officer  and  Di- 
rector of  Network  Solutions,  Inc.  He  is  also  a  registered  profes- 
sional engineer  in  the  State  of  Pennsylvania. 

Our  second  witness  on  this  panel  is  unknown  to  none  of  us  in 
this  room.  Mr.  Mike  Kirk  is  the  very  able  Executive  Director  of  the 
American  Intellectual  Property  Law  Association. 

Our  next  witness  is  David  Stimson  who  is  President  of  the  Inter- 
national Trademark  Association.  He  is  responsible  for  the  world 
wide  trademarks  and  company  rights  for  the  consumer  imaging, 
Kodak  professional  and  entertainment  imaging  division  to  the  com- 
pany. 

Our  next  witness  is  John  Wood  who  is  Senior  Internet  Consult- 
ant for  PRINCE,  pic  in  London,  England. 

Our  final  witness  on  our  second  panel  is  Douglas  J.  Wood  who 
is  an  executive  partner  of  the  New  York  law  firm  of  Hall,  Dickler, 
Kent,  Friedman  &  Wood,  testifying  on  behalf  of  the  CoaHtion  for 
Advertising  Supported  Information  and  Entertainment  or  CASIE. 
CASIE  is  the  coalition  jointly  founded  by  the  Association  of  Na- 
tional Advertisers  of  the  American  Advertising  Association. 

We  have  written  statements  from  each  of  you.  And  I  ask  unani- 
mous consent  to  submit  into  the  record  your  statements  in  their 
entirety.  And,  gentlemen,  I  assure  you  that  my  brief  absence  is  not 
an  indication  of  any  lack  of  interest,  but  as  Ed  pointed  out,  we 
have  to  be  at  four  or  five  places  simultaneously  today.  So  I  will  sur- 
render the  gavel  to  the  gentleman  from  Indiana.  And  I  will  return 
imminently  and  pick  up  in  a  few  minutes.  If  you  will  remember  the 
5-minute  rule,  it  is  in  order.  And  you  have  heard  me  to  say,  no  one 
will  be  keelhauled  if  you  violate  it,  but  try  not  to  violate  it  too  se- 
verely. 

Mr.  Pease  (presiding).  Mr.  Stimson. 

STATEMENT  OF  DAVID  STIMSON,  PRESIDENT, 
INTERNATIONAL  TRADEMARK  ASSOCIATION 

Mr.  Stimson.  Th£ink  you,  Mr.  Pease. 

Gk)od  morning.  My  name  is  David  Stimson.  I  am  President  of  the 
International  Trademark  Association.  On  behalf  of  INTA's  3,400 
members  who  are  increasingly  using  the  Internet  as  a  mode  of 
commercial  activity,  I  appreciate  the  opportunity  to  testify  in  con- 
nection with  the  subcommittee's  investigation  of  the  Internet  do- 
main name  assignment  system. 

Indeed,  there  is  a  direct  connection  between  trademarks  and  do- 
m£dn  names.  INTA  takes  the  position  that  the  domain  names  can 
and  often  do  function  as  trademarks.  Both  trademarks  said  domain 
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names  are  shorthand  reference  tools  that  consumers  can  use  to  lo- 
cate information  concerning  a  specific  product  and  learn  about  the 
company  which  was  offering  the  product  for  sale.  Both  serve  to 
educate  and  reassure  the  consuming  public  that  they  are  in  the 
right  place  and  they  are  purchasing  the  right  product  for  the  par- 

When  a  Web  surfer  logs  onto  www.kodak.com,  he  or  she  expects 
to  receive  information  about  Eastman  Kodak  Company,  not  some 
unrelated  or  possibly  slanderous  subject.  That  is  why  it  is  essential 
for  companies  and  the  public  to  have  some  mechanism  to  ensure 
that  trademarks  and  the  use  of  those  marks  as  domain  names  are 
safeguarded  in  the  new  world  of  on-line  commerce. 

Unfortunately,  most  of  the  current  domain  name  registries  in- 
cluding the  U.S.  registrar  Network  Solutions  Incorporated,  or  NSI, 
maintain  that  domain  names  have  no  legal  significance  but  are 
used  only  as  addresses  for  various  sites  in  cyberspace.  NSI  and 
other  registries  claim  that  their  only  purpose  is  to  register  domain 
names  and  not  to  perform  trademark  searches  or  arbitrate  trade- 
mark rights. 

As  a  result  of  this  lack  of  attention,  trademark  owners  and  con- 
sumers are  experiencing  a  number  of  problems  in  cyberspace.  For 
example,  as  we  have  heard,  we  must  now  deal  with  cyber-squat- 
ters,  on-line  pirates  who  routinely  register  domain  names  in  bulk, 
with  no  intention  of  using  them  and  with  no  other  purpose  than 
to  ransom  them  off  to  the  highest  bidder. 

We  are  also  faced  with  the  emergence  of  confusingly  sirnilar  do- 
main names,  since  NSI  will  register  any  name  as  long  as  it  is  not 
exactly  the  same  as  one  which  has  already  been  registered  by  an- 
other party. 

Under  the  current  system,  for  example,  you  can  have 
www.acmewidgets.com  with  acme  and  widgets  as  one  word; 
www.acme-widgets.com;  and  www. acme — widgets.com.  Which  is 
the  genuine  site  of  the  Acme  Widgets  Company,  and  which  con- 
tains possibly  slanderous  and  offensive  material?  It  is  impossible 
for  the  consumer  to  know.  So  they  have  to  surf  around  the  net  to 
find  out. 

The  plan  developed  by  the  International  Ad  Hoc  Committee,  or 
lAHC,  seeks  to  address  a  number  of  the  problems.  The  plan  rep- 
resents a  convergence  of  the  business  in  Internet  communities  and 
was  initiated  by  the  Internet  Society  and  the  Internet  Assigned 
Numbers  Authority. 

The  International  Trademark  Association  was  and  remains  a 
part  of  the  lAHC  and  believes  that  it  is  the  only  alternative  pre- 
sented thus  far  which  addresses  the  rights  of  trademark  owners. 
The  plan  provides,  for  example,  a  more  detailed  application  proce- 
dure and  publication  of  domain  name  applications  on  a  publicly 
available  Web  site. 

The  lAHC  plan  also  includes  seven  new  generic  top  level  do- 
mains or  gTLDs.  Examples  of  existing  gTLDs  are  .com,  .org  and 
.edu.  Some  parties  had  initially  proposed  an  unlimited  number  of 
gTLDs.  INTA  found  this  proposal  to  be  unacceptable,  and  we  used 
our  seat  on  the  lAHC  to  bring  the  number  down  to  seven. 

However,  the  addition  of  any  new  gTLDs  is  of  major  concern  to 
INTA  and  its  members,  since  they  represent  a  policing  problem  for 
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trademark  owners.  INTA  advocates  a  deliberate  approach  with  re- 
spect to  any  new  additional  gTLDs.  INTA  remains  open  to  other 
ideas.  Should  other  proposals  be  introduced  in  the  future,  we  will 
carefully  consider  supporting  them.  , 

I  would  like  to  thank  the  committee  once  agam  for  the  privilege 
of  appearing  here  today.  A  more  thorough  discussion  of  these 
issues  can  be  found  in  the  INTA  white  paper  called  "The  Intersec- 
tion of  Trademarks  and  Domain  Names,"  and  I  brought  with  me 
here  today  copies  of  this  white  paper  for  each  member  of  the  sub- 
committee. ,         .  ^1         .  ^       i         1       4.U    * 

In  conclusion,  I  want  to  reemphasize  the  important  role  tnat 
trademarks  play  in  cyberspace.  The  International  Trademark  Asso- 
ciation remains  available  to  Congress  and  the  administration  to  as- 
sist and  cooperate  in  exploring  approaches  to  the  domain  name  sys- 
tem that  recognize  the  rights  of  trademark  owners  in  the  new  and 
ever-changing  world  of  the  Internet.  Thank  you.[The  prepared 
statement  of  Mr.  Stimson  follows:] 

Prepared  Statement  of  David  Stimson,  President,  International  trademark 

Association 

Introduction 

Mr  Chairman,  the  International  Trademark  Association  ("INTA")  appreciates  the 
opportunity  to  testify  today  in  connection  with  the  Subcommittee  s  investigation  of 
the  Internet  domain  name  assignment  system.  The  emergence  of  the  Internet,  and 
the  problems  of  piracy,  trademark  infringement,  and  false  advertising  associated 
with  its  evolution,  have  made  it  clear  that  we  must  make  every  effort  to  preserve 
and  protect  trademarks  on  this  new  mode  of  communication.  We  therefore  thank 
you  Mr.  Chairman  for  your  willingness  to  conduct  these  hearings  and  ofler  the 
trademark  community  an  opportunity  to  voice  its  opinion  on  this  topic. 

My  name  is  David  Stimson,  and  I  currently  serve  as  Chairperson  of  the  Board 
of  Directors  and  President  of  the  International  Trademark  Association.  I  am  em- 
ployed by  INTA  member  Eastman  Kodak  Company  in  Rochester,  New  York  as 
Trademark  Counsel.  As  with  all  INTA  officers,  board  members  and  committee  mem- 
bers, I  serve  on  a  voluntary  basis.  ,  .  ,    .     ^  .^,        i  u    *.  j 

INTA  is  a  not-for-profit  membership  organization,  which  just  recently  celebrat^ 
its  119th  anniversary  at  its  annual  meeting  in  San  Antonio,  Texas.  Since  its  found- 
ing in  1878,  membership  has  grown  from  twelve  New  York-based  manufacturer  to 
more  than  3,400  members  that  are  drawn  from  across  the  United  States  and  fi-om 
119  additional  countries.  ,  ,  .,.  ,  ^     j 

Membership  in  INTA  is  open  to  trademark  owners  and  those  who  serve  trade- 
mark owners.  Its  members  are  corporations,  advertising  agencies,  professional  and 
trade  associations,  and  law  firms.  iNfTA's  membership  is  extremely  diverse,  crossing 
all  industry  lines  and  spanning  a  broad  range  of  manufacturing,  retail,  and  service 
operations.  It  is  equaUy  important  to  note  that  not  all  of  INTA's  members  are  large 
corporations.  Many  of  the  Association's  members  represent  small  businesses  which 
are  looking  to  expand  operations  and  contribute  to  the  domestic  economy  based  on 
the  strength  of  their  trademarks.  Nonetheless,  all  of  INTA's  members,  regardless  of 
their  size  or  international  scope,  share  a  common  interest  in  trademarks  and  a  rec- 
ognition of  the  importance  of  brand  identity  to  their  owners,  to  the  general  pubUc, 
to  the  economy  of  the  United  States  and  the  global  marketplace.  During  the  on- 
going international  debate  on  the  future  of  the  domain  name  assignment  system 
INTA  has  served  as  the  voice  of  trademark  owners  in  the  United  States  and  around 
the  globe,  ensuring  that  their  trademarks  are  protected. 

Value  of  Trademarks 

Trademarks  are  a  subtle,  yet  fundamental  element  of  our  daily  lives  in  the  identi- 
fication of  products  in  the  marketplace.  They  are  a  basic  mode  of  communication, 
a  means  for  a  company  to  convey  a  message  of  quality,  consistency,  safety,  and  pre- 
dictability to  the  consumer  in  an  easy-to-understand  form.  Equally  important,  trade- 
marks generate  an  economic  ripple  effect  that  starts  even  before  a  consumer  buys 
a  branded  product.  First,  trademarks  benefit  the  suppKers  of  raw  materials  and 
equipment  needed  to  make  the  product.  Then  trademarks  stimulate  advertising  ori- 
ented to  the  brand— $174  biUion  for  the  U.S.  in  1996  alone.  FinaUy,  when  the  con- 
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sumer  purchases  the  trademarked  product,  the  manufacturer,  distributor  and  re- 
tailer benefit— as  do  their  employees  and  shareholders.  The  consumer  benefits  by 
easily  being  able  to  recognize  and  select  products  or  services. 

For  the  reasons  just  discussed,  trademark  owners  are  eager  to  protect  their  prod- 
ucts' names  and  distinguishing  features  in  the  real  world,  as  well  as  cyberspace. 
There  is  no  denying  that  a  trademark  is  a  tremendously  valuable  asset  to  a  com- 
pany and  our  economy.  It  is  usually  one  of  the  most  significant  property  assets  of 
a  company.  Further,  if  we  are  successful  in  our  efforts  to  protect  trademarks  here 
in  the  U.S.,  then  there  is  greater  assurance  that  their  status  in  the  global  market- 
place will  be  better  protected  against  international  counterfeiters,  unfair  foreign 
competition  and  others  seeking  to  unjustly  profit  from  the  efforts  and  investment 
of  the  trademark  owner. 
The  Structure,  Assignment,  and  Global  Nature  of  Domain  Names 

From  a  technological  perspective,  every  computer  connected  to  the  Internet  is  as- 
signed a  numeric  address,  with  which  other  computers  on  the  network  use  to  com- 
municate. A  typical  numeric  Internet  address  is  a  string  of  numbers,  such  as 
189.45.231.67.  Because  these  numeric  addresses  are  difficult  for  people  to  remem- 
ber, Internet  authorities  also  assign  alphanumeric  addresses  or  "domain  names." 
Examples  of  domain  names  are  www.whitehouse.gov  and  www.saralee.com. 

There  are  actually  two  parts  to  a  domain  name:  the  generic  top  level  domain 
(gTLD)  and  the  second  level  domain  (SLD).  Examples  of  gTLDs  or  root  identifiers 
include:  .edu,  .gov,  .com,  .org,  and  .net  (for  entities  which  are  educational,  govern- 
mental, commercial,  organizational,  and  network  infrastructure  in  nature,  respec- 
tively). The  SLD's  are  the  first  part  of  a  domain  name — typically  the  familiar  name 
or  phrase  (e.g.  saralee,  INTA,  reebok,  etc.)  that  describes  the  product,  service  or 
topic  which  the  Web  site  addresses. 

The  present  system  for  assigning  domain  names  was  established  by  several  pri- 
vate and  government  organizations  working  together,  including  the  National  Science 
Foundation  (NSF),  the  Internet  Society  (ISOC),  and  the  Internet  Assigned  Numbers 
Authority  (lANA),  among  others.  Together  they  established  InterNIC  (Internet  Net- 
work Information  Center)  to  provide  services  in  the  United  States.  InterNIC, 
through  NSF  contracted  with  Network  Solutions,  Inc.  (NSI)  a  private  company,  to 
register  domains  with  the  gTLDs  .org,  .net,  and  com. 

NSI,  like  most  registries,  assigns  domain  names  on  a  first-come,  first  served  basis. 
By  the  end  of  1995,  the  number  of  .com  domain  names  exceeded  200,000;  by  the 
end  of  1996,  the  number  of  .com  domain  names  exceeded  600,000.  Through  July 
1997,  over  1.4  million  domain  names  had  been  registered  in  the  .com  gTLD.  As  a 
result,  domain  names  including  the  .com  suffix  now  form  the  overwhelming  majority 
of  names  on  the  Internet  and  the  longer  one  waits  to  apply  to  NSI  for  a  .com,  the 
greater  the  chance  that  one's  choice  will  not  be  available. 

Just  as  trademark  owners  register  their  trademarks  abroad  in  different  national 
trademark  oflices,  it  is  also  possible  to  register  domain  names  in  over  200  national 
and  quasi-nation£il  registries  using  two-letter  country  code  TLBs  such  as  .de  for 
Germany  and  .ca  for  Canada.  These  registries  are  totally  independent  from  NSI, 
just  as,  for  example,  the  United  Kingdom's  Patent  Office  is  independent  from  the 
U.S.  Patent  and  Trademark  Office.  In  certain  countries,  there  are  also  sub-domains, 
e.g.  .co.uk  for  United  Kingdom  Commercial  and  .ac.uk  for  United  Kingdom  aca- 
demic, so  there  are  over  400  distinct  domain  name  registration  possibilities.  An  ex- 
ample of  a  domain  name  using  a  two-letter  country  code  would  be  www.acme.co.uk. 

Numerous  trademark  owners  utilize  the  country  code  domains  in  the  local  mar- 
keting, with  locally-oriented  Web  sites  in  the  local  language,  ostensibly  to  emphasize 
the  local  presence  of  their  company. 
The  Connection  Between  Trademarks  and  Domain  Names 

Short,  simple,  distinctive,  and  indicative  of  origin.  These  are  the  essential  quali- 
ties which  trademarks  and  domain  names  share.  Just  like  trademarks,  people  use 
domain  names  as  "shorthand"  reference  tools  to  locate  specific  information  concern- 
ing a  particular  product  and  learn  about  the  company  which  is  offering  the  product 
for  safe.  "The  important  thing  to  remember  is  that  domain  names  can  fiinction  as 
trademarks.  Both  serve  to  educate  and  reassure  the  consuming  pubUc  that  they  are 
in  the  right  place  and  that  they  are  piu-chasing  the  right  product  for  their  particular 
needs.  When  a  "Web  surfer"  logs-on  to  www.kodak.com,  he/she  should  expect  infor- 
mation about  Eastman  Kodak  Company,  not  some  unrelated  or  possibly  slanderous 
subject.  That  is  why  it  is  essential  for  companies  to  have  some  mechanism  to  ensure 
that  their  trademarks  and  the  use  of  those  marks  as  domain  names  are  safeguarded 
in  the  new  world  of  online  commerce. 
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Conflicts  Between  Trademarks  and  Domain  Names 

Most  domain  name  registries,  including  NSI,  maintain  that  domain  names  have 
no  legal  significance,  but  are  used  only  as  addresses  of  various  sites  in  cyberspace. 
Further,  NSI  states  that  its  only  purpose  is  to  register  domain  names,  not  to  per- 
form trademark  searches  or  arbitrate  trademark  rights.  NSI  contends  that  it  is  not 
equipped  or  funded  to  perform  such  searches,  nor  should  it  be  responsible  for  any 
infringement  that  takes  place  involving  the  domain  names  it  registers.  As  a  result, 
a  number  of  problems  for  trademark  owners  have  arisen. 

First,  the  current  domain  name  registration  policy  of  NSI  is  inadequate  to  combat 
"cybersquatters" — online  pirates  who  routinely  register  domain  names  in  bulk,  with- 
out regard  for  the  rights  of  trademark  owners  and  with  no  other  purpose  than  to 
ransom  the  names  off  to  the  highest  bidder.  The  most  famous  "cybersquatter"  is 
Dennis  Toeppen,  who  up  until  he  was  enjoined  by  a  federal  district  court,  had  ob- 
tained 240  domain  names,  including:  www.aircanada.com, 
www.anaheimstadium.com,  www.australia.com,  www.deltaairlines  .com, 
www.eddiebauer.com,  www.neimanmarcus.com,  and  www  .ussteel.com. 

Second,  NSI  procedures  are  also  not  properly  equipped  to  handle  cases  where  two 
companies  own  the  same  name  or  mark.  Take  for  example,  the  name  UNITED. 
Which  corporate  entity  has  the  right  to  own  www.united.com:  United  Airlines  or 
United  Van  Lines?  Both  have  used  the  name  extensively  in  commerce  and  both 
equally  deserve  to  use  it  in  cyberspace.  However,  under  the  current  system,  only 
one  company  can  use  UNITED  in  the  .com  gTLD. 

Third,  NSI's  procedures  permit  the  registration  of  confusingly  similar  domain 
names.  So  long  as  the  name  being  sought  is  not  precisely  identical  to  one  which  is 
already  registered  to  another  party,  the  applicant  may  obtain  it.  For  example,  while 
the  owners  of  the  fictitious  Acme  Company,  famous  makers  of  widgets,  may  have 
registered  www.acmewidgets.com,  another  party,  with  no  relation  whatsoever  to 
Acme,  can  register  www.acme-widgets.com,  www.rLcme.widgets.com,  or  www. acme — 
widgets.com  and  place  any  form  of  content  it  so  desires  on  the  Web  site — even  mate- 
rial which  is  slanderous  towards  the  legitimate  Acme  company.  This  can  lead  to  con- 
sumer confusion  and  customer  dissatisfaction. 

In  addition  to  the  problems  posed  by  NSI's  procedures,  trademark  owners  are 
faced  with  the  difiiculty  of  learning  the  rules  and  regulations  established  by  the  var- 
ious two-letter  country  code  registries.  These  rules  are  often  complicated  to  the  nov- 
ice. For  example,  most  countries  in  the  developed  world  have  a  requirement  that 
the  domain  name  applicant  must  have  residence  in  the  country  (e.g.  a  subsidiary), 
but  numerous  countries  have  no  such  requirement,  and  register  domains,  like  the 
U.S.  on  a  first-come,  first  served  basis.  In  addition,  each  registry  is  entitled  to  have 
its  own  dispute  resolution  policy.  Finally,  the  rules  change  often,  and  foreign  do- 
mains can  be  expensive  to  register  and  to  maintain. 

An  Alternative  to  the  Existing  System:  The  lAHC  Plan 

Both  the  trademark  community  and  the  Internet  community  recognized  that  there 
was  a  need  for  change.  Given  that  INTA's  membership  is  representative  of  much 
of  the  corporate  world,  the  Association  was  one  of  seven  organizations  (and  the  only 
organization  representing  the  trademark  community)  chosen  to  be  on  the  Inter- 
national Ad  Hoc  Committee  (lAHC),  a  group  charged  by  ISOC  and  I  ANA,  with 
charting  the  future  of  the  Internet — a  fiiture  that  takes  trademark  rights  into  con- 
sideration. 

After  pouring  over  the  needs  of  several  competing  and  divergent  interests,  includ- 
ing the  trademark  community  and  the  Internet  engineering  community,  and  study- 
ing public  comment,  the  final  LAHC  plan  was  released  on  February  4,  1997.  Due 
to  the  participation  of  INTA,  the  lAHC  plan  includes  a  number  of  trademark  related 
provisions  which  seek  to  achieve  a  balance  among  the  competing  interests.  These 
include: 

(1)  A  detailed  application  procedure  requiring  an  applicant  to  provide  specific 
information  regarding  its  intended  use  of  the  domain  and  to  submit  to  the  juris- 
diction of  the  appropriate  court  (this  is  intended  to  alleviate  the  oft«n  com- 
plicated problem  of  obtaining  jurisdiction  over  a  challenged  domain); 

(2)  Publication  of  domain  name  applications  on  a  public  Web  site,  with  full 
particvilars  of  the  domain  name  applicant,  enabling  trademark  owners  to  mon- 
itor potential  infinngements  of  their  trademarks; 

(3)  An  alternative  dispute  mechanism,  including  an  online  challenge  process 
that  will  permit  a  trademark  owner  to  contest  the  granting  of  a  particular  do- 
main name  (It  is  important  to  note  that  neither  this  online  challenge  process,  nor 
other  alternatives  in  the  plan  in  any  way  whatsoever  preclude  a  party  from  seek- 
ing relief  in  a  national  court.);  and 
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(4)  An  initial  limit  of  new  generic  top  level  domain  names  to  seven  (one  prior 
initiative  contemplated  immediate  activation  of  an  unlimited  number). 

For  the  above  reasons,  INTA  supports  the  lAHC  plan  and  has  signed  a  Memoran- 
dum of  Understanding  (MoU)  to  that  effect.  Thus  far,  this  initiative  is  the  only  al- 
ternative presented  that  addresses  the  rights  of  trademark  owners.  If  the  trademark 
community  is  to  realize  true  relief  from  infringement,  then  the  lAHC  plan,  or  a 
similar  initiative  which  addresses  trademark  concerns,  must  be  given  a  fair  chance 
to  operate. 

NSI  has  put  forth  an  alternative  plan  which  calls  for  an  unlimited  number  of  ge- 
neric top  level  domain  names.  This  is  a  direction  which  the  trademark  community 
opposes.  During  deliberations  of  the  LAHC,  INTA  fought  hard  to  minimize  the  num- 
ber of  generic  top  level  domain  names,  since  such  additions  would  exacerbate  the 
policing  problems  already  being  experienced  by  trademark  owners.  For  example,  at 
present,  Eastman  Kodak  Company  must  not  only  monitor  for  infringement  in  the 
.com  registry,  but  also  be  wary  for  cases  in  the  up  to  200  two-letter  country  codes 
that  exist  around  the  world.  Imagine  how  difficult  it  would  be  for  a  trademark 
owner  to  monitor  hundreds,  if  not  thousands  of  additional  gTLDs  for  possible  in- 
fringements. The  amount  of  time  and  money  it  would  take  is  staggering  to  even 
think  about.  INTA  believes  that  it  is  imperative,  if  trademark  rights  are  to  be  pro- 
tected, that  a  deliberative  approach,  such  as  that  proposed  by  the  lAHC,  be  taJien 
on  the  addition  of  new  generic  top  level  domain  names. 

Conclusion 

Mr.  Chairman,  I  would  like  to  thank  you  once  again  for  the  privilege  of  appearing 
before  the  Subcommittee  today  to  discuss  the  intersection  of  trademarks  and  do- 
main names.  A  more  thorough  discussion  of  the  issues  surrounding  this  highly  com- 
plex and  dynamic  subject  can  be  found  in  INTA  White  Paper:  The  Intersection  of 
Trademarks  and  Domain  Names,  a  document  which  has  been  prepared  by  INTA's 
Internet  Subcommittee.  I  have  brought  with  me  today  copies  for  each  member  of 
the  Subcommittee  and  I  ask  that  these  be  distributed  so  that  the  Subcommittee 
members  may  benefit  from  the  information  that  it  contains. 

In  conclusion,  I  want  to  re-emphasize  the  important  role  trademarks  play  in  the 
domestic  economy  of  the  U.S.,  the  global  marketplace,  and  in  cyberspace.  INTA  sup- 
ports the  lAHC  plan,  because  it  is  the  only  plan  to  date  which  contains  realistic  pro- 
tective measures  for  trademark  owners.  There  may,  in  the  future,  be  other  propos- 
als. INTA  remains  available  to  the  U.S.  government  to  assist  and  cooperate  in  ex- 
ploring and  considering  other  approaches  that  recognize  the  rights  of  trademark 
owners  in  the  new  and  ever-changing  world  of  the  Internet,  should  they  become 
available. 

HOUSE  RULE  XI  DISCLOSURE 

Pursuant  to  House  Rule  XI,  clause  2(g)(4),  the  Subcommittee  is  hereby  informed 
that  the  International  Trademark  Association  has  received  no  federal  grant,  con- 
tract, or  subcontract  in  the  current  and  preceding  two  fiscal  years. 

CURRICULUM  VITAE 

I  have  been  a  lawyer  on  the  Trademark,  Advertising  and  Copyright  Legal  Staff 
of  the  Legal  Division  of  Eastman  Kodak  Company  in  Rochester,  New  York  since 
May  1986.  I  am  responsible  for  the  worldwide  trademarks  and  copjT-ights  of  the 
Consumer  Imaging,  Kodak  Professional  and  Entertainment  Imaging  Divisions  of  the 
company. 

Prior  to  joining  Kodak,  I  was  a  partner  in  the  law  firm  of  Rogers,  Hoge  &  Hills 
in  New  York  City. 

I  was  bom  in  Cincinnati,  Ohio.  I  received  my  BA  from  Hamilton  College  in  Clin- 
ton, New  York  and  my  JD  from  the  University  of  Cincinnati  College  of  Law. 
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SummTv  Staienwnt  of  the  International  Tr»dem«rk  Asiocinion 

The  emergence  of  the  Iniemet,  and  the  problems  of  pirae> .  traderaarl  infhngemcm.  and  false  advenising 
associated  with  its  e\otuuon,  have  made  it  dear  that  we  must  make  e\-ei>  efTon  to  preserve  and  protect 
trademarks  on  this  new  mode  of  communication    Dunng  the  on-going  mtentauoiul  debate  on  the  funirc  of 
the  dotnain  name  assignment  s>^tem,  INT  A  has  served  as  the  voice  of  major  eocporauons  in  the  United  States 
and  others  around  the  globe,  ensuring  that  their  trademarks  are  protected 

Short,  simple,  distinctive,  and  indicative  of  origin    These  are  the  essenual  quatiues  w^uch  trademarks  and 
A»n«.n  names  share    Just  like  trademarks,  people  use  domain  names  as  "shorthand"  reference  tools  to  locate 
specUic  mfonnation  concerning  a  parucular  product  and  leam  about  the  compam  which  is  ofTenng  the 
product  for  sale   The  important  thing  to  leiiiember  is  that  domain  names  can  function  as  uademarks    Both 
serve  to  educate  and  reassure  the  consuming  public  that  the\  are  in  the  nght  place  and  that  thc>  are 
purchasing  the  nght  product  for  their  particular  needs    That  is  why  it  is  essenual  for  companies  to  have  some 
mechanism  to  ensure  that  their  trademarks  and  the  use  of  those  marks  as  domain  names  are  safeguarded  m 
the  new  world  of  online  commerce 

Most  domain  name  registries,  including  Nenvork  Solutions.  Inc  (NSI),  maintaui  that  domain  names  have  no 
legal  significance,  but  are  used  onK  as  addresses  of  vanous  sites  in  cvberspace    Further.  NSI.  states  that  only 
purpose  IS  to  register  domain  names,  not  to  perform  trademark  searches  or  arbitrate  trademark  rights    As  a 
result,  problems  for  trademark  owiiers  have  ansen    For  example,  there  has  been  a  proliferation  of 
"evbersquatters"  -  online  pirates  who  routinely  register  domaui  names  in  bulk,  w-ithooi  regard  for  the  nghts 
of  trademark  owners  and  with  no  other  purpose  than  to  ransom  the  names  off  to  the  highest  bidder    In 
addition  to  the  problems  posed  by  NSIs  procedures,  trademark  owiiers  are  faced  with  the  additional  difficulty 
of  learning  the  rules  and  regulations  esublished  by  the  vanous  two-letter  country  code  registnes 

Both  the  trademark  community  and  the  Internet  commuiuty  recognized  that  there  was  a  need  for  change 
Given  that  INTAs  membership  is  representative  of  much  of  the  corporate  world,  the  Association  was  one  of 
seven  organizations  (and  the  only  organization  representing  the  trademark  commuruty  >  chosen  to  be  on  the 
International  Ad  Hoc  Committee  (lAHC).  a  group  charged  with  chaning  the  future  of  the  Internet  -  a  future 
that  takes  trademark  nghis  uito  consideration    Due  to  the  panicipation  of  INTA.  the  lAHC  plan  includes  a 
number  of  provisions  which  seek  to  achieve  a  balance  among  the  compeimg  interests    Thus  far.  this  uiitiaiive 
IS  the  best  and  only  real  alternative  for  trademark  owners    If  the  trademark  community  is  to  realize  true  relief 
from  mfnngement.  then  the  lAHC  plan,  or  a  similar  initiatitt:  which  addresses  trademark  concems.  must  be 
given  a  fair  chance  to  operate 

NSI  has  put  forth  an  alternative  plan  which  calls  for  an  unlimited  number  of  genenc  top  level  domain  names 
This  IS  a  direction  which  the  uademark  community  opposes    Dunng  deliberations  of  the  LAHC.  INTA  fought 
hard  to  minimize  the  number  of  genenc  top  level  domain  names,  since  such  additions  would  exacerbate  the 
policing  problems  already  being  evpcnenced  by  trademark  owners 

INTA  remains  available  to  the  V  S  government  to  assist  and  cooperate  in  explonng  and  considenng  other 
approaches  that  recognize  the  nghts  of  trademark  owners  in  the  new  and  ever<hanging  world  of  the  Internet, 
should  the%  become  a\ailable 


Main  Office 

1133  Avenue  o>  ine  Amef.cas   Ne*  Vo'n   Nv  10036-6'? lO  USA  Teiepnone   212 '68-988T   Fa>   212-768  7796 


25 

Mr.  Pease.  Thank  you,  Mr.  Stimson.  Mr.  Stimson,  do  you  wish 
for  your  white  paper  to  be  included  in  the  record  or  simply  to  dis- 
tribute to  members  of  the  committee? 

Mr.  Stimson.  We  brought  it  for  members  of  the  subcommittee. 
If  the  subcommittee  would  entertain  entering  it  into  the  record,  we 
would  appreciate  that. 

Mr.  Pease.  We  will  advise  the  Chairman.  He  will  make  the  ap- 
propriate decision.  Thank  you. 

[The  information  follows:] 
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The  International  Trademark  Association  (lNTA)-founded  in  1878  as  The  United  States 
Trademark  Association— is  a  not-for-profit  international  membership  organization  committed 
to: 

*  promoting  trademarks  as  essential  to  commerce  throughout  the  world 

*  fulfilling  a  leadership  role  in  public  policy  matters  concerning  trademarks 

*  educating  business,  the  press  and  the  pubUc  on  the  proper  use  and  importance  of 
trademarks 

*  providing  an  extensive  range  of  informational  and  educational  programs  and  services 
for  its  members. 


International  Trademark  Association 

1133  Avenue  of  the  Americas 

New  York,  NY  10036-6710 

Phone:  (212)  768-9887 
Fax:  (212)  768-7796 

Home  Page:  hnp://www. inta.org 


Sote  to  the  Reader  from  INTA. 

Because  the  arena  of  Internet  domain  name  issues  u  conslanllv  evolving  due.  in  pari,  to  proposed  changes  lo  the 
domain  name  structure  and  nen-  trademark  disputes,  this  document  will  he  updated  hv  /AT.4  on  a  regular  hasL\ 
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I.  Introduction 


The  world  is  shrinking!  Perhaps  not  m  geographical  size,  but  cenainl\  with  respect  to  the 
ability  of  human  beings  to  exchange  ideas  with  one  another  via  the  Internet  -  the  latest  mode  oi 
global  communication. 

The  Internet  or  "World  Wide  Web"  as  it  is  sometimes  called,  represents  one  of  the 
greatest  technological  achievements  of  the  20th  century.  Indeed,  as  mankind  approaches  the 
dawn  of  the  21st  century,  we  should  recognize  that  the  Internet  has  brought  people  from  the  four 
comers  of  the  earth  closer  together  than  they  could  have  possibly  imagined  just  10  years  earlier, 
and  opened  doors  that  would  have  taken  triple  the  amount  of  time  to  open  before  the 
establishment  of  this  highly  complex,  yet  easy  to  use  network  of  computers  and  people. 

Trademark  owners  and  their  representatives  throughout  the  world  are  struggling  with  the 
emerging  issues  presented  by  the  proliferation  of  electromc  communication,  spccificalK  as  these 
issues  affect  protection  for  trademarks  and  domain  names.  The  international  Trademark 
Association  (FNTA)  has  contributed  its  resources,  volunteers  and  staff  to  explore  the  intersection 
between  trademarks  and  domain  names.  Where  do  these  two  topics  intercoimect''  How  do  the> 
relate  to  one  another?  What  are  the  problems  that  have  arisen  as  a  result  of  their  convergence'!' 
Finally,  how  can  we  plan  so  that  the  problems  of  today  can  be  avoided  in  the  future'!' 

This  "white  paper"  is  an  anempt  to  answer  these  and  other  important  questions,  h  is 
designed  to  offer  lawyers,  engineers,  students  and  "web  junkies"  and  other  interested  individuals. 
the  opportunity  to  explore  a  number  of  related  areas,  includmg: 

*  the  nature,  history  and  importance  of  trademarks  in  global  commerce; 

*  the  history  of  the  InieiTiei.  its  global  luture  and  the  role  of  domain  names  in 
acknowledgmg  a  presence  on  the  World  Wide  Web; 

.  *  the  legal  disputes  in  courts  around  the  world  which  have  ansen  due  to  the  intersection  of 

trademarks  and  domam  names;  and. 

*  the  proposals  put  forward  by  various  individuals  and  organizations  to  solve  the  problems 
experienced  by  trademark  owners  around  the  world. 

II.         Basics  of  Trademark  Law 

This  section  is  intended  to  give  the  reader  a  brief  overview  of  trademark  law.  An 
understanding  of  the  function  and  purpose  of  trademarks  is  essential  to  fiilly  understand  the 
context  of  the  role  and  the  fimction  of  Internet  domain  names  in  the  emerging  marketplace. 


51-543   98-2 
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niiatJs  a  Trademark? 


While  there  is  no  international  trademark  law  per  se  --  for  the  most  part  trademark  law  is 
nationally  based  -  many  countries  are  signatories  to  the  World  Trade  Organization"  s  Trade 
Related  Aspects  of  Intellectual  Property  (TRIPs)  Agreement  (1994)  which  defines  mmimum 
standards  for  trademark  protection.  Article  1 5(  1 )  of  the  TRIPS  Agreement  states: 

Any  sign,  or  any  combination  of  signs,  capable  of  distinguishing 
the  goods  or  services  of  one  undertaking  from  those  of  other 
undertakings,  shall  be  capable  of  constituting  a  trademark.  Such 
signs,  in  particular  words  including  personal  names,  letters, 
numerals,  figurative  elements  and  combinations  of  colors  as  well 
as  any  combination  of  such  signs,  shall  be  eligible  for  registration 
as  trademarks.  Where  signs  are  not  inherently  capable  of 
distinguishing  the  relevant  goods  or  services.  Members  may  make 
registrability  depend  on  distinctiveness  acquired  through  use. 
Members  may  require,  as  a  condition  of  registration,  that  signs  be 
visually  perceptible. 

B.         Origins  and  Basic  Principles 

Although  the  legal  systems  of  almost  every  nation  in  the  world  encompasses  trademark 
law  in  the  form  to  recognize  and  protect  the  identification  of  the  source  and/or  quality  of  goods, 
there  is  currently  no  international  harmonization  of  worldwide  trademark  law.  Most  countries 
are  signatories  to  the  Paris  Convention,  an  international  agreement  which  provides  that  member 
nations  shall  give  foreign  nationals  the  same  treatment  as  the  member  nations  provide  their  own 
citizens.'  However,  this  guarantee  of  equal  treatment  in  no  way  creates  substantive  rights  in  the 
member  nations  who  have  signed  the  treaty.  The  common  law/civil  law  dichotomy  makes 
international  harmonization  more  difficult,  although  such  efforts  are  underway,  such  as  through 
the  TRIPs  Agreement  mentioned  above. 

1.  Common  Law 

Under  a  common  law  regime,  a  trademark  owner  gains  exclusive  rights  to  a  trademark  by 
adopting  and  using  a  trademark  which  allows  consumers  to  identify  goods  which  emanate  from 
the  trademark  owner.^  The  requirement  that  the  trademark  be  "distinctive"  to  a  particular 


Vmirv  Fair  Milk  Inc.  v  T.  Eaton  Co..  234  F.2(l  633. 640-41  {2d  Cir.  1956),  cert,  denied,  352 
U.S.  871  (1956). 

Common  law  jurisdictions  may  also  provide  additional  protection  for  trademark  owners  through 
registrations.  For  example,  under  the  U.S.  Unham  Act,  registration  gives  the  trademark  owner 
constructive  nationwide  use  and  notice  of  the  trademark  in  connection  with  the  goods  specified  in 
the  registration. 
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producer  or  distribuior  is  the  linchpin  of  common  law  trademark  rights.  AccordingK .  common 
law  rights  to  a  mark  may  be  limited  to  only  those  geographic  regions  in  which  the  trademark 
owner  offers  goods  or  only  in  connection  with  the  types  of  goods  offered  b\  the  trademark  owner 
if  the  "distinctiveness"  of  the  trademark  is  similarly  limned.    Common  law  countries  include  the 
British  Commonwealth  countries  or  prior  colonies,  such  as  Canada,  the  U.S..  Singapore.  Hong 
Kong,  Australia  and  India- 
Common  law  rights  in  a  trademark  are  lost  if  the  trademark  owner  no  longer  uses  the 
trademark.  This  is  known  as  trademark  "abandonment."^ 

2.         Civil  Law 

In  the  civil  law  countries,  registration  of  a  trademark  is  the  pnmarv  way  to  obtain  nphis 
The  civil  law  countries  are  those  that  follow  the  Code  Napoleon.  Roman  lau .  or  other  European 
Continental  codes,  such  as  Germany  and  others  including  Japan,  France.  Spain.  Italy.  Korea. 
Austria,  China  and  Latin  America. 

C.         Functions  of  Trademarks 

\.  Protection  of  Consumers 

a.  Origin  Function:  Preventing  Consumer  Confusion 

The  primary  public  policy  behind  the  acknowledgment  of  trademark  righu  is  the 
protection  of  consumers.  As  set  out  by  the  U.S.  Supreme  Court.  "The  law  of  unfair  competition 
has  its  roots  in  the  common-law  ton  of  deceit:  its  general  concern  is  with  protecting  consumers 


The  malysis  applied  to  dctennine  if  i  ti»dem»rk  is  registrmble  e»semi«lly  tncV.i  ihe  inalysis  to 
detennine  the  acquisition  of  common  law  trademark  nghu  (1)  the  mark  musi  have  the  ability  to 
serve  as  an  indicaior  of  the  source  of  goods  and  services  and  (2)  the  mark  must  be  disiinciive  to 
the  fcgistrani.  However,  the  registration  scheme  unposes  an  additional  requirement  -  the  mark 
sought  to  be  registered  may  neither  be  confiisingly  sunilar  to  a  trademark  or  tr»de  name 
previously  used  by  another  anywhere  ui  the  United  Suies  nor  abandoned. 

Registration  under  the  Lanham  Act  constitutes  pnma  facie  evidence  that  the  registrani  has  the 
exclusive  nght  to  use  the  trademark  m  commerce  in  the  United  States    After  five  years,  a 
registration  becomes  "incontestable^,  thai  is.  a  pnor  user  cannot  challenge  the  registration  on  ihc 
bases  that  the  mark  was  previously  used  in  the  United  States  by  another    However,  other  bases  tor 
cancellation,  such  as  abandonment  of  the  trademark,  remain  available 


^.  rvfianre  Bunon  Machine  Co  v  CAC  Meul  Products  Corn  .  •.^«>  F  2d  »053(:dCir   IO«M 
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from  confusion  as  to  source."*  The  use  of  a  confusingly  similar  trademark  may  cause  a  consumer 
to  purchase  goods  of  different  or  inferior  quality  than  those  the  consumer  seeks,  based  on 
information  the  consumer  has  gathered  concerning  the  original  trademarked  goods. 

In  this  sense,  a  trademark  serves  as  a  form  of  "shorthand"  upon  which  consumers  can  rely 
in  making  rational  product  selections.  If  a  consumer  is  pleased  with  the  quality  and  features  of  a 
trademarked  product,  the  consumer  can  then  quickly  and  easily  find  the  same  or  other  goods 
produced  by  the  trademark  owner  and  can  expect  that  the  goods  offered  under  the  mark  are  of  the 
same  high  quality  as  the  initial  purchase.  The  use  of  a  trademark  by  consumers  reduces  the 
information  cost  associated  with  assessing  product  quality  and  allows  consumers  to  conserve 
resources  which  might  otherwise  go  into  gathering  product  information. 

b.         Quality  Function 

Because  consumers  can  use  trademarks  to  identify  goods  which  will  meet  their  needs,  an 
incentive  is  created  for  manufacturers  and  distributors  to  meet  the  reasonable  expecutions  of 
consumers  with  regard  to  product  quality.  Accordingly,  the  use  of  trademarks  tends  to  encourage 
trademark  owners  to  maintain  consistent  standards  of  quality  for  goods  and  services  offered 
under  their  marks.  The  value  inherent  in  achieving  consumer  loyalty  to  a  particular  trademark 
through  the  maintenance  of  consistent  product  quality  is  referred  to  as  the  "goodwill"  associated 
with  the  trademark.' 

2.         Protection  of  Property  (Goodwill) 

The  "goodwill"  inherent  in  a  trademark  can  be  a  valuable  intangible  property  asset 
belonging  to  the  trademark  owner.  The  law  recognizes  this  value  and  allows  the  trademark 
owner  to  prevent  unauthorized  uses  of  the  trademark  which  might  tend  to  diminish  the  value  of 
the  mark  (i.e.,  those  uses  which  prevent  consumers  from  using  the  trademark  as  a  "shorthand" 
means  to  identify  the  goods  of  the  trademark  owner).  The  trademark  owner  has  the  ability 
through  infringement  proceedings  to  protect  its  investment  in  creating  the  goodwill. 

However,  if  market  forces  other  than,  for  example,  the  attempt  by  another  producer  to 
trade  upon  the  goodwill  established  by  the  trademark  owner,  cause  the  trademark  to  cease  serving 
its  fiinction  as  an  indicator  for  the  source  of  goods  sold  under  the  trademark  (that  is,  the  mark 
loses  its  inherent  "goodwill"),  the  trademark  owner  loses  the  right  to  prevent  third  parties  from 


Bonito  Boats.  Inc.  v.  Thunder  Craft  Boats.  Inc..  489  U.S.  141  (1989). 

This  guarantee  of  quality  of  goods  offered  under  a  trademark  gives  rise  to  the  requirement  that  an 
effective  trademark  license  provide  that  the  quality  of  goods  sold  under  the  license  be  monitored 
andpolicedby  the  owner  of  the  trademark.         
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using  the  mark.  This  is  the  case  when  a  trademark,  through  uncontrolled  use  b>  the  public. 
becomes  the  generic  name  for  the  goods  offered  by  the  trademark  owner  and  others.'' 

D.         Scope  of  Protection 

1.  Trademark  Clmssification 

As  mentioned  above,  trademark  protection  arises  from  the  abilit>  of  the  trademark  to 
distinctively  identify  the  source  of  goods.  Accordingly,  under  both  the  common  law  and  civil 
law  approaches,  trademark  rights  are  acquired  only  as  to  specific  goods  or  services.  T>picall> . 
therefore,  the  scope  of  trademark  protection  only  extends  to  those  goods  which  consumers  are 
likely  to  believe  emanate  from  a  single  source.  Consumers'  belief  in  a  single  source  is  most 
likely  to  occur  if  the  goods  are  related  (such  as  brushes  and  paint)  or  if  the  trademark  os\-ncr 
offers  a  wide  variety  of  goods  under  its  trademark  such  that  consumers  will  see  the  new  goods  as 
an  expansion  of  the  trademark  owner's  current  product  line. 

For  purposes  of  trademark  registration,  most  countries  use  the  International  fNicc^ 
trademark  classification  system  administered  by  the  World  Intellectual  Property  Orgamzation 
(WIPO).  Applicants  for  registration  are  required  to  identify  the  relevant  class(es)  of  goods  or 
services  for  which  they  seek  registiation.  Applicants  are  also  required  to  identify  the  "particular 
goods  and  services"  with  which  the  mark  is  used.  The  allocation  of  the  identified  goods  to  a 
particular  class  does  not  expand  or  narrow  the  scope  of  the  applicant's  rights  in  the  identified 
goods,  but  is  merely  a  means  of  administratively  categorizing  the  applicant  and  resulting 
registration. 

2.  Protection  For  Weil-Known  Marks 

In  addition  to  receiving  trademark  protection  for  those  marks  which  serve  as  a  distincti\e 
indicator  of  source  for  a  particular  class  of  goods,  owners  of  "well-known "  trademarks  may  be 
entitled  to  a  broader  scope  of  protection  against  use  by  others    In  the  international  context, 
according  to  Article  6bis  of  the  Paris  Convention,  member  countries  are  required  to  extend 
protection  to  marks  that  are  designated  as  "well-known  in  that  countrv-"  against  use  or  registration 
of  any  confusingly  similar  mark  for  "identical  or  similar  goods."  In  the  U.S.  owners  of  "famous " 
marks  may  seek  to  protect  their  marks  from  "dilution"  under  the  Federal  Trademark  Dilution  Aci 
of  1995  (Lanham  Act.  Section  43(c))  or  analogous  state  statutes. 

Dilution  protection  is  designed  to  guard  against  "the  gradual  whinling  away  or  dispersion 
of  the  identity  and  hold  upon  the  public  mind  of  the  mark  or  name  by  its  use  upon  non-competing 


BavtrCo  v  Uniitd  Dnje  Co  .  272  F  505  (S.DN  Y    1921)  (holding  trademark  ASPIRIN  pcneric 
lor  acet>  I  salicylic  acid  ) 
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goods"'  or  goods  which  consumers  would  not  see  as  related  enough  to  emanate  rrom  the  same 
source.  According  to  the  anti-dilution  section  found  in  the  U.S.  Lanham  Act.  dilution  is  "the 
lessening  of  capacity  of  a  famous  mark  to  identify  and  distinguish  goods  or  sen.  ices,  regardless 
of  the  presence  or  absence  of  -  (1)  competition  between  the  owner  of  the  famous  mark  and  other 
panics,  or  (2)  likelihood  of  confusion,  mistake  or  deception."'  Protection  of  this  sort  gives 
trademark  owners  a  means  by  which  to  protect  their  "famous"  marks  even  when  traditional 
infringement  is  not  present. 

III.       Background  of  the  Internet  and  the  Domain  Name  Registration  Process 
A.         Brief  History  of  the  Internet 

What  is  known  today  as  the  Internet  has  its  roots  in  a  network  set  up  by  the  U.S. 
Department  of  Defense  in  the  early  1970's.  This  network  (ARPAnet).  established  by  the 
Advanced  Research  Projects  Agency  (ARPA),  connected  various  military  and  research  sites  and 
was  itself  a  research  project  on  how  to  build  a  distributed  communications  system  that  could 
survive  a  nuclear  attack.  The  methods  ARPA  developed  included  a  "protocol"  allowing 
dissimilar  computer  systems  to  communicate,  and  a  method  that  could  route  data  through 
multiple  communications  paths  using  groups  of  dau  with  their  own  destination  addresses 
incorporated  into  the  system.  These  methods  were  so  successful  that  many  other  networks 
adopted  the  standards  they  used,  known  today  as  TCP/IP. 

In  the  late  1980's  the  National  Science  Foundation  (NSF),  a  U.S.  federal  agency,  started 
expanding  its  own  NSFnet,  using  the  technology  developed  by  ARPAnet.  and  a  high  speed 
backbone  network.  This  was  done  at  first  to  allow  college  campuses  and  research  centers  to  use 
the  NSF's  supercomputers,  but  increasingly  the  connections  were  used  for  e-mail  and  for 
transferring  data  and  information  files  between  sites.  This  growth  and  the  subsequent  upgrading 
of  the  system  led  to  broader  horizons  for  Web  users  and  the  opportunity  for  a  wider  range  of 
groups  to  become  involved  in  the  evolution  of  what  we  commonly  call  the  Internet. 

Although  commercial  entities  had  the  opportunity  to  obtain  an  online  presence  in  the 
1980's,  few  chose  to  do  so.  At  first,  the  overwhelming  majority  of  the  Internet's  users  were 
government  agencies,  universities  and  research  centers.  Few  people  outside  of  these 
environments  had  any  access  to  or  interest  in  the  Internet  and  most  commercial  activity  was 
banned  under  the  National  Science  Foundation's  then  existing  Acceptable  Use  Policy. 
Additionally,  the  Internet  was  impractical  for  mass  consumer  participation  because  it  was  a 
medium  that  allowed  for  the  transmission  of  text  only,  requiring  the  learning  of  arcane  UNIX 


F.  Schechter,  The  Rational  Basis  of  Trademaric  Protection.  40  Harv.  L.  Rev.  813  (1927). 
15  U.S.C.f  1125(c). 
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user  interfaces  and  commands.  Also,  it  was  difficult  to  access  from  a  home  or  office  telephone 
line  and  required  the  purchase  of  an  expensive  computer. 

Since  1993,  computer  technolog>.  fueled  by  billions  of  dollars  in  new  investments,  has 
developed  the  capacity  to  view  pictures  and  video  euid  to  hear  high  quality  sound  o\  er  the 
Internet.  In  addition,  access  from  common  telephone  lines  has  become  reiatnely  cheap  and 
plemifiil,  where  permitted  by  telecommunications  infrastructure,  and  consumer  user  interlaces 
are  relatively  simple,  requiring  less  computer  competency.  Computers,  many  of  which  are  sold 
as  "Internet  ready,"  ate  decreasing  in  price  and  Internet  access  if  now  available  on  "dumb" 
,  terminals  and  via  cable  television. 

As  a  result,  today  the  Internet  is  truly  a  global  communication  system  serving 
governments,  schools,  businesses  and  consumers.  Millions  of  p>eople  communicate  daily  acros.s 
the  "Net,"  sending  e-mail,  documents,  pictures  and  related  material,  esublishing  Web  pages  (also 
referred  to  as  home  pages)  to  inform,  advise  and  solicit  customers  or  potential  customers.  As 
products  and  services  are  marketed  electronically,  in  every  way.  the  Internet  has  become  a  new 
channel  of  commerce.  TTie  developing  world  of  online  commerce,  where  consumers  can  learn 
about  and  order  products  and  services  with  a  few  simple  clicks  of  a  mouse,  renders  the 
identification  and  quality  guarantee  functions  of  trademarks,  in  addition  to  the  traditional  origin 
function,  all  the  more  essential.  While  online,  consumers  have  even  less  opponunit\  to  view  the 
actual  goods  m  a  selling  environment  or  to  interface  with  service  providers  or  store  personnel  to 
learn  the  origin  of  a  product.  The  trademark  or  domain  name  may  be  the  only  assurance  that  the 
online  consumer  is  getting  what  he  or  she  expects. 

B.         The  Nature  and  Value  of  Domain  Names 

Domain  names  are  relevant,  because  consumers  often  perceive  them  as  performing,  in 
electromc  commerce,  much  the  same  role  as  trademarks  and  trade  names  histoncally  have  played 
in  more  traditional  modes  of  business. 

1.  Tecbnology 

From  a  technological  perspective,  every  computer  connected  to  the  Internet  is  assigned  a 
numeric  address,  with  which  other  computers  on  the  network  use  to  communicate.  A  typical 
numerical  Internet  address  is  a  string  of  numbers,  such  as  1 89.45.23 1 .67.  Because  these  numenc 
addresses  are  difficult  for  people  to  remember.  Internet  authorities  also  assign  alphanumeric 
addresses  or  "domain  names."  Examples  of  domain  names  include  "whitehouse.gov"  or 
"nestle.com."  A  full  e-mail  address  also  contains  one  or  more  preceding  designations  which 
identify  the  specific  person  and/or  department  within  that  organization,  i.e..  "jonesia^nestle.com  " 
Thus,  from  the  standpoint  of  the  consumer  of  goods  and  services,  an  Internet  domain  name 
identifies  the  company,  school,  institution  or  organization  to  which  a  seller  is  atuched    In  short, 
domain  names,  like  trademarks,  often  are  used  to  identity  a  source  of  goods  or  services. 
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Value  to  Business 


Initially,  businesses  may  have  given  no  more  thought  to  domain  name  selection  than  to 
their  telephone  numbers— as  long  as  each  one  was  unique,  they  allowed  the  Internet  to  function. 
Apart  from  this  primary  function,  domain  names  had  little  significance  and  were  often  chosen  by 
technical  personnel  who  paid  little  or  no  attention  to  marketing  considerations. 

All  of  this  changed  with  the  advent  of  the  World  Wide  Web  as  an  advertising  medium 
and  marketplace.  Because  people  use  domain  names  to  locate  Web  resources,  companies  doing 
business  online  want  domain  names  that  are  easy  to  remember  and  that  relate  to  their  products, 
trade  names  and  trademarks.  For  example,  a  florist  might  find  the  domain  name  "flowers.com" 
very  valuable  to  identify  it  as  a  source  of  flowers.  Likewise,  owners  of  famous  trademarks  (such 
as  Microsoft)  typically  register  their  trademarks  as  domain  names  (such  as  "microsoft.com"). 
This  kind  of  identification  can  be  highly  important  to  a  business  that  conducts  commerce  on  the 
Internet.  Moreover,  many  consumers  who  do  not  know  the  domain  name  of  a  company  will  first 
choose  the  principal  trademark  of  such  company  to  locate  the  company's  web  site.  See 
Cardservice  Int'l.  Inc.  v.  McGee.  950  F.  Supp  727  (E.D.  Va.  Jan  16,  1997)  ("[A]  domain  name  is 
more  than  a  mere  internet  address.  It  also  identifies  the  internet  site  to  those  who  reach  it,  much 
like  ...  a  company's  tiame  identifies  a  specific  company."). 

As  a  result,  we  have  two  separate  yet  interrelated  indicators  of  goodwill:  the  traditional, 
i.e.,  trademark  indicator,  and  the  electronic,  i.e.,  domain  name  indicator.  There  is  an  opportunity 
of  potentially  mammoth  proportions,  to  either  destroy  or  fortify  the  existing  trademark  system  - 
depending  on  how  domain  name  registry  systems  are  ultimately  designed  throughout  the  world. 

C.         How  Domain  Names  are  Assigned  in  the  United  States 

The  present  system  for  assigning  domain  names  was  established  by  several  private  and 
government  organizations  working  together,  including  NSF,  the  Internet  Society  (ISOC),  and 
Internet  Assigned  Numbers  Authority  (lANA).  among  others.  Together  they  established 
InterNIC  (Internet  Network  Information  Center),  a  virtual  organization,  to  provide  services  in  the 
United  States.  InterNIC,  through  NSF,  contracted  with  Network  Solutions,  Inc.  (NSI),  a  private 
company,  to  register  names  for  domains  with  the  root  identifiers  (also  known  as  top  level 
domains  or  TLDs)  .com,  .org  and  .net  (for  entities  which  are  commercial,  organizationsil  and 
network  infrastriicture  in  nature,  respectively). 

Unrelated  to  NSI,  in  virtually  every  country  around  the  world  (including  the  U.S.). 
independent  agencies  or  individuals  assign  domain  names  using  two-letter  country  code  TLDs 
such  as  .de  for  Germany  and  .ca  for  Canada.  These  operate  in  tandem  with  .com  (i.e. 
"acme.com.uk").  Although  not  necessarily  initially  envisioned  as  a  global  TLD,  .com  has  become 
a  popular  choice  for  many  companies  in  and  outside  the  United  States,  providing  an  alternative  to 
the  country  code  TLDs. 
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Because  the  Internet  is  a  collective  set  of  computers  sharing  common  communications 
protocols,  any  computer  on  the  Internet,  anywhere  m  the  world  (assummg  the  necessary 
hartlware,  software  and  communications  lines  are  available)  can  communicate  by  e-mail,  host 
Web  pages,  or  send  and  receive  files.  Therefore,  for  the  average  Internet  user,  there  is  no 
practical  (functional)  difference  between  an  Internet  site  with  the  domain  name  "abc.com  '  and 
one  with  the  domain  name  "abc.ca."  Each  can  be  as  easily  accessed  as  the  other,  and. 
theoretically,  each  is  potentially  confusing  with  the  other.  Hence.  INTA  members  consider  the 
likelihood  of  confusion  a  particularly  vexing  problem  in  the  mtemational  global  communm 
The  confusion  arises  between  one  domain  name  and  another,  and  between  one  right  and  another 
(i.e.,  trademarks  and  domain  names). 

D.         The  Domaut  Name  Registration  Process  in  the  United  States 

The  first  step  in  acquiring  the  right  to  use  a  domain  name  is  to  contact  (usually  through  a 
service  provider)  the  administrator  of  the  desired  TLD.  As  an  example,  if  one  is  applymg 
through  NSI,  an  application  must  be  submined  (electronically)  for  a  domain  name  that  includes 
the  appropriate  TLD  coupled  with  the  desired  second  level  domain  (SLD).  NSI.  like  most 
registries,  assigns  domain  names  on  a  first  come,  first  served  basis.'  By  the  end  of  1995.  the 
number  of  ".com"  domains  names  exceeded  200.000  and  by  the  end  of  1996.  the  number  of 
".com"  domain  names  exceeded  600.000.  As  a  result,  domain  names  including  the  "com"  suffix 
now  form  the  overwhelming  majority  of  names  on  the  Internet  and  the  longer  one  waits  to  apply 
to  NSI  for  a  ".com"  name,  the  greater  the  chance  that  one's  choice  will  not  be  available. 

If  the  identical  requested  domain  name  is  not  already  assigned  the  name  will  be  approved 
by  NSI.  At  one  time.  NSI  had  a  general  policy  of  limiting  domain  name  registrations  to  one  per 
organization.  However,  the  policy  was  enforced  selectively  (examples  of  multiple  registrations 
abound,  including  one  company  which  registered  about  200  domain  names  covering  all  of  its 
trademarks  and  a  number  of  generic  terms),  and  no  longer  is  in  force.  Similarly,  domain  names 
are  now  registrable  in  .com.  .org.  and  .net,  regardless  of  the  nature  of  the  applicant  as  a 
commercial  or  non-profit  entity  or  network  provider. 


This  poling,  however,  does  not  override  trademark  nghts  under  lau    In  Cardservict  Im'l.  Inc 
McGee.  950  F.  Supp  737.  740  (E.D  Va.  Jan  16.  1907)  the  defendant  argued  thai  because  he 
registered  the  domam  name  with  NSI.  he  is  entitled  to  it   The  court  enjoined  his  continued 
registnuon.  noting  that 

the  (defendant)  cues  Nerworfc  Solutions'  policy  of  granting 
domain  names  on  a  rini-come-nrsi-served  basis.  Such  a 
policy  cannot  trump  federal  law.  Holders  of  valid  trademarks 
under  federal  law  are  not  subject  to  company  policy,  nor  can 
the  nghts  of  those  tradetnark  holders  be  changed  without 
congressional  actions    If  trademark  laws  apply  to  domain 
names,  anyone  who  obuins  a  domain  name  under  Nerwork 
Solutions'  "firsi-come-firsi-served"  policy  musi  do  so  subject 
to  whatever  liability  is  provided  for  by  federal  law 
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E.         NSI  Dispute  Policy:  What  Happens  When  Domain  Names  and  Trademarks  Conflict 

A  trademark  owner  can  no  longer  assume  that  its  mark  will  be  available  as  a  SLD  with 
the  ".com"  TLD,  as  someone  else  may  have  already  received  that  domain  name  assignment.  This 
may  merely  be  coincidental  -  such  as  where  two  companies  happen  to  own  the  same  name  or 
mark,  or  an  individual's  name  may  be  the  same  as  a  company's  mark  --  or  it  may  reflect  a 
deliberate  misappropriation  by  someone  hoping  that  well-funded  entities  will  pay  to  have  domain 
names  incorporating  their  trademarks  transferred  to  them.  Even  still,  those  trademark  owners 
who  do  obtain  their  desired  SLD  -  reflecting  a  key  brand  or  trade  name  -  may  find  that  SLDs 
which  are  only  slight  variants  of  the  mark  or  name  are  being  obtained  by  other  parties. 

As  disputes  involving  domain  names  and  trademarks  have  arisen,  registries  have  found 
themselves  being  pressured  to  take  sides  by  denying,  granting  or  suspending  a  domain  name  in 
controversy.  Most  registries,  including  NSI,  maintain  that  domain  names  have  no  legal 
significance,  but  are  used  only  as  addresses  of  various  sites  in  cyberspace.  Further.  NSI  states 
that  its  only  purpose  is  to  register  domain  names,  not  to  perform  trademark  searches  or  arbitrate 
trademark  rights.  NSI  contends  that  it  is  not  equipped  or  funded  to  perform  such  searches,  nor 
should  it  be  responsible  for  any  infringement  that  takes  place  involving  the  domain  names  it 
registers. 

However,  begiiming  in  July  of  1995,  NSI  instituted  a  policy  intended  to  address  certain  of 
these  issues  by  trying  to  set  forth  a  procedure  to  follow  should  disputes  between  parties  claiming 
rights  in  the  same  domain  names  arise.  The  policy  seeks  to  avoid  liability  and  prevent  potential 
lawsuits  by  third  parties  against  NSI.  Since  July  1995,  NSI  has  issued  two  revisions  to  that 
policy,  the  most  recent  effective  September  9,  1996. 

For  trademark  dispute  purposes,  the  more  pertinent  parts  of  the  current  NSI  policy  inclii^ie 
the  foIlov«ng: 

( 1 )  An  Applicant  must  submit  a  statement  that  states,  to  its 
knowledge,  the  domain  name  requested  does  not  interfere  with  or 
infringe  the  right  of  third  parties. 

(2)  An  Applicant  must  have  a  bona  fide  intention  to  use  the 
Internet  domain  name  on  a  regular  basis. 

(3)  An  Applicant  must  not  seek  the  domain  for  any  unlawful 
purpose. 

(4)  The  owner  of  a  U.S.  federal  (a  Supplemental  Register 
registration  is  insufficient)  or  foreign  trademark  registration  may 
challenge  NSI's  assignment  of  an  "identical"  SLD  if  the  domain 
name  holder  began  use  af^er  the  challenger's  trademark  registration 
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or  first  use  date.  The  challenger  sends  NSl  a  cenified  copy  of  iu 
registration  and  a  copy  of  ia  protest  lener  to  the  domain  name 
holder.  Once  NSl's  dispute  pohcy  is  invoked.  NSl  gives  the  domain 
holder  30  days  to  prove  either  that  its  use  of  the  domain  predates 
both  the  first  use  of  the  challenging  party's  registration  and  the 
effective  date  of  that  registration  or  that  the  domain  holder  has  its 
own  trademark  registration,  in  which  case  the  domain  holder  will 
be  able  to  keep  the  domain,  subject  to  an  obligation  to  indemiufS' 
NSl.  If,  however,  the  domain  holder  cannot  demonstrate  the 
required  prior  domain  use  or  produce  a  trademark  registration 
certificate,  then  the  domain  holder  must  give  up  the  domain,  with  a 
90  day  phase-out.  The  disputed  domain  then  goes  into  a  "hold" 
status,  where  it  is  not  available  to  anyone,  pending  the  outcome  of 
the  dispute  between  the  parties. 

Without  a  coun  order  or  a  decision  from  an  arbitration  panel,  the  best  result  a  challenger 
can  expect  is  for  NSl  to  place  the  domain  name  registration  on  hold. 

A  problem  with  NSI's  policy  is  that  the  same  rules  apply  whether  the  domain  name 
holder  is  merely  an  extortionist  or  has  a  legitimate  business  interest.  This  problem  t\-pifies  the 
difficulty  inherent  in  trying  to  establish  a  dispute  policy  under  these  circumstances  where  there 
may  be  many  equities  to  consider. 

F.         Registry  Policies  Worldwide 

NSl  is  an  exception.  Most  registries  around  the  world  do  not  have  a  dispute  policy,  but 
follow  RFC  1591.  issued  by  Jon  Postel  of  I  AN  A.  in  March  1994.  which  sets  forth  an  over\iew  of 
the  domain  name  system,  and  states: 

Rights  to  Names 

1)  Names  and  Trademarks 

In  case  of  a  dispute  between  domain  name  registrants  as  to  the 
rights  to  a  particular  name,  the  registration  authority  shall  have  no 
role  or  responsibility  other  than  to  provide  the  contact  information 
to  both  parties. 

The  registration  of  a  domain  name  does  not  have  any  Trademark 
status.  It  is  up  to  the  requestor  to  be  sure  he  is  not  violating  anyone 
else's  Trademark. 
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While  it  is  impossible  to  review  in  this  paper  registry  policies  in  force  around  the  world, 
some  reference  pointers  can  offer  assistance.  Two  of  the  more  helpful,  although  nowhere  near 
exhaustive,  indices  of  worldwide  NIC  policies  are  located  on  the  Internet  at: 

http://www.digidem.com/legaJ/doinain.html  [currently  undergoing  major  revision];  and 
http://www.law.gwu.edu/lc/intemic/iniemational/reg2.html. 

For  a  list  of  some  of  the  NIC  sites  referenced  on  these  sites,  please  see  Appendix  1. 

At  least  two  registries  appear  to  actively  involve  themselves  in  some  aspects  of 
determining  trademark  rights.  The  Bulgarian  (http://vww.digsys.bg/bg-nic/)  and  Irish 
(http://www.ucd.ie/hostmaster/ie-obtain.html)  policies  contain  almost  identical  language.  Both 
contain  a  section  on  "Availability"  which  includes  the  following  text: 

§3.4:  A  domain  name  shall  correspond  vnth  reasonable  closeness 
to  the  name  of  the  applicant  or  to  an  abbreviation  or  trademark  by 
which  the  applicant  is  well  known. 

§3.5:  Where  the  proposed  name  is  either  already  in  use,  or  appears 
likely  to  be  claimed  by  another  applicant,  another  name  shall  be 
chosen.  For  example,  such  names  as  IBM.IE,  DUBLIN.IE. 
IRFU.IE,  and  RUGBY.IE  are  protected  by  this  requirement.  (The 
Bulgarian  dispute  policy  reads,  "For  example,  such  names  as 
IBM.BG,  SOFIA.BG,  EMAIL.BG,  and  Intemet.BG  are  protected 
by  this  requirement.") 

§3.6:  Where  the  proposed  name  is  in  the  opinion  of  the  naming 
authority  likely  to  lead  to  confusion,  another  name  shall  be  chosen. 

In  the  Slovak  Republic's  policy,  there  is  a  statement  about  domain  name  removal  but  no 
.  details  about  its  implementation: 

A  company  can  request  removal  of  a  domain  if  the  domain  is 
identical  with  [a]  registered  trademark  in  the  Slovak  Republic  in 
the  case  that  the  registration  of  the  trademark  was  submitted  before 
the  domain  was  registered. 

A  number  of  registry  policies  contain  explicit  language  to  the  effect  that  they  are  in  no 
way  responsible  for  handling  trademark  disputes  and  requiring  that  these  be  settled  through 
normal  legal  methods. 
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rV.       Court  Dccnions  and  Dispute*  on  RcgUtration 

A.         VS.  Dispuus  Over  Domain  Names 

Not  surprisingly,  a  number  of  disputes  have  arisen  between  trademark  ONv-ners  and 
domain  name  holders.  These  disputes  have  occurred  in  the  U.S..  as  well  as  m  other  nations    One 
of  the  most  publicized  eariy  disputes  was  between  McDonald's  Corporation  and  the  wnter.  Josh 
Quittner.'" 

Basically,  the  cases  that  have  arisen  can  broadly  be  divided  into  two  i>-pes.  The  first 
consists  of  the  cases  w^ere  a  third  party  purposefully  has  chosen  a  domain  name  which  cither 
clearly  belongs  to  another  party  or  is  associated  with  another  pan\  so  that  its  use  by  a  third  parT> 
can  have  a  detrimental  impact  on  the  mark.  In  the  second  type  of  case,  it  is  not  clear  that  the 
domain  owner  registered  a  particular  name  to  trade  off  a  trademark  owner's  goodwill. 

1.         Intent  to  Trade  Ott  a  Trademark 

Some  domain  registrants  have  used  their  sites  to  harass  or  malign  the  owner  of  the 
corresponding  trademark,  or  to  trade  off  its  goodwill.  Examples  of  this  type  of  case  include: 
Kjplan  Educational  Center.  Ltd.  v.  Princeton  Review  Management  Corp."  (Princeton  Review 
registered  "kaplan.com"  as  its  domain  name  and  used  the  site  to  post  disparaging  remarks  about 
its  competitor's  course);  MTV  Networks  v.  Curry'-  (MTV  sought  to  reclaim  "mtv.com"  which 
had  been  registered  by  a  video  jockey  of  MTV  who  subsequently  left  its  employ);  and  Avon 
Prods..  Inc.  v.  Wone'^  (Avon  alleged  that  defendant's  registration  and  use  of  its  trademark  as  the 
domain  name  "avon.com"  diluted  and  infringed  its  trademark). 

Kaplan.  MTV.  Avon  and  other  eariy  cases  were  settled  before  substantive  rulings  by  the 
courts  On  the  infringement  claims.  However,  by  the  middle  of  1996.  courts  began  deciding  these 
claims  at  least  in  the  context  of  preliminary  relief  For  the  most  part,  courts  have  granted  such 
relief  in  cases  where  the  defendant's  use  of  the  domam  name  could  tarnish  plaintiff,  or  in  clear 
instances  of  extortion.  The  most  common  finding  has  been  dilution  of  a  famous  mark  under  the 
federal  dilution  provision  of  the  Lanham  Act.  15  U.S.C.  §1 125(c). 

Perhaps  the  most  compelling  cases  are  those  in  which  a  domain  name  consisting  of  a 
famous  mark  is  used  for  a  sexually  explicit  site.  In  Hasbro.  Inc.  v.  Internet  Emcrtainment  Group 


Joshua  Quittner.  'Billions  Registered;  Right  Now.  There  ire  No  Rules  lo  Keep  You  From 
Owning  a  Bilchui'  Corponte  Name  As  Your  Own  Internet  Address.'  Wirtd.  October  1904.  54 

No.  94  Civ.  1604  (MGCXS.D  N  Y.  filed  March  9.  1994)  (kaplan.com  relinquished  in  arbitration). 

»67  F.  Supp  202  (S.D.N.Y.  1994)  (MTV  obuined  mtv.com  m  senlement) 

No  96-CV-4J1  (E.D  NY.  April  3.  l996)tAvon  obuined  avon  com  in  icnIemenO 
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Ltd..'*  the  court  issued  a  restraining  order  prohibiting  the  Internet  Entertainment  Group  from 
using  the  domain  name  "candyland.com"  in  violation  of  the  (U.S.)  Federal  Trademark  Dilution 
Act  and  the  Washington  dilution  statute.  Hasbro  challenged  the  use  of  this  domain  name 
because,  for  47  years,  Hasbro  has  manufactured  a  children's  game  named  CANDY  LAND.  An 
important  factor  was  that  the  "candyland.com"  site  was  used  for  explicit  adult  materials.  The 
court  found  the  HASBRO  trademark  dilution  claim  likely  to  succeed  on  the  merits  and  enjoined 
use  of  the  "candyland.com"  domain  name.  The  defendant  also  apparently  had  reserved  the 
domain  "parkerbrothers.com." 

In  yet  another  case  decided  on  the  basis  of  the  Federal  Trademark  Dilution  Act.  Toys  "R" 
TIsTnc.  V.  Akkaoui."  the  court  granted  a  preliminary  injunction  enjoining  use  of  "adultsrus.com." 
"Adults  R  Us"  or  any  other  colorable  variation  of  plaintiff  s  mark  for  an  Internet  site  and 
shopping  service  feamring  sexual  devices  and  clothing.  The  court  found  TOYS  "R"  US  and 
KIDS  "R"  US  famous  and  distinctive  marks  and  eligible  for  protection  from  dilution  under  the 
Lanham  Act.  Citing  to  the  Hasbro  case  above,  the  court  found  that  "Adults  R  Us"  tarnishes  the 
"R"  Us  family  of  marks  by  associating  them  with  a  line  of  sexual  products,  which  is  inconsistent 
with  the  image  Toys  "R"  Us  has  striven  to  maintain. 

Also  noteworthy  is  the  court's  issuance  of  a  preliminary  injunction  notwithstanding 
defendants'  arguments  that  there  vras  nothing  left  to  enjoin  because  they  had  stopped  using  the 
chaUenged  names.  The  court  found  that  defendants  had  not  completely  removed  all  references  to 
"Adults  'R  Us"  from  the  Internet.  Accordingly,  the  court's  preUminary  injunction  is  believed 
particularly  useful  for  drafting  a  proposed  Order. 

Other  cases  in  this  category  include  those  in  which  the  defendant  clearly  registered  a 
particular  domain  name  in  an  attempt  at  extortion.  In  Intermatic.  Inc.  v-  Toeppcp."'  the 
defendant  registered  "intermatic.com,"  which  was  a  registered  trade  name  and  trademark  of 
plaintiff.  The  defendant,  in  addition  to  this  domain  registration,  also  had  registered 
approximately  240  domain  names,  many  being  trademarks  of  well-known  businesses,  including 
"deltaairlines.com."  "eddiebauer.com"  and  "neiman-marcus.com."  The  court  referred  to  the 
defendant  as  a  "cyber-squatter.""  Toeppen  had  ceased  use  of  the  domain  name  before  the 
effective  date  of  the  new  Federal  Trademark  Dilution  Act.  However,  the  court  held  that 
"Toeppen's  intention  to  arbitrage  the  'intermatic.com'  domain  name  constimtes  a  commercial  use" 
and  granted  summary  judgment  on  plaintifPs  dilution  claims. 


"  40  U.S.P.Q.2d  1479  (W.D.  Wash.  Feb.  9,  1996). 

"  No.  C  96-3381  CW,  1996  U.S.  Disf.  LEXIS  17090  (N.D.  Cal  Oct.  29,  1996). 

"  947  F.  Supp.  1227  (N.D.  III.  Oct.  3,  1996). 

"  14  at  1417. 

li  at  1422.  
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Cardservice  IntemationaJ.  Inc.  v  McGee."  is  noteworthy  for  the  couns  grant  of 
attorney's  fees  awarded  on  the  basis  of  McGec's  acts  of  bad  faith.  Under  U.S.  law  attorneys  fees 
may  be  awarded  in  "exceptional  cases"  of  trademark  infringement.  See  15  U.S. C.  Section 
i  1 17(a).  Plaintiff  used  its  federally  registered  mark  CARDSERVICE  INTERN  AT10N.\L  for 
credit  and  debit  card  processing.  Defendant  McGee  had  unsuccessfiilly  sought  to  become  a 
representative  for  plaintiff;  without  plaintiffs  permission.  McGee  registered  the  domain  name 
"cardscrvice.com"  with  NSI. 

The  court  p>reviously  had  entered  a  preliminary  injunction  against  McGec  to  end  all  direct 
and  indirect  use  of  any  variation  of  "Cardservice"  on  the  Internet  and  to  delete  all  content  of 
"cardservice.com"  firom  the  Internet  site.  The  court  found  that  McGee  violated  that  iniunciion  by 
referring  to  Cardservice  International  at  his  Internet  site  under  a  different  domain  name  and 
intending  to  use  a  new  domain  site  of  "csimall.com"  (derived  as  an  abbreviation  of  plamtifl^s 
name  and  mark)  to  engage  in  "guerilla  warfare"  on  the  Internet  against  plaintiff. 

The  court  ruled  from  the  bench  that  a  permanent  injunction  should  be  granted  on  the  basis 
of  likelihood  of  confusion  under  the  Lanham  Act.  Further,  the  coun  found  that  the  bad  faith 
demoimraied  by  McGee  warranted  an  award  of  $59,691.25  in  attorneys  fees,  in  addition  to  the 
S3,66S  amount  previously  awarded  for  Plaintiffs  expenses  in  pursuing  a  show  cause  order. 

In  Planned  Parenthood  Federation  of  America.  Inc..  v.  Richard  Bucci.^  a  case  of 
intentional  deception,  the  defendant.  Bucci.  a  Catholic  Radio  host  and  active  participant  in  the 
anti-abortion  movement,  operated  an  Internet  site  with  the  domain  luune 

"plannedparenthood.com".  The  home  page  contained  the  greeting  "Welcome  to  the  PLANNED 
PARENTHOOD  HOME  PAGE",  which  greeting  was  followed  by  anti-abortion  propaganda. 

Plaintiff,  a  reproductive  health  care  organization,  also  operated  an  Internet  sue.  with  the 
domain  name  "ppfa.com."  The  court  enjoined  Bucci's  use  of  "plannedparenthood.com". 
reasoiung  that  use  of  the  domain  would  create  a  likelihood  of  confusion  with  the  Planned 
Parenthood  health  care  organization.  Search  engines  would  lead  Internet  users  looking  for 
Planned  Parenthood  to  the  defendant's  site  by  mistake  and  many  users  would  never  find  the  real 
Planned  Parenthood  site. 


U.S.  Disl  LEXIS  S52  (E.O  Va.  ian  16.  1997) 

97  Civ  0629. 42  U  S  P.Q  2d  (BNAi  1430.  1997  U.S.  Dist.  LEXIS  3338  (SONY  March  2-1. 
1997). 
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Finally,  in  Plavbov  Enters.  L.c.  v.  Cal\in  Designer  Label.''  the  district  court  enjoined 
defendants  Calvin  Designer  LabeP,  Caivin  Fuller,  and  Calvin  Merit  fix)m  use  of  the  donnain 
names  "playboyxxx.com"  and  "playmatelive.com",  as  well  as  the  use  of  the  name  "Playmate  Live 
Trademark"  and  the  use  of  "Get  it  all  hcre@Playboy",  incorporating  plaintiffs  federally 
registered  PLAYMATE  and  PLAYBOY  marks.  In  addition,  in  the  first  decision  on  the  issue,  the 
court  enjoined  the  use  of  PLAYBOY  "metatags",  i..e,  machine  readable  code  in  defendants'  web 
pages,  so  that  users  lising  keywords  PLAYMATE  and  PLAYBOY  to  search  the  Web  would 
access  defendants'  websites. 

2.         No  Obvious  Intent  to  Trade  Off  Trademark 

In  some  cases,  it  is  not  clear  whether  the  defendant  intended  to  trade  off  the  plaintiffs 
goodwill  in  adopting  a  domain  name  identical  to  an  established  mark. 

Comp  Examiner  Agency.  Inc..  v.  Juris.  Inc.."  in  which  the  court  found  that  the  domain 
name  "juris.com"  is  likely  to  infringe  the  federally  registered  trademark  JURIS,  is  an  example. 
Juris  offers  law  office  management  software  and  has  provided  goods  and  services  under  the 
JURIS  marie  since  1980.  In  1988,  Juris  obtained  a  federal  trademark  registration  of  JURIS,  under 
which  computer  programs  and  related  goods  and  services  are  sold.  In  June  1 995,  Juris' 
application  to  register  "juris.com"  as  a  domain  name  was  rejected  on  the  basis  of  Comp 
Examiner  Agency's  (TCE)  prior  registration  of  the  identical  domain  name  in  1993. 

Upon  Juris'  demand  that  TCE  cease  and  desist  from  using  the  juris.com  domain  and  web 
site  through  which  TCE  was  selling  law-related  services,  TCE  filed  a  declaratory  judgment 
action  and  sought  to  cancel  Juris'  trademark  registration  on  various  groimds.  Juris 
counterclaimed  and  later  moved  for  a  preliminary  injunction,  which  was  granted  on  the  basis  of 
likelihood  of  confusion.  The  court  issued  a  broad  injimction  (gainst  use  ofjuris.com. 
juriscom.com,  or  any  confusingly  similar  domain  name  or  mark  in  connection  with  TCE's 
activities. 

In  ActMedia.  Inc.  v.  Active  Media  Int'l.  Inc..^*  the  plaintiffowned  a  registration  of  the 
mark  ACTMEDIA  and  used  the  trade  name  for  a  number  of  years.  The  court  found  that  the 
defendant's  reservation  of  the  domain  name  "actmedia.com"  precluded  plaintiffs  from  reserving 
an  Internet  domain  name  incorporating  its  registered  mark  constituting  misappropriation,  false 
designation  of  origin,  and  dilution  of  the  distinctive  quality  of  plaintiffs'  mark  under  the  Illinois 
dilution  statute. 


' '  No.  C-97.3204  (N.D.  C«!.  SepL  8.  1 997). 

^^  Defendant  has  no  relationship  to  designer  Calvin  Klein  or  his  clothing  lines. 

"  No.  96-02l3-WMB(CTx)(C.D.  Cal.  April  26.  1996  and  cotrected  May  22,  1996). 

"  No.  96C  344S.  1996  WL  466S27  (N.D.  III.  July  17.  1996). 
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In  Gateway  2000  Inc.  v.  Gatewav.com.  Inc..-'  the  coun  denied  Gateway  2000  Inc   s 
motion  for  a  preliminary  injunction,  permitting  defendant  to  continue  use  of  the  domain  name 
■gateway .com."  The  defendant,  a  computer  consulting  business,  registered  the  domain  name  six 
years  prior  and  used  "gateway.com"  as  an  eleciromc  address  commencing  in  Ma>  1988.  PlainiitT 
began  its  company  in  1985  as  Gateway  2000  and  obtained  federal  trademark  registration  of 
GATEWAY  2000.  INC.  in  1993. 

Plaintiff  filed  suit  claiming,  inter  alia,  trademark  infringement  and  dilution.  Although  thtr 
court  found  plaintiff  appeared  to  own  a  famous  mark,  the  evidence  was  insufficient  to  establish 
that  plaintiffs  mark  was  famous  at  the  time  the  defendant's  use  began.  Further,  the  infringement 
claim  was  denied  as  plaintiff  failed  to  demonstrate  that  it  had  used  the  name  "Gateway"  as 
opposed  to  "Gateway  2000"  prior  to  defendant's  use  of  "gateway." 

In  Teltech  Customer  Care  Management  (California).  Inc.  v.  Tele- Tech  Company.  Inc  .•''' 
the  owner  of  the  registered  mark  TELETECH  obtained  a  preliminary  injunction  against 
defendant's  use  of  the  domain  name  "teletech.com".  The  court  noted  that  the  defendant  could 
have  used  the  domain  tuime  "tele-tech.com"  and  that  the  use  of  the  hyphen  (making  the  domain 
name  consistent  with  defendant's  Tele-Tech  trade  name)  would  distinguish  the  sites. 

3.  NSI  As  a  Defendant 

To  stave  off  a  domain  name  from  being  placed  on  hold,  the  domain  name  oxMier 
sometimes  will  add  NSI  as  a  defendant."    For  example,  in  Roadrunner  Computer  Systems.  Inc. 
V.  Network  Solutions.  Inc.."  Roadrtmner  Compiner  Systems  ("RCS")  sued  to  have  NSI  enjoined 
from  placing  its  domain  name  on  hold  because  of  a  trademark  challenge  nver  the  domain  name 
from  Warner  Bros. 

Warner  Bros,  obtained  a  federal  trademark  registration  for  ROAD  RUNNER  on  August 
9,  199S  and  sought  to  challenge  RCS's  use  of  the  domain  name  "roadrunner.com."  RCS  had 
offered  computer  services  on  the  Internet  using  the  "roadrunner.com"  domain  name  since  it  was 
issued  by  NSI  in  May  1994. 


1997  U.S.  DiiL  Lexb  2144  (E.D.N.C.  Feb.  6.  1997). 

No.  96-S3T7.  1997  U.S.  Di«.  LEXIS  9590  (CD.  C»l.  May  9.  1997) 

Two  early  cases  m  which  NSI  was  included  as  a  defendant  were  KnowledaeNet  v  Boone.  (N.D 
III.,  complaint  filed  Dec.  2.  1994)  and  Ffvt  Ekctmnics.  Inc  v.  Octave  Systems.  Inc..  No.  C9.S. 
CV-2S2S  CAL  (N.D  Cal.  complaint  filed  July  12.  1995)  They  also  were  the  first  cases  u>  include 
a  RICO  claiin  against  Che  defendants.  The  first  settled:  the  second  ended  in  a  defauh  judgment  in 
response  to  "obtmictionist  behavior'  by  Frenchy  Frys°  proprietor. 

No.  96^13-A  (ED.  Va.  dismissed  June  21.  1996) 
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RCS  claimed  it  had  not  been  infonned  of  the  NSl  Dispute  Policy  until  Warner  Bros, 
challenged  its  domain  name.  In  response  to  the  challenge  and  to  prevent  NSl  from  putting  its 
domain  name  on  hold,  RCS  obtained  a  defensive  trademark  registration  of  ROADRUNNER 
from  Tunisia.  However,  NSl  did  not  accept  the  Tunisian  registration  because  RCS  did  not 
submit  it  within  the  30-day  period.  NSl  counterclaimed.  suting  the  Domain  Name  Policy  was 
not  subject  to  court  review. 

The  Rn^itlrvpner  case  was  dismissed  by  the  court  on  June  2 1 ,  1996.  The  court  held  that 
the  original  dispute  no  longer  existed  between  NSl  and  RCS  because  Warner  Brothers  agreed  to 
obtain  another  domain  name,  "Road_Runner.com." 

Since  the  Roadrunner  lawsuit,  there  have  been  several  other  cases  in  which  NSl  has  been 
sued  by  domain  name  holders  requesting  their  domain  name  not  be  terminated  by  NSl,  and 
challenging  NSI's  dispute  policy.  In  each,  the  domain  holder  has  denied  that  its  activities 
constitute  trademark  infringement. 

In  Data  Concepts.  Inc.  v.  Diptal  Consulting.  Inc..^*  Data  Concepts  sought  a  temporary 
restraining  order  and  injimction  to  prohibit  NSl  from  removing  "dci.com"  from  the  registry, 
despite  Data  Concepts'  use  since  1993,  because  Digital  Consulting  owned  the  federally  registered 
trademark  "DCI."  NSl  agreed  to  allow  Data  Concepts  to  keep  its  domain  name,  if  indemnified. 
On  May  24,  1996,  the  parties  agreed  that  NSl  would  not  stop  Data  Concepts'  use  of  the  "dci.com" 
domain  name  until  the  court  entered  an  order  to  that  effect.  Data  Concepts  then  dropped  NSl  as  a 
party  to  the  suit. 

This  case  is  particularly  important  in  terms  of  considering  the  efficacy  of  and  difficulties 
inherent  in  domain  name  dispute  policy.  Here  the  domain  holder  apparently  had  superior 
common  law  (unregistered)  trademark  rights,  yet  was  subject  to  loss  of  its  established  domain 
name  based  on  a  challenge  from  the  holder  of  a  trademark  registration  certificate. 

On  May  30,  1996,  Philip  L.  Giacalone,  ovmer  of  the  "ty.com"  domain  name,  filed  a 
lawsuit  against  NSl  and  Ty ,  Inc.,  a  manufacturer  and  distributor  of  stuffed  animals.'"    Giacalone 
used  the  domain  name,  named  after  his  son,  for  advertising  his  computer  consulting  business. 
Ty,  Inc.  owns  the  federal  trademark  registration  of  TY,  which  appears  in  a  red  heart  design.  Ty 
Inc.  first  offered  to  purchase  Giacalone's  domain  name.  After  Giacalone  rejected  the  offer,  Ty, 
Inc.  sent  a  cease  and  desist  lener  to  Giacalone  and  a  letter  to  NSl  invoking  its  rights  under  the 
policy.  Giacalone  moved  for  a  temporary  restraining  order  and  preliminary  injunction  against 
both  Ty  and  NSl  based  on  his  belief  that  NSl  would  be  suspending  his  domain  name  and  Ty 
would  be  filing  a  lawsuit. 


-'  No.  96-CV^29  (M.D.  Tenn.,  May  8.  1996). 

"  Giacalone  v.  Network  Solutions.  Inc..  No.  96-CIV-20434  (N.D.  Cal). 
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In  addition  to  the  usual  causes  of  action.  Giacalone  asserted  "trademark  misuse. "  alleging 
that  Ty,  Inc.  was  unlawfully  attempting  to  extend  the  scope  of  its  trademark  registration  to  areas 
where  it  has  no  legal  right  to  protection.  A  temporary  restraining  order  was  granted  on  June  .V 
1996  and  a  preliminary  injunction  was  granted  on  June  13.  1996.  The  case  was  senled  when 
Giacalone  agreed  to  transfer  the  domain  name  to  Ty.  Inc.  for  an  undisclosed  amount 

In  ri..f  rnmnutino  Inc  v  Network  Solutions.  Inc.."'  a  state  coun  case.  Hasbro  objected 
to  Clue  Computing's  domain  name  "clue.com"  after  it  had  been  in  use  for  t\^o  years.  NSl 
planned  to  take  away  Clue  Computing's  domain  name  which,  according  to  its  owner.  %\ould  put 
him  out  of  business  because  80%  of  his  business  was  on  the  Internet.  On  June  25.  1996.  for  the 
first  time,  NSI  was  enjoined  from  making  any  change  to  the  use  and  registration  of  a  domain 
name  until  peimined  to  do  so  upon  order  from  the  coun. 

NSI  filed  an  interpleader  complaint  in  Colorado  federal  court  naming  Clue  and  Hasbro, 
which  was  dismissed  on  two  grounds.  Network  Solutions.  Inc.  v.  Clue  Computing,  tnp..  946  F. 
Supp.  858  (D.  Colo.  1996).  First  because  the  state  coun  had  issued  an  injunction  preventing 
NSI  from  suspending  the  "clue.com"  domain  name,  NSI  did  not  have  the  right  to  deposit  the 
domain  name  with  the  coun  for  judgment.  Second,  and  perhaps  more  significantly,  the  coun 
found  that  NSI  could  not  assert  it  was  an  "innocent  stakeholder"  in  the  typical  interpleader 
situation,  but  rather  was  an  interested  party  to  a  breach  of  contract  proceeding. 

In  Lockheed  Manin  Coro.  v.  Ni-twnrk  Solutions.  Inc..-'  the  owner  of  the  service  mark 
SKUNK  WORKS,  sued  NSI  allegmg  contributory  service  mark  infringemenu  unfair 
competition,  and  dilution  because  NSI  had  registered  domam  names  such  as  "skunkworks.com." 
"skunkworks.nei."  and  "skunkwrks.com."  NSI  filed  a  motion  to  partially  dismiss  the  claims  for 
failure  to  join  indispensable  parties,  thereby  subjecting  it  to  potentially  inconsistent  verdicts.  The 
court  denied  the  motion  since  NSI  could  resolve  any  inconsistent  verdicts  through  impleader. 

B.         Disputes  Outside  the  U.S.  Over  Domain  Names 

Outside  the  U.S..  there  have  been  reported  decisions  in  domain  name  cases  in  Germany. 
the  U.K.  and  the  Netherlands. 

In  Gennany.  the  Court  of  Landgericht  Mannheim  held  that  the  private  registration  of  the 
domain  name  "heidelberg.de"  infringed  on  the  City  of  Heidelberg's  nghts  to  its  ovm  name.  '" 


No  96  CV  694.  Div.  5  (Colo  Boulder  County  Dist.  Cl..  June  25.  1996V 

Lockheed  M»nm  Core  v  Network  Soluiions.  Inc  .  Cise  No  CV  96-7438.  43  U.S.P.0.2d  (BNAl 
1056.  1997  U.S.  Dm.  LEXIS  10314  (CD.  C«l  filed  March  19.  19971 

Decision  of  March  8.  1996.  7  0  60/96.  Computer  und  Rechl.  1996  at  353 
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In  a  case  >*iiich  bears  a  resemblance  to  the  above  mentioned  "cybersquaner"  Tc;ppgn  case. 
the  U  K.  High  Court  recenUy  ordered  a  Michael  Lawrie  to  hand  over  the  domain  name 
"harrods  com"  to  the  famous  London  department  store.  The  High  Court  held  that  the  registenng  ot 
this  domain  name,  along  with  50  other  names  corresponding  to  well-known  companies,  constimtcd 
infringement  of  Hanods"  registered  trademarks  as  well  as  passing  off.  ' 

Such  trademark  infringement  was  not  found  in  two  domain  name  cases  in  the  Netherlands 
brought  before  the  President  of  the  Amsterdam  Court  in  1996.  In  the  first  case,  a  German 
Internet  provider  claimed  that  the  use  of  the  domain  name  "XXLINK.nl"  infringed  on  its  Benelux 
trademark  XLINK.  This  claim  was  rejected  because  of  the  lack  of  similarity  of  the  services 
offered  by  both  companies.^' 

The  second  Dutch  case  was  initiated  by  the  owner  of  the  Benelux  trademark  "Ouders  van 
nu"  who  opposed  the  use  of  the  domain  name  "ouders.nl."  This  claim  was  also  rejected  by  the 
President  of  the  Amsterdam  court  wijo  concluded  that  in  view  of  the  descriptive  nature  of  the 
Dutch  word  "ouders"  (which  means  "parents"),  no  infringement  could  be  found." 

In  a  third  Ehitch  case,  Flevonet,  decided  by  the  Cantonal  Judge  Lelystad  on  June  3.  1996. 
two  persons  who  announced  the  beginning  of  a  new  business  offering  certain  Internet  services  in 
September  1995  under  the  trade  name  FLEVONET  opposed  the  use  of  the  domain  name 
"flevonetnl "  by  a  third  party  which  domain  name  was  registered  in  January  1 996  with  Centrum 
voor  Wiskundige  Infonnatie  (CWI),  the  former  institute  responsible  for  registration  of  ".nl" 
domain  names.  On  the  basis  of  the  Trade  Names  Act  the  Cantonal  Judge  enjoined  the  use  of  the 
domain  name  "flevonet.nl"  because  there  was  likelihood  of  confusion  with  the  pnor  trade  name. 

In  another  Dutch  case,  decided  by  the  President  of  the  District  Court  at  Amsterdam  on 
May  15, 1997,  investment  advisor  IMG  HoUandN.V.  ("IMG")  was  enjoined  from  using  the 
names  of  four  banks  and  two  insurance  companies  in  its  domain  names."  The  domain  names 
registered  by  IMG  with  NSI  in  the  ".com"  TLD"gave  access  to  IMG's  website  on  which 


Reponed  by  Newsbyies  News  Network  on  January  8.  1997. 

President  of  the  Amsterdam  Court.  August  29.  1 996  (Unpublished). 

President  of  the  Amsterdam  Court,  September  20,  1996  (Unpublished). 

The  case  is  cited  as;  President  District  Court  Amsterdam.  1 5  May  1997.  Rechtspraak  van  de  Week 
1997.  nr.  193.  l-abouchere  et  al.  v.  IMG  Holland. 

This  case  was  reported  to  the  Subcommittee  by  Charles  Gielen  with  Nauta  Dutilh  in  Amsterdam. 

The  domain  names  involved  were;  labouchete.com;  banklabouchere.com;  snsbank.com; 
sualbankiers.com;  dehalloyd.com;  ohra.com;  and  vsbbank.com.  The  words  Ubouchere. 
banklabouchere,  snsbank.  staalbankiers  and  vsb  are  all  trade  names  and/or  service  marks  for  the 
banks:  the  words  dehalloyd  and  ohra  are  servicemarks  for  the  insurance  companies. 
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information  was  given  concerning  the  ^ictivities  of  the  bank  or  insurance  company  to  which  the 
domain  name  refeired.  IMG's  website  indicated  that  the  information  regardmg  the  compan>  was 
originating  from  IMG.  Nonetheless,  the  President  found  that  consumers  would  believe  that  the 
information  originated  from  the  banks  and  insurance  companies  themselves  and  also  that  use  of 
these  domain  luunes  prevented  the  companies  from  initiating  websites  themsel\  es  under  these 
names.  The  President  also  rejected  IMG's  argument  that  the  plaintiffs  always  could  use  a 
different  TLD,  since  the  evidence  showed  that  ".com"  is  the  most  usual  indication  for 
international  commercial  use. 

In  a  French  case,  Atlantel,  an  audiovisual  company,  invoked  its  company  name  and 
trademark  ATLANTEL  to  oppose  the  Icare's  registration  of  the  domain  name  "atlantel.com."  In 
a  summary  judgement  dated  July  22,  1996,  the  Tribunal  de  Grande  Instance  de  Bordeaux 
enjomed  Icare  from  further  use  of  the  Atlantel  mark  and  ordered  that  the  "atlantel.com'  domain 
name  be  withdrawn.'* 

C         Jurisdiction 

As  is  true  of  trademark  law,  there  is  no  international  law  of  jurisdiction.  In  the  context  of 
the  convergence  of  trademarks  and  domain  names  in  cyberspace,  questions  arise  as  to  where 
jurisdiction  is  proper  should  litigation  ensue. 

In  Panavision  Int'l  v.  Toeppen."  Mr.  Toeppen.  an  Illinois  resident,  had  registered 
"Panavision.com"  and  informed  Panavision.  a  California  coiporation.  that  he  would  discontinue 
use  of  the  domain  name  for  SI  3,000.  In  reviewing  the  three-prong  test  for  specific  jurisdiction, 
the  California  court  found  personal  jurisdiction  existed  by  emphasizing  Toeppen's  conduct  of 
allegedly  conunitting  a  ton  against  California.  Interestingly,  the  court  felt  obligated  to  slate  that 
it  was  not  holding  that  Toeppen  was  'doing  business'  on  the  Internet,  but  rather  that  jurisdiction 
was  based  on  Toeppen's  conducting  a  scam  against  California. 

In  Zippo  Manufacturing  Company  v.  Zippo  Dot  Com.  Inc.."  plaintiff,  owner  of  the  mark 
ZIPPO  for  lighters,  filed  a  complaint  alleging  violations  of  the  Lanham  Act  and  state  dilution 
claims  against  defendant's  Internet  news  service  providers  and  owner  of  the  domain  names 
"zippo. com."  "zippo.net"  and  "zipponews.com." 

Defendant  sought  to  dismiss  for  lack  of  personal  jurisdiction  and  improper  venue.  The 
court  noted  that  defendant  contracted  with  3.000  individuals  who  subscribed  to  the  news  ser>'ice 
and  entered  into  agreements  with  several  Internet  access  service  providers  in  Pennsylvania  (two 


]« 


j- 


Gizene  du  Plaii.  December  1 1-12.  I9»6.  p.  9 
938  F .  Supp  6 1 6  (CD.  Cal.  1 996) 
9S2  F.  Supp.  1 1 19  (WD.  Pa  1997) 
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of  which  in  the  court's  district).  The  court  found  jurisdiction  existed  as  defendant  processed 
Pennsylvania  resident  applications  and  assigned  them  passwords  to  use  the  service.  The  fact  that 
only  a  small  percentage  of  clients  were  located  in  Pennsylvania  was  irrelevant.  For  the  above 
reasons,  the  court  also  found  venue  proper. 

In  Hearst  Corp.  v.  Ari  Goldberger."  personal  jurisdiction  over  a  defendant  who 
maintained  a  site  in  another  state  was  at  issue.  The  owner  and  publisher  of  ESQUIRE  magazine 
brought  a  trademark  infringement  action  against  a  New  Jersey  defendant  operating  an  Internet 
site  at  the  "esqwire.com"  domain  advertising  law-related  services.  The  court  held  that  out-of- 
state  creation  of  an  Internet  web  site  accessible  in  New  York,  standing  alone,  would  not  support 
personal  jurisdiction. 

V.         Domun  Name  System  Models:  Current  and  Proposed 

In  order  to  better  evaluate  solutions  to  the  problems  faced  by  trademark  and  domain  name 
owners,  the  following  provides  a  summary  of  several  (but  not  all)  new  domain  name  proposals 
by  various  individuals  and  organizations  interested  in  the  issues.  A  review  of  the  current  model 
is  also  presented  for  purposes  of  comparison. 

Additionally,  in  the  July  2,  1997  Federal  Register,  the  U.S.  Department  of  Commerce 
requested  comments  on  the  registration  and  administration  of  internet  domain  names,  by  August 
20,  1997.  Over  400  comments  were  submitted,  which  may  be  accessed  from  NTLA's  home  page 
at:  http://www.ntia.doc.gov/  and  then  clicking  on  "Internet  Domain  Names  Proceeding". '^ 
INTA's  comments  may  be  located  at  Appendix  III  to  this  paper  and  on  the  INTA  website 
(http://'www.iruaorg).  The  U.S.  government  presumably  is  in  the  process  of  analyzing  and 
evaluating  these  comments. 


'  %  Civ.  3620.  1997  U.S.  LEXIS  2065  (S.D.N.Y.  Febnury  26.  1997). 

'°  For  one-step  Kcess,  type  in:  hllp.//wwwj|lia.<>oc.gDv/ntiahOfne/doin>iniiaine/domaiiiname.hlinl. 

22 


51 


A.  Current  InterMC  Model 

1.  Background 

The  current  Internet  domain  name  system  was  esublished  in  the  1980's  with  the  intention 
of  supporting  alphanumeric  names  that  would  be  easy-to-remember  alternatives  to  numenc 
Internet  protocols.  A  set  of  "top-level  domain  names"  (TLDs)  was  created  by  IAN  A  which 
includes  .com  (for  commercial),  .edu  (for  educational),  .net  (for  computers  of  network  pro\  iders. 
although  other  commercial  entities  have  registered  under  this  TLD).  org  (miscellaneous 
organizations),  .gov  (now  only  agencies  of  the  U.S.  government),  .mil  (U.S.  military ).  and  .ini 
(for  organizations  established  by  international  treaties),  and  the  two  letter  country  codes  trom 
ISO-3 166  (e.g..  .ir  for  France;  .jp  for  Japan).  Registration  in  .com,  .net.  and  .org  is  available  to 
anyone  in  the  world.  The  .us  domain  is  rarely  sought. 

Inter  NIC  currently  is  the  central  Internet  Registry  (IR)  for  .com.  .edu.  .org.  .net.  and  .go\ . 
InterNIC  administers  the  North  America  region,  and  all  the  as  yet  tmdelegated  regions    The 
Reseaux  IPEuropeans  Network  Coordination  Centre  (RIPE  NCC)  is  the  regional  registry  for 
Europe,  and  the  Asia  Pacific  Network  Information  Center  (APNIC)  is  the  regional  registry  for  the 
Asia-Pacific  region. 

In  the  coimtry  TLDs.  there  is  a  wide  variation  in  structure.  For  example,  in  some  country 
domains,  the  second  levels  are  generic  categories  (such  as.  .ac.  .co.  .go.  and  .re),  while  in  others 
they  are  based  on  political  geography,  and  in  still  others,  organization  names  are  listed  directl> 
under  the  country  code. 

2.  Issues 

The  negatives  of  the  current  system  have  already  been  outlined  elsewhere  in  this  paper. 
In  summary,  the  use  of  vanity  names,  the  dependence  on  one  central  registry  (NSl)  for  the 
popular  .com  TLD  which  had  drafted  its  own  dispute  policy,  and  the  sometimes  limited 
opportunity  to  register  as  a  domain  name  one's  own  trademark  or  trade  name  has  caused  harm  to 
the  rights  of  a  number  of  intellectual  property  owners. 

B.  International  Ad  Hoc  Committee  flAHC)  Proposal" 

1.  Background 

On  February  4.  1997.  a  plan  was  released  by  the  International  Ad  Hoc  Committee 
(lAHC).  formed  under  the  auspices  of  the  Internet  Assigned  Number  Authority  (lANA)  in 
response  to  issues  that  arose  from  a  draft  proposal  put  forward  by  Jon  Postel.  INTA.  ISOC. 
Internet  Architecture  Board  (lAB).  lANA.  WIPO  and  the  International  Telecommunications 


This  plan  can  be  found  at  http'/www.gtld-mou.org 
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Union  (ITU)  were  represented  on  the  lAHC.  INT  A  signed  the  gTLD-MoU  Memorandum  of 
Understanding  implementing  the  lAHC  plan  because  it  is  a  sound  blueprint  which  allows  Internet 
registrants  the  opportunity  for  self-govemance.  INTA  was  instrumental  in  limiting  the  number  of 
new  TLDs  proposed  by  the  lAHC  to  seven.  Several  lAHC  participants  urged  the  creation  of  an 
unlimited  number  of  gTLDs,  a  concept  which  INTA  found  unacceptable. 

The  lAHC  plan  calls  for  an  increase  from  the  current  three  generic  Top  Level  Domains 
(gTLDs),  i.e.,  .com,  .org,  and  .net,  to  a  new  total  often  (10).*^  The  seven  new  gTLDs  will  be: 
.firm;  .store;  .web;  .arts;  .rec;  .info;  .nom. 

There  are  no  changes  to  .com  registrations.  All  gTLDs  will  ultimately  be  shared  among 
all  registries.  New  registries  will  be  dispersed  throughout  the  regions  of  the  globe.  The  gTLD 
Registrar  Application  Period  is  open  from  July  18  until  October  16,  1997. 

All  applications  for  SLEte  in  the  gTLDs  will  be  published  on  a  publicly  available, 
publicized  website,  immediately  upon  receipt  by  the  registrar.  Such  publication  entries  should 
enable  Hademark  owners  to  monitor  for  infringements  and  will  include: 

Name  of  the  SLD; 

Contact  and  use  information  contained  in  the  application; 

A  permanent  tag  or  label  indicating  wiiether  the  applicant  chose  the 
option  of  waiting  60  days  prior  to  assigtunent  of  the  requested  SLD 
or  chose  to  forego  the  60  day  wait; 

Entry  validation  using  accepted  digital  signature  and  timestamping 
techniques.*' 

Also,  the  applicant  will  agree  to  jurisdiction  by  completing  the  domain  name  application. 

Each  application  for  a  domain  name  under  a  shared  gTLD  will  contain  a  clause  whereby 
the  ^plicant  agrees: 

To  participate  in  on-line  mediation  under  the  mediation  rules  of  the 
Arbitration  and  Mediation  Center  of  the  World  Intellectual 


*^  A  generic  TLD  is  >  term  newly  coined  to  more  Kcufstely  reflect  the  characteristics  of  these 

domains  u  opposed  to  the  only  mie  international  Top  Level  Domain  (iTLD),  .int,  for  use  by 
organizations  that  answer  to  multiple  national  governments,  such  as  UN  Treaty  Organizations. 


These  can  be  found  at  hRp://www.gtld-mou.org. 
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Property  Association  (Geneva),  if  such  mediation  is  initiated  by  a 
right  holder  who  wishes  to  challenge  the  domain  name  applicant's 
right  to  hold  and  use  the  second  level  domain  name. 

To  participate  in  binding  expedited  arbitration  imder  the 
corresponding  rules  of  the  WIPO  Arbitration  and  Mediation 
Center,  if  such  arbitration  is  initiated  by  a  right  holder  who  \^ishes 
to  challenge  the  domain  name  qjplicant's  right  to  hold  and  use  the 
second  level  domain  name.** 

No  new  procedures  for  on-line  mediation  and  expedited  on-line  arbitration  will  be  conducted 
pursiumt  to  the  existing  WIPO  Mediation  Rules  and  WIPO  Expedited  Arbitration  Rules. 

In  addition,  the  lAHC  Plan  includes  a  novel  proposal  for  "admitiistrative  challenge 
panels"  (ACPs)  approach  to  marks  which  are  deemed  to  be  "internationally  known". 

ACPs  procedures  will  be  conducted  pursuant  to  the  WIPO  Rules  for  Administrative 
Challenge  Panel  Procedures  Concerning  Internet  Domain  Names,  which  are  under  preparation  bN 
WIPO.''  In  response  to  concerns  from  the  Internet  cooununity  regarding  the  ACPs.  UlPO  has 
issued  an  electronic  "open  letter"  to  solicit  comments  on  the  ACPs  guidelines. **  Nothing  in  the 
lAHC  plan  prohibits  a  plainuff  from  utilizing  natiotial  courts. 

The  interim  Policy  Oversight  Conuninee  (iPOC)  is  the  successor  to  the  lAHC.  The 
mission  of  iPOC  is  to  oversee  the  implementation  of  the  lAHC  plan.  It  is  expected  that  the  plan 
will  be  frilly  activated  in  January  1998.  One  hundred  fifty  (ISO)  entities  have  signed  the 
Memorandum  of  Understanding  (MoU).  Those  wishing  to  signal  their  support  for  the  lAHC  can 
do  so  by  signing  the  MoU."  For  information  and  the  form,  please  see:  htip://www.3.itu.int/net- 
itex/gtld-mou/signat.html. 

Following  its  meeting  in  Geneva  on  September  1-2.  1997.  iPOC  has  indicated  that  it  will 
solicit  bids  for  a  computer-services  company  to  create  and  run  a  single  worldwide  repositor>  of 
Internet  addresses.  It  is  expected  that  the  bid  period  will  be  September  26  -  October  3.  1997. 
Also  at  this  meeting,  the  proposed  on-line  dispute  resolution  procedures  ~  specifically  for  the 
administrative  challenge  panels  -  were  discussed,  and  are  expected  to  be  discussed  for  some 
time  yet,  with  WIPO  to  continue  soliciting  comments.  iPOC  also  is  requesting  conunents  on  the 


"  This  can  be  found  u  hcip7/www.gtld-inou.ar(. 

*'  Forihe  current  drmft.  see  hap://www.wipo.mt. 

*'  This  letter  nuy  be  located  at:  hltp://www.wipo.or|/eng/intemet/domaifivopenlet.htm1 

'  For  informuion  and  the  form,  please  sec:  hiip:/'www3.mi.invnel-itwgtld-imNi/signai.hlinl. 
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constituenc>'  in  the  Policy  Oversight  Committee  as  well  as  a  review  of  the  proposed  seven  (7) 
new  TLDs,  through  October  13,  1997." 

2.  Issues 

It  remains  to  be  seen  whether  the  addition  of  more  gTLDs  will  result  in  a  significantly 
increased  policing  burden  for  trademark  owners  and  whether  any  such  additional  burden  is  off- 
set by  the  existence  of  the  on-line  administrative  domain  name  challenge  mechanism  or  the  other 
protections  built  into  the  application  process  (such  as  the  requirement  of  detailed  contact 
infoTmation,  appointment  of  agent  of  service  of  process  and  submission  to  jurisdiction). 

C         NSI's  New  Plan 

1.  Background 

On  April  17,  1997,  NSI  released  a  paper  outlining  its  opposition  to  the  lAHC  plan.  In 
particular,  NSI  alleges  the  following  problems  with  the  lAHC  proposal: 

•  It  does  not  provide  the  incentive  for  TLD  registrars  to 
invest  in  improved  services. 

•  Risks  the  fragile  stability  of  the  Internet. 

•  Too  bureaucratic. 

•  Too  narrow  and  does  not  address  the  total  situation. 

•  Dispute  resolution  mechanisms  appear  unworkable  and  will 
lead  to  increased  conflicts.*' 

To  counter  lAHC,  NSI  proposes: 

•  Limited  regulation. 

•  Limited  bureaucracy. 

•  An  unlimited  number  of  gTLDs. 


For  more  infoimation.  see  http://www.iiita.org  I . 
hRp://www.netsol.com/papers/inteniet.htinl. 
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Establishment  of  legal  sponsorship,  including  a  rwo-year 
interim  period  in  which  the  U.S.  government  would  iissume 
control  over  the  Internet.'" 


Issues 


NSI's  plan  for  the  participation  of  the  U.S.  government  would  unnecessanl\  invoKe  a 
national  government,  and  contrary  to  the  wishes  of  both  the  trademark  and  engineering 
communities,  stifle  industry  self-regulation.  In  addition,  an  unlimited  number  of  gTLDs  poses 
policing  problems  for  trademark  owners,  requiring  them  to  spend  infinite  hours  monitonng 
infinite  gTLDs  for  infiinging  use  of  their  marks. 

NSI  has  publicly  acknowledged,  however,  that  it  would  be  willing  to  participate  in  the 
shared  TLDs  if  it  is  in  the  best  interest  of  the  Internet." 

D.        Additional  Proposals 

The  following  section  gives  brief  descriptions  of  additional  proposals  which  have  been  offered 
by  interested  parties. 

1.  The  Postcl  Plan 

The  Postel  Plan  (Plan)  is  a  working  document  of  the  Internet  Engineering  Task  Force 
(IETF).  The  Plan  is  predicated  on  the  need  for  open  competition  in  the  awarding  of  domain 
names,  and  seeks  to  create  a  "legal  and  financial  umbrella"  for  IAN  A.  The  formation  of  up  to  50 
global  registries  that  would  create  up  to  ISO  new  international  top  level  domains  (iTLDs)  was 
proposed.  According  to  the  proposal,  the  system  would  be  hinded  by  the  payment  of  chaner  fees 
paid  by  the  new  registries,  and  the  fees  would  be  managed  by  ISOC. 

The  registration  database  that  would  result  from  the  creation  of  these  multiple  iTLDs 
would  be  deemed  to  be  public  information  and  would  be  publicly  available.  Further,  each 
registry  would  be  required  to  provide  "who  is"  look-up  capability  to  permit  searching  of  the 
database. 

The  availability  of  data  remains  of  concern  to  INTA  members.  Creating  multiple  iTLDs 
may  result  in  more  problems  for  the  owners  of  trademarks.  In  the  first  year,  it  would  be  possible 
for  those  intent  on  misappropriating  trademarks  to  register  the  trademarks  of  others  in  up  to  50 
different  iTLDs.  potentially  imposing  an  enormous  policing  burden  on  the  trademark  owner. 
However,  some  argue  that  creating  so  many  new  names  may  actually  reduce  the  trademark 


htlp:/'www  neuol.com/papeivinlernet.himl. 

July  30.  1997  Forum  on  Internet  Domain  Names.  Washington.  D.C. 
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policing  binden  in  that  consumers  wil!  come  to  view  domun  names  as  mere  addresses  (their 
essential  and  original  purpose)  rather  than  symbols  of  goodwill.  The  concept  of  competition  in 
the  Domain  Name  System  is  favorably  compared  by  proponents  to  the  telephone  industry,  and 
diversity  in  the  top  level  domain  space  is  believed  likely  to  improve  service.  The  registration 
database  that  would  result  fiom  the  creation  of  these  multiple  iTLDs  would  be  deemed  to  be 
public  information  and  wotild  be  publicly  available. 

2.  ■       Random  Nnmbcn  with  Dircctoiy 

Another  approach  proposed  is  the  use  of  random  numbers  to  function  as  address  locators 
for  Internet  sites.  !n  a  random  number  scenario,  the  Internet  user  either  has  to  already  know  the 
address  (e.g.,  through  a  business  card,  ad,  letterhead,  etc.)  or  requires  a  facility  to  conduct  an 
online  "look-up"  of  the  address. 

This  solution  perhaps  comes  closest  to  minimizing  trademark  issues,  while  at  the  same 
time  eliminating  registry  involvement.  On  the  other  hand,  there  is  already  considerable 
investment  in  existing,  registered  second  level  domain  names.  This,  coupled  with  what  ^pcars 
to  be  a  continued  interest  by  the  commercial  community  in  such  "vanity"  domains  for  marketing 
purposes,  makes  it  unlikely  that  a  pure  random  number  or  alphanumeric  system  would  be 
implemented. 

3.  Random  Nnmbcn  and  Vanity  Names 

David  Maher  and  Robert  Frank*^  have  ofifered  a  plan  that  is  considered  a  hybrid  system, 
because  it  combines  features  of  the  present  NSI  policy  of  personalized  or  "vanity"  domain  names, 
coupled  with  a  system  of  assigning  random  domain  names.  An  important  aspect  of  the 
Maher/Frank  plan  involves  the  advertisement  of  the  proposed  vanity  name,  in  a  manner  similar  to 
many  governments'  trademark  registration  processes  that  require  publication,  and  a  period  for 
opposition  to  proposed  names. 

The  ability  to  register  "vanity"  names,  although  at  a  greatly  increased  cost,  will  be 
attractive  to  trademark  owners,  while  tiademaric  owners  do  not  have  to  be  concerned  with 
multiple  registries  issuing  their  trademarii  to  third  parties. 

4.  The  Rutliowilu  Proposal  for  the  Establishment  of  a 
New  Administrative  Infnutnictnre 


*'  Both  proponents  are  CNTA  members:  Mr.  Maher  serves  on  iPOC. 
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A  proposal  for  an  evolutionary  change  in  Internet  administration  has  been  put  fonh  by 
Tony  Rutkowski.  fonnerlv  Executive  Director  of  the  Internet  Societ>  ( 1994-95).     Mr. 
Rutkowski  seeks  to  join  stockholders  and  experts  together  in  a  non-profit,   narrowly-tailored 
international  InerNIC  comminee"  which  is  incorporated  in  a  "neutral,  low  litigation  venue 
(specifically  Switzerland).  While  he  docs  not  address  an  immediate  remedy  tor  the  domain 
name  problem  in  his  proposal.  Mr.  Rutkowski  does  state  that  "the  legal  and  legal  process  issues 
are  so  dominant  that  an  entire  specialized  permanent  subcomminee  would  seem  likely. 

This  proposal  focuses  on  a  new  governance  structure  for  the  Internet.  It  is  neither  the 
purpose  of  this  paper  nor  the  intention  of  INT  A  to  endorse  any  proposal  for  a  governance 
overhaul.  Moreover,  whether  it  is  desirable  to  have  Swiss  law  and  courts  govern  these  emerging 
issues  is  an  open  question. 

5.  The  Intenutional  Clauification  System 

At  various  times  in  the  domain  name  debate,  it  has  been  suggested  that  lANA  adopt  the 
International  (Nice)  Trademark  Classification  System  to  diflferentiate  domain  names  m  different 
industries.  Thus,  a  domam  name  of  acme.05.com  can  be  differentiated  from  acme.36.com. 

However  within  a  class,  several  identical  trademark  registrations  can  currently  co-exist. 
For  example,  "acme"  for  pesUcides  can  co-exist  with  "acme"  for  baby  food  and  "acme"  for 
phairoaceuticals.  and  all  would  be  classified  in  International  Class  5.  In  addiuon,  identical 
common  law  marks  may  also  exist  in  a  general  classification.  Since  the  Internet  is  global,  this 
scenario  then  gets  repeated  in  multiple  countries.  Thus,  it  is  impossible  for  classes  to  tnily 
differentiate  global  domain  names. 

6.  Geographic  IdentiTien 

Geographic  identifiers  have  been  proposed  at  various  times  as  a  solution  to  the  domain 
name  problem.  A  stnicture  based  on  political  geography  already  exists  under  the  .us  TLD 

The  problem  is  nicely  summed  up:  "The  necessary  granularity  to  deal  with  all  possible 
trademarks  and  homonyms  in  domain  name  space  would  lead  to  names  that  essentially  resemble 
postal  addresses  such  s  "www.mcdonald.apt23.54thstieet.nyc.ny.us.-  Companies  with  multiple 
locations  would  have  no  interest  in  being  pinned  down  to  one.  Portability  would  be  an  issue  as 
well. 


13 


Anthonv  Michael  Rutkowski.  -Towird  ■  Stible.  Effective.  Globil  Admmiitiilive  Infrastnictufe 
for  lnteniei.lniiwietsWWW  and  Agents  "  PreMtited  it  conference  on  CoordinMion  and 
Adminismtion  of  the  Inteniel.  USA  Inftiomon  and  Governance  Panel  (Cambndge.  MA;  Sepl 
10.  1996)    S*e  hltp:"www.agenl  ofg/pub/iip-amr.html. 
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SIC  Codes 


Another  of  the  alternative  addressing  schemes  that  has  been  proposed  is  the  use  of 
Standard  Industrial  Classification  (SIC)  codes  to  identify  the  specific  nature  of  the  domain  name 
owner's  products  or  services.  SIC  codes  is  a  numbering  system  used  by  the  U.S.  government 
consisting  of  four-digit  designations  used  to  classify  businesses  by  the  type  of  activity  in  which 
they  are  engaged.  The  proposals  that  involve  use  of  SIC  codes  would  permit  the  same  domain 
name  to  be  used  by  different  companies  engaged  in  non-competitive  activities. 

The  use  of  SIC  codes  seems  of  limited  value  in  resolving  trademark  issues  surrounding 
domain  names.  The  reason  is  that  SIC  codes  are  not  intended  for  this  purpose.  Further,  users  of 
the  Internet  do  not  know  SIC  codes,  nor  could  they,  since  there  is  the  potential  for  up  to  9000 
codes,  based  on  the  current  SIC  numbering  system.  Also,  it  is  not  clear  whether  and  to  what 
extent  the  use  of  SIC  codes  is  followed  outside  of  the  U.S.  There  is  bttle  apparent  benefit  for 
domain  name  owners. 

VI.      The  INTA  Proposal  for  New  Domain  Name  Dispute  Resolution 

The  INTA  Internet  Subcommittee  (the  "Subcommittee")  reviewed  current  policies  and 
procedures  related  to  the  registration  of  domain  names  and  InterNIC/NSI  policy  for  domain  name 
dispute  resolution  with  the  goal  of  proposing  amended  or  alternative  policy  and  procedure.  A 
copy  of  INTA's  proposal  is  attached  here  as  Appendix  III. 

The  Subcommittee  recognized  that  in  making  any  proposal  for  a  workable  domain  name 
policy,  a  number  of  interests  had  to  be  considered.  At  the  threshold  is  the  issue  that  the  Intemet 
was  not  created  solely  for  commercial  enterprise  and  that  domain  names  should  not  be  the 
exclusive  province  of  trademaric  owners.  Thus,  those  with  legitimate  non-trademark  interests  in 
second  level  domain  names  have  to  be  accommodated  along  with  the  rights  of  trademark  owners. 
Similarly,  the  interests  of  owners  of  trademarks  which  exist  in  commerce  concurrently  for 
non-related  products  or  services  must  be  considered  as  do  those  of  famous  marics.  Finally,  it  is 
not  necessary  to  have  a  second  level  domain  name  to  do  business  effectively  or  successfully  on 
the  Internet,  and  thus  v«^le  it  may  be  preferable  to  acquire  the  second  level  domain  name  of  one's 
choice,  it  is  not  an  absolute  right  and  may  have  to  bend  to  accommodate  competing  interests. 

After  much  debate,  the  Subcommittee  concluded  that,  in  its  opinion,  the  best  approach  to 
creating  a  comprehensive  domain  name  dispute  policy  was  not  to  create  one  at  all,  but  instead  to 
propose  a  5i<i  generis  approach  which  would  permit  a  workable  procedural,  rather  than 
substantive,  system  for  domain  name  registration  and  dispute.  Substantive  issues,  such  as  proper 
levels  of  use  on  the  Internet,  whether  an  extortion  had  occurred,  and  whether  one  party  is  entitled 
to  domain  name  registration  while  another  is  not,  should  be  left  to  the  courts  and  trademark 
tribunals  as  they  deem  fit.  There  already  is  a  growing  body  of  domain  name  dispute 
jurisprudence  which  suggests  that  these  substantive  trademark  law-related  issues  can  be  and  are 
best  resolved  by  these  tribtinals. 
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The  proposal  thus  addressed  the  follo\ving  procedural  issues:  (a>  a  registration  procedure 
vyrhich  would  require  a  sufficient  amount  of  information  about  a  domain  name  applicant  to  allow 
potential  challengers  sufficiently  to  identify  and  locate  that  applicant  for  contact  and  if  required, 
service  of  process,  (b)  a  statement  by  the  applicant  as  to  the  basis  for  its  claim  to  the  applied-for 
second  level  domain  name,  (c)  a  "publication"  period  which  would  allow  all  potential  challengers 
of  a  domain  name  to  act  as  required  prior  to  the  registration  of  the  second  level  domain  name. 
and  (d)  a  renewal  process  for  clearing  deadwood.  which  would  be  combined  u-ith  the  current 
"lame  delegadon"  procedure  in  the  NSI  Policy  under  which  NSI  voluntarily  determines  whether  a 
registered  name  is  being  used  and  if  not,  removed. 

VH.      Conclasion 

For  every  INTA  member,  designing  a  feasible  system  to  protect  the  delicate  balance  of 
rights  arising  from  trademarks  and  donuiin  names,  is  a  priority  issue.  This  issue  has  unlimited 
impact  on  the  goodwill  attaching  to  all  INTA  members,  corporate,  individual  and  organization. 
These  issues  were  not  foreseen  until  recently,  since  the  World  Wide  Web  has  begun  to  emerge  as 
a  significant  —  and  virtually  required  —  advertising,  marketing  and  sales  medium.  As  evidence, 
more  than  1,000,000  domain  names  have  been  registered  in  the  ftopular  .com  TLD. 

In  this  paper,  we  have  sketched  the  history  of  Internet  domain  names  and  their 
intersection  with  trademark  law.  Disputes  between  owners  of  trademarks  and  domain  names 
have  arisen  and  attempts  by  NSI  to  date  have  met  with  varied  degrees  of  enthusiasm.  As  a  result, 
proposals  are  being  put  forward  by  way  of  alternative.  It  is  expected  that  problems  will  continue 
to  present  themselves  faster  than  solutions.  In  response,  the  Internet  Subcomminee  undenakes  to 
continue  to  cruise  the  highway  and  to  report  to  INTA  members.  The  opportumty  is  ours  to 
contribute  to  the  design  of  a  system  which  is  fluid,  flexible,  equitable,  and.  responsive  to  the 
concerns  of  the  trademark  communirv. 
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Appendix  I 
A  Representative  List  of  Registry  Policies  Accessible  on  the  Internet 

Australia  (relating  to  .com.au  only) 
http://www.MelbourneIT.com.au/coin_au/coni.au_policy.html 

Belgium 
htq)://www.DNS.BE/regis-doc/term-conditions.html 

v. 

Canada 
ftp://f^.cdnnet.ca/ca-domain/application-fonn 

Greece 
hnp://www.forthnet.gr/forthnet/DNSregistrationFonn.html 

Guam 
gopher://uog2.uog.edu/00/gu.domain/faq.guam 

Luxembourg 
http://www.restena.lu/registration/domainfonn-ascii.html 

Malaysia 
ht^://www.jaring.my/jaring/mynic/domain.html#note 

New  Zealand 
http://seTvius.waikato.ac.nz/isocnz/nz-domain/co.nz-policy.htmI 

Singapore 
http://www.nic.netsg/apply.html 

.  Slovak  Republic 
gopher.7/sk2eu.eunet.sk/00/sk-domain/sk-domain-registration-info 

Switzerland  &  Liechtenstein 
http://www.nic.ch/policy_03  .htm 

Thailand 
ftp://ftp.thnic.net/form/THNIC-domain-template.txt 

United  Kingdom 
http://www.nic.uk/nominet/terms.html 
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Appendix  II 
INTA  Ictcrnct  Subcommitte*  proposed  Domaus  name  Registr*  Polic> 


November  20. 1996 


INTRODUCTION 


With  every  new  market  that  opens  around  the  world  trademark  owners  generally 
experience  a  rash  of  counterfeiting  activity  until  the  market  mamres  and  is  brought  mtoUtc 
mainstream  of  commercial  and  legal  norms.  The  Internet  is  just  such  a  new  market,  albeit  a 
"virtual"  and  global  one.  Most  trademark  owners  are  capable  of  managing  the  counterfeitmg 
problems  posed  by  a  developing  market,  which  is  not  to  say  that  they  should  be  passively 
tolerated.  Nevertheless,  despite  its  global  nanirc,  there  is  nothing  about  the  Internet  that  is  so 
new  or  different  that  vfc  need  to  adopt  draconian  and  potentially  unfair  procedures  to  protect  the 
interests  of  trademark  owners.  Indeed,  the  damage  suffered  in  most  domain  name  disputes  is 
usually  far  less  substantial  than  that  found  in  a  counterfeiting  case,  or  even  the  average 
infringement  case.  Rarely  is  the  damage  lost  sales  or  harm  to  reputation.  Rather,  in  most  cases, 
the  greatest  harm  is  that  one  may  not  be  able  to  use  one's  trademark  as  a  second  level  domain 
name  on  ones  registry  of  choice  (although  alternate  registries  and  higher  level  domain  names  are 

still  available).  ,  .  .  ,, 

In  short  there  is  little  to  justify  the  current  NSIAnterNIC  dispute  policy  and  its  potcmially 
unjust  results.  Nevertheless.  Intemet  participants  should  be  held  accounuble  for  their  actions  on 
the  Inieraei,  including  their  choice  of  a  domain  name.  If  their  activities  violate  the  nghts  of 
others,  it  should  not  be  moie  burdensome  than  necessary  for  a  victim  to  pursue  legal  remedies. 
The  Proposal  set  forth  in  this  paper  anempts  to  address  the  legitimate  interests  of  all  trademark 
ovimers  as  well  as  all  legitimate  users  of  the  Internet. 

Accordmgly.  this  paper  proposes  that  the  current  NSI  Dispute  Policy  be  recognized  as  a 
failure  and  climmated.  that  domam  name  disputes  be  lef^  to  the  courts,  that  NlCs  not  participate 
in  the  resolution  of  domain  name  disputes,  and  that  all  NlCs  worldwide  adopt  identical  domain 
name  registration  and  renewal  procedures  along  with  publicly  available  registries  of  domain 
names,  thereby  (i)  ensuring  accounubility  by  domain  name  registrants,  (ii)  allowing 
complainants  sufficiem  information  to  pursue  appropriate  legal  remedies  against  extortiomsts 
and  infringers,  (lii)  reducmg  "deadwood".  i.e..  unused  domain  names,  (iv)  increasing  the 
available  pool  of  domain  names,  (v)  ensuring  fair  and  legally  supportable  decisions  regarding 
domain  names,  and  (vi)  reducing  NIC  legal  exposure  and  costs  by  taking  NlCs  out  o»  the  dispute 

resolution  business. 

It  IS  assumed  that  the  reader  has  a  fair  degree  of  familiarity  with  the  problems  presented 
bv  the  interface  of  trademark  law  and  domain  names  and  with  the  current  procedures  for  the 
assignment  of  domain  names  m  the  U  S.  and  abroad.  If  further  background  is  required  by  the 
reader  the  following  articles  and  websites  are  recommended:  (i)  Robert  Shaw.  Internet  Domain 
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Names:  Whose  Domain  is  This?  (http;//www.itu.ch/intreg/dns.html),  (ii)  A.M.  Rutkowski. 
Internet  Domain  Names  and  Other  Identifiers:  A  Roadmap  Among  Issues  and  Initiatives 
(http://www.wia.org/pub/identifiers/issues-roadmap.html),  (iii)  Carl  Oppendahl,  Analysis  and 
Suggestions  Regarding  NSI  Domain  Name  Trademark  Dispute  Policy,  (iv)  Sally  Abel. 
Trademark  Issues  in  Cyberspace;  The  Brave  New  Frontier,  and  (v)  the  Georgetown  Law  Center 
website:  http://www.law.georgetown.edu/lc/intemic/domain.html. 

PROBLEMS  WITH  THE  CURRENT  NSI  DISPUTE  PROCEDURE 

The  problems  with  the  current  NSI/InterNIC  ("InterNIC")  dispute  resolution  policy 
provide  much  of  the  impetus  and  justification  for  the  Proposal  set  forth  later  in  this  paper.  In 
response  to  complaints  by  trademark  owners  about  the  registration  of  argtiably  infringing  domain 
names,  often  for  genuinely  illegitimate  purposes  such  as  extortion  of  the  legitimate  trademark 
holder,  NSI  and  InterNIC  have  instituted  over  time  several  versions  of  a  "dispute  policy" 
whereby  NSI  steps  into  and  becomes  an  active  player  in  domain  name  disputes. 

Summarized  very  briefly,  the  current  dispute  policy  provides  that  InterNIC  wall  suspend 
any  domain  name  if  the  complaining  party  can  produce  proof  of  a  trademark  registration  from 
any  country  in  the  world  for  a  mark  identical  to  the  challenged  domain  with  an  effective 
registration  date  or  date  of  first  use  predating  the  domain  name's  use,  and  if  the  domain  name 
applicant  cannot  produce  evidence  of  a  trademark  registration  for  the  domain  name  that  issued 
before  the  complainant's  first  demand  letter  to  the  applicant. 

While  this  and  predecessor  dispute  policies  appear  to  be  well-intentioned  attempts  to 
address  the  legitimate  concerns  of  trademark  owners,  they  are  rife  with  problems,  including  the 
following: 

A  trademark  registration  does  not  confer  trademark  rights  in  the  U.S.  and  certain  other 
countries,  but  rather  merely  constitutes  rebuttable  evidence  of  those  rights.  In  the  U.S., 
substantive  trademark  rights  arise  from  actual  tise  as  a  trademark.  Accordingly,  the  current 
policy  will  sometimes  accord  unjust  advant^e  to  the  prior  registrant  over  the  prior  user  who  may 
have  superior  rights.  This  is  unfair. 

Under  trademark  law,  most  trademark  owners  do  not  own  the  right  to  use  the  mark  in 
question  to  the  exclusion  of  all  others  —  many  similar  and  identical  marks  coexist  happily  and 
peaceably  in  commerce  because  rights  are  very  often  limited  by  industry  and  by  strength  of  the 
mark  in  that  industry.  Thus,  the  current  policy  may  favor  the  rights  of  one  trademark  owner  over 
the  legitimate  coexisting  rights  of  another,  solely  because  one  registered  and  the  other  did  not. 
This  is  unfair. 

Putting  an  active  domain  name  on  hold  is  effectively  a  form  of  injunctive  relief,  granted 
by  InterNIC  after  the  registrant  has  invested  in  the  challenged  domain  name.  Thus,  in  some 
circumstances,  the  dispute  policy  will  allow  certain  trademark  owners  to  trump  the  legitimate 
rights  of  other  trademark  owners  and  obtain  the  equivalent  of  injunctive  relief  without  meeting 
the  stringent  standards  for  such  relief  required  by  law.  This  is  unfair. 

InterNIC  and  other  NICs  are  ftindamentally  unsuited  to  play  a  judicial  role,  particularly 
since  domain  name/trademark  disputes  are  highly  contextual  in  nature  and  require  a  close 
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examination  of  the  facts  and  equities  of  each  case  in  order  to  reach  a  fair  result.  No  amount  of 
tweaking  the  current  dispute  pohcy  will  remedy  liiis. 

InterNlC  risks  being  pulled  into  court  whenever  they  put  an  actiNC  domain  name  on 
hold  —  this  is  a  resource  drain  on  the  NIC.  whose  resources  are  better  spent  on  NIC 
administrative  activities,  rather  than  funding  litigation  to  defrnd  the  dispute  policy. 

In  short  the  current  dispute  policy  does  not  serve  the  interests  of  all  trademark  owners, 
but  only  some.  The  policy  can  result  in  injustice  and  it  can  get  the  NIC  dragged  mto  court  ioften 
to  prevent  just  such  an  injustice)  because  the  NIC  is  playing  a  judicial  role  that  it  is  neither 
atithohzed  nor  competent  to  play. 

PROPOSAL 

The  following  Proposal  recognizes  the  inherent  problems  with  any  NIC  inserting  itself 
into  a  domain  tiame  dispute.  Accordingly,  it  is  proposed  that  NICs  not  have  any  dispute 
procedure  at  all.  Rather  NICs  should  adopt  domain  name  registration  procedures  that  ensure 
registiant  accoimtability,  while  leaving  dispute  resolution  to  the  courts  where  it  belongs. 

I.  Initial  Registration  Procedure 

A.         The  ADPlicaiion:  All  applications  for  assignment  of  a  second  level  domain  name  should 
include  the  following: 

1 .  Applicant's  name,  business  or  residential  address,  email  address.  fa.x  and  phone 
niunber(s). 

2.  The  sute  or  coimtry  of  incorporation  or  partnership  (if  applicable). 

3 .  Certified  copy  of  the  certificate  of  incorporation  or  partnership  (if  applicable). 

4.  The  name  and  address  of  the  designated  agent  for  service  of  process,  which  may 
be  the  applicant  in  the  case  of  an  individual.  The  applicant  will  be  required  to 
designate  an  agent  for  service  of  process  for  all  matters  affecting  the  registration 
and  use  of  the  domain  name  applied  for. 

5.  A  sworn  statement  by  the  individual  applicant  or  by  an  officer  or  general  partner 
of  a  corporate  or  partnership  applicant: 

(a)  that  there  is  a  bona  fide  intent  to  use  the  domain  name  publicly 
within  60  days  of  registration,  and  a  bona  fide  intent  to  continue 
such  use  for  the  foreseeable  future. 

(b)  that  the  domain  name  will  be  used  for  [fill  in  the  blank,  e.g.  "for  a 
website  to  advenise  applicant's  candy  manufacturing  business"). 
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This  may  be  a  broad  statement  and  is  not  intended  in  any  way  to 
restrict  actual  use.  However,  to  the  extent  that  a  commercial  use  is 
intended,  this  statement  should  identify  the  industry  in  which  the 
use  is  intended  to  be  made  and  should  indicate  which  of  the 
following  uses  will  be  made:  (i)  website,  (ii)  email,  (iii)  bulletin 
board,  etc. 

(c)  that  the  applicant  believes  that  the  domain  name  is  available  and 
that  its  intended  use  will  not  infringe  any  rights  of  any  other  party. 

(d)  that  the  reason  for  requesting  this  particular  domain  name  is  [check 
one  of  the  following]: 

applicant's  company  name  or  abbreviation  thereof 


applicant's  trademark  or  abbreviation  thereof 

individual  applicant's  name  or  abbreviation  thereof 

Other  (provide  fiill  explanation) 

(c)        that  applicant  admits  to  the  personal  and  subject  maner  jurisdiction 
and  venue  of  any  competent  tribunal  in  the  country  where  the  NIC 
resides  for  purposes  of  any  action  brought  under  trademark  law. 
unfair  competition  laws,  or  siinilar/related  laws  arising  out  of 
actual  or  intended  use  of  the  domain  name  applied  for;  and 
applicant  waives  all  rights  to  challenge  personal  jtuisdiction. 
subject  matter  jurisdiction,  and/or  venue. 

6.         The  application  must  be  in  writing  and  signed  vkith  a  real  signature  (until 
digital  signature  technology  is  considered  commercially  reliable  and 
legally  binding).  This  can  be  done  by  making  the  application 
downloadable  and  printable,  so  that  it  can  be  completed,  signed,  and 
returned  to  the  NIC. 

B.  Examination:  The  application  would  be  immediately  examined  for  completeness  by  the 
NIC.  Incomplete  ^plications  would  be  rejected.  No  other  examination  is  contemplated. 

C.  Publication:  Complete  applications  would  be  "published"  by  the  NIC  on  a  publicly 
available  website  for  90  days  before  the  registration  becomes  effective  and  before  the 
applicant  may  begin  use.  The  publication  should  be  reasonably  prompt,  preferably  no 
later  than  one  week  af^er  receipt  by  the  NIC  of  the  application. 
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II.  Renewal  Pmcedure 

A.  Timing:  Renewal  would  be  required  annually. 

B.  The  Renewal  Application:  The  renewal  application  should  include  the  following: 

1.  Applicant's  name,  business  or  residential  address,  email  address.  fa.x  and  phone  numbers. 

2.  The  state  or  country  of  incorporation  or  partnership  (if  applicable). 

3.  Certified  copy  of  the  certificate  of  incorporation  or  parmership  (if  applicablel.  but  only  if 
there  has  been  a  change  in  status  (e.g..  change  of  state  of  incorporation)  since  initial 
application  or  last  renewal. 

4.  The  name  and  address  of  the  designated  agent  for  service  or  process,  but  only  if  there  has 
been  a  change  since  initial  ^plication  or  last  renewal. 

5.  A  sworn  statement  by  the  individual  ^plicant  or  by  an  officer  or  general  partner  of  a 
corporate  or  partnership  applicant: 

(a)  that  the  domain  name  has  actually  been  used  for  [fill  the  blattk.  e.g.  "for  a  website 
to  advertise  applicant's  candy  manufacturing  business"].  This  may  be  a  broad 
statement  and  is  not  intended  in  any  way  to  restnct  actual  use. 

However,  to  the  extent  that  a  commercial  use  is  being  made,  this  statement  should  identify'  the 
industry  in  which  the  use  is  being  made  and  should  iitdicate  which  of  the  following  uses  are 
being  made:  (i)  website,  (ii)  email,  (iii)  bulletin  board,  etc. 

(b)  that  the  application  believes  that  the  domain  name  continues  to  be  available  and 
that  Its  actual  use  does  not  infringe  any  nghts  of  any  other  part\'. 

6.  The  renewal  applicant  must  be  in  writing  and  signed  with  a  real  signature  (until  digital 
signature  technology  is  considered  commercially  reliable  and  legally  binding). 

C.  Examination  /  No  Publication:  Renewal  applications  would  be  examined  only  for 
completeness,  but  would  not  be  published  .  If  complete,  the  domain  name  registration 
continues  undisturbed.  If  incomplete  or  not  received  within  an  appropriate  grace  period 
(e.g..  no  more  than  10  days)  following  the  deadline,  the  domain  name  would  be 
suspended  and  ultimately  removed. 
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III.        Public  Regisuy 


The  NIC  would  maintain  a  public  domain  name  registry,  regularly  updated  a  minimum  of 
every  60  days  (preferably  more  often)  to  include  newly  registered,  renewed,  and  expired  domain 
names."  The  application  and  renewal  information  would  be  available  on-line  and  any  supporting 
documentation  would  be  available  for  a  reasonable  copying  fee.  (It  is  anticipated  that 
commercial  watch  services  would  develop  to  watch  the  various  registries  around  the  world  on 
behalf  of  trademark  owners  and  other  interested  parties). 

rv.       Lame  Delegation  (Deadwood  Removal) 

It  is  intended  that  the  renewal  process  combined  with  third-pany  policing  will  take  care  of 
a  great  deal  of  "deadwood"  domain  names,  i.e.,  domain  names  that  are  not  in  actual  use. 
However,  given  that  the  Renewal  is  annual,  and  given  that  renewers  may  not  always  be 
completely  honest  on  their  Renewal  applications,  it  is  hoped  that  the  NIC  would  be  able  to 
maintain  a  "lame  delegation"  procedure  whereby  the  NIC  regularly  (e.g.,  quaiJ^rly)  pings  domain 
names  for  server  response  and  removes  non-responding  domain  names  after  a  specified  period  of 
time,  e.g.,  60  days.  Further  investigation  is  required  as  to  whether  the  lame  delegation  procedure 
is  technically  feasible  and  can  be  fairly  and  practically  implemented. 

V.        Dispute  Procedure 

The  NIC  would  maintain  no  separate  dispute  procedure.  It  would  not  place  disputed 
domain  names  or  hold  or  in  suspension  (except  at  the  request  of  the  domain  name  registrant).  It 
would  however  always  abide  by  any  order  of  any  court  with  jurisdiction. 

WHY  TraS  PROPOSAL  IS  A  BETTER  SOLUTION 

Some  may  argue  that  this  Proposal  is  not  a  solution  on  the  dispute  front  because  it 
requires  a  victim  of  infringement  to  go  to  court,  and  incur  substantial  cost  and  inconvenience  in 
the  process.  But  going  to  court  is  how  civilized  societies  deal  with  infringements  of  rights  and 
other  wrongs.  There  is  no  legitimate  reason  why  domain  names  should  be  treated  differently 
than  other  forms  of  infringement.  On  the  other  hand,  when  one  wants  to  participate  in  society  in 
a  manner  that  may  result  in  the  infringement  of  another's  rights,  one  must  be  accountable  for 
one's  activities.  Again,  there  is  no  reason  ^^Aty  this  principle  of  civilized  society  should  not  apply 
to  activities  on  the  Internet.  In  a  nutshell,  this  Proposal  requires  infringement  victims  to  go  to 
court  for  redress,  while  ensuring  that  domain  name  registrants  remain  accoimtable  (and  thus 
suable)  for  their  choice  of  a  domain  name. 


Note  thai  publication  of  domain  name  applications  would  occur  within  one  week  of  receipt  of  a 
complete  application,  as  described  above. 
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However,  this  Proposal  goes  ftinher  than  just  addressing  the  injustices  of  the  current 
InterNIC  dispute  policy.  This  Proposal  is  an  integrated  approach  that  addresses  man>  of  the 
issues  arising  out  of  the  global  nature  of  the  Internet,  domain  name  extortion  pirac\.  warehousmi: 
of  domain  names,  "deadwood"  (i.e..  unused  names)  on  the  register,  and  the  need  for  a  public 
database.  Advantages  of  this  Proposal  include  the  follow-ing. 

Global  Nature  of  The  Internet:  The  Internet  is  global,  and  tisc  of  a  domain  name  is 
instantly  global  use.  The  global  nattire  of  the  Internet  is  greatly  increasing  the  pressure  to  ftilh 
"internationalize"  trademark  law.  However,  the  development  of  an  international  bod\  ol 
trademark  law.  and  the  process  of  the  nations  of  the  world  acceding  to  that  law.  will  take  man\ 
years.  In  the  meantime,  this  Proposal  will  allow  for  the  application  of  national  trademark  laws 
around  the  world  in  as  predictable  a  way  as  possible. 

Quick  Implemenution:  This  Proposal  can  be  implemented  relatively  quickly  at  least  in 
the  U.S.  Its  adoption  by  NlCs  around  the  world  should  be  far  less  controversial  and  difficult  than 
any  competing  proposals,  such  as  those  that  contemplate  an  international  body  of  trademark  law 
This  Proposal  provides  an  immediately  workable  solution  that  can  be  implemented  while 
longer-term,  more  comprehensive  solutions  are  considered  and  possibly  implemented. 

Fairness:  In  disputes  between  legitimate  trademark  holders  and/or  legitimate  domain 
name  holders/users,  this  Proposal  would  even  the  playing  field  and  ensure  that  nobod>  has  an 
unfair  advantage  in  the  resolution  of  the  dispute. 

Extortion/Piracy:  In  disputes  with  extortionists,  pirates,  and  other  nefarious  types,  this 
Proposal  makes  it  harder  for  the  extortionist  to  register  a  domain  name  and  to  maintain  that 
registration,  and  it  makes  it  much  easier  for  a  challenger  to  launch  a  court  challenge  against  an 
alleged  extortionist  infringer,  and  the  like,  as  follows: 

>  One  problem  trademark  owners  have  had  in  dealing  with  potentially  infringing  domain 
name  owners  is  bemg  able  to  locate  them  and  serve  them  with  effective  process    The  domain 
name  application  addresses  this  issue  by  identifying  the  actual  owner  on  a  publicly  available 
registry  and  by  requiring  the  owner  to  designate  an  agent  for  service  of  process. 

>  A  similar  problem  exists  in  obtaimng  personal  junsdiction  over  domain  name  holders 
The  Proposal  requires  a  domain  name  applicant  to  admit  to  jurisdiction  in  the  countr.  of  the  NIC. 
which  is  a  reasonable  condition  of  doing  business  in  the  country  of  the  NIC. 

>  The  Proposal  requires  the  domain  name  applicant  to  identify  the  reason  for  the  choice  ot 
domain  name  and  the  intended  use.  Where  the  domain  name  applicant  intends  a  legitimate  use. 
this  information  simply  advises  potential  challengers  of  information  that  is  useful  in  deciding 
whether  to  challenge  the  use.  Where  the  applicant's  purpose  is  not  legitimate,  this  requirement 
will  make  it  harder  to  register  and  will  "get  his  lies  on  the  record."  thereby  increasing  the  ease 
with  which  the  use  will  be  challenged.  It  should  also  have  some  prophylactic  effect  in  that  the 
casual  wrong-doer  or  prankster  is  not  likely  to  be  willing  to  make  a  fraudulent  sworn  statement 

>  The  publication  period  will  permit  an  adequate  amount  of  time  for  a  challenger  to  take 
whatever  legal  or  oth\:r  action  it  deems  necessary  to  protect  it  rights,  including  filing  a  lawsuit 
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and  even  obtaining  temporary  relief.  At  a  minimum,  a  challenger  will  be  able  to  put  the 
applicant  on  notice  of  any  claim  of  infringement.  The  90  day  publication  period  would  allow  for 
appropriate  action  to  be  taken  before  the  applicant  has  invested  in,  and  begun  use  of,  the  domain 
name.  It  should,  in  most  cases,  avoid  the  more  dramatic  relief  of  enjoining  use  of  a  domain  name 
already  in  use.  And  where  a  plaintiff  has  not  taken  advantage  of  the  publication  period,  but 
challenged  after  use  has  begun,  then  that  fact  will  be  considered  by  a  court  balancing  die  equities 
of  any  injunctive  relief  it  may  be  considering. 

>  The  renewal  pix>cess  will  make  it  very  difficult  for  an  extortionist  or  warehouser  to 

maintain  a  domain  name  past  the  annual  renewal  date,  since  some  actual  use  must  be  sworn  to  in 
the  lenevral  application.  Additionally,  the  renewal  process  will  ensure  that  the  register  remains 
sufficiently  up-to-date  as  to  be  useful  to  potential  challengers. 

Warehousing  and  Deadwood:  This  Proposal  would  make  it  far  more  difficult  to  warehouse 
marks,  due  both  to  the  requirements  of  the  initial  application  process  and  to  the  requirement  of 
annual  renewal.  Additionally,  annual  renewal  should  clear  most  "deadwood"  from  the  register. 
Public  Registry:  The  requirement  of  a  public  registry  will  allow  "sunshine"  into  the  process  of 
domain  name  registration  and  will  allow  trademark  owners  and  other  interested  parties  to  more 
effectively  search  and  police  domain  names.  And  there  should  be  no  legitimate  objection  to 
making  the  application  and  renewal  information  publicly  available  -  none  of  the  information  is 
sensitive,  and  it  is  the  same  sort  of  information  that  is  currenUy  publicly  available  on  trademark 
and  company  name  registries  and  in  phone  books  around  the  world.  There  can  be  no  legitimate 
objection  by  responsible  and  accountable  individuals  and  entities  to  having  this  information 
available  on  a  public  registry. 

]^C  Resources:  This  Proposal  gets  NICs  out  of  the  dispute  resolution  process  and  allows  them 
to  conserve  their  resources  for  their  administrative  functions  rather  than  for  legal  defense  of  their 
own  policies.  Accordingly,  it  is  believed  that  NICs  v«ll  be  more  likely  to  favor  this  approach. 
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Mr.  Pease.  Thank  you,  Mr.  Kirk. 

STATEMENT  OF  MICHAEL  K.  KIRK,  EXECUTIVE  DIRECTOR, 
AMERICAN  INTELLECTUAL  PROPERTY  LAW  ASSOCIATION 

Mr.  Kirk.  Thank  you,  Mr.  Pease.  We  appreciate  the  fact  that  the 
subcommittee  is  holding  the  hearing  this  morning  on  what  has  be- 
come a  very  thorny  and  contentious  issue  affecting  the  rights  of 
U.S.  trademark  owners. 

The  registration  and  use  of  domain  names  creates  significant 
protection  and  enforcement  problems  for  trademark  owners  be- 
cause domain  names,  which  often  incorporate  trademarks,  are 
treated  as  unique  assets  which  can  be  held  by  one  and  only  one 
owner.  On  the  other  hand,  most  trademarks  are  not  unique  assets, 
as  evidenced  by  the  existence  of  identical  marks  on  different  goods 
and  services. 

This  fundamental  difference  between  domain  names  and  trade- 
marks is  what  creates  one  of  the  difficulties.  The  treatment  of  do- 
main names  as  unique  assets  has  given  rise  to  the  registration  and 
use  of  domain  names  by  cyber-squatters,  as  Chairman  Coble  men- 
tioned in  his  opening  statement. 

While  there  have  clearly  been  difficulties  for  trademark  owners 
created  by  domain  name  registrations,  the  AIPLA  believes  that  ex- 
isting United  States  law  has  been  up  to  the  task  of  allowing  trade- 
mark owners  to  fairly  resolve  domain  name  disputes  in  this  coun- 
try. 

For  example,  trademark  owners  have,  as  Commissioner  Lehman 
mentioned,  successfully  employed  the  new  antidilution  statute  to 
terminate  use  of  their  marks  as  domain  names  by  cyber-squatters 
as  well  as  by  garden  variety  trademark  infringers. 

Those  trademark  owners  who  do  not  possess  a  famous  trademark 
have  relied  on  other  statutory  provisions  of  the  Lanhan  Act  to  pro- 
tect their  rights.  Thus,  while  we  expect  that  illicit  activity  can  be 
addressed  by  vigorous  enforcement  of  the  now  developed  case  law, 
there  remain  the  problems  of  multiple  businesses  using  the  iden- 
tical trademark  for  different  goods  and  services  and  the  fact  that 
trademark  owners  must  sometimes  engage  in  litigation  against 
cyber-squatters  to  protect  their  trademark  rights. 

While  we  applaud  in  principle  the  efforts  of  the  Internet  Society 
and  the  Internet  Assigned  Numbers  of  Authority  to  develop  propos- 
als for  enhanced  domain  name  registration  and  management,  cer- 
tain of  the  resulting  proposals  and  recommendations  may  exacer- 
bate the  protection  and  enforcement  problems  for  trademark  own- 
ers. 

It  is  certainly  conceivable,  if  not  likely,  that  some  trademark 
owners  will  make  a  mad  dash  to  register  domain  names  in  as  many 
of  the  seven  new  gTLDs  as  possible  in  order  to  preempt  other  enti- 
ties with  identical  or  similar  trademarks  and  trade  names  from 
doing  so.  The  existence  of  new  gTLDs  may  also  increase  the  oppor- 
tunities for  cyber-squatters. 

We  believe  that  there  simply  must  be  greater  involvement  by  a 
wider  constituency  in  designing  the  future  of  the  Internet  than  has 
been  the  case  to  date.  The  Government  of  the  United  States  should 
take  a  lead  in  developing  a  binding  international  framework  both 
for  the  creation  and  registration  of  new  gTLDs  and  for  formulating 
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a  binding  conflict  resolution  policy  both  for  existing  and  new 
gTLDs. 

Trademark  domain  name  dispute  resolution  rules  could  be  the 
subject  of  a  new  international  trademark  agreement  under  the  aus- 
pices of  the  World  Intellectual  Property  Organization  with  mean- 
ingful involvement  and  participation  by  trademark  owner  interests. 

This  suggestion  does  not  mean  that  any  government  or  inter- 
national intergovernmental  organization  should  take  control  over 
the  administration  of  the  Internet.  We  believe  that  the  private  sec- 
tor is  best  equipped  and  motivated  to  handle  these  responsibilities. 

What  we  are  suggesting,  however,  is  that  an  international  frame- 
work for  governance  of  the  Internet  should  be  established,  with 
participation  of  governments,  in  as  rapid  a  time  frame  as  possible. 

We  believe  that  presently  available  technology,  if  properly  uti- 
lized, can  dramatically  alleviate  most  trademark  protection  and  en- 
forcement problems  that  now  inherently  arise  from  the  treatment 
of  domain  names  as  unique  assets.  Specifically,  we  favor  the  devel- 
opment and  use  of  a  searchable,  telephone-directly-type  system  for 
domain  names  and  the  corresponding  development  of  a  centralized 
worldwide  database  of  trademarks  and  domain  names  that  could  be 
correlated  to  one  another. 

We  envision  a  yellow-pages-type  directory  which  will  allow  Inter- 
net users  to  search  through  multiple  trademark,  trade  name,  or 
surname  listings  at  a  single  Internet  address  where  the  users  could 
then  have  direct  linkage  to  the  home  page  or  web  site  correspond- 
ing to  a  given  listing. 

For  example,  under  such  a  directory  system,  an  Internet  user 
who  typed  in  the  domain  name  "United"  would  be  routed  to  a  direc- 
tory page  where  all  the  listings  for  United  would  appear  alphabeti- 
cally. 

If  the  user,  upon  reaching  the  directory  page,  types  in  United 
Airlines  or  clicks  on  the  United  Airlines  listing,  he  or  she  would  be 
taken  directly  to  that  company's  home  page  or  web  site.  The  do- 
main name  itself  would  then  become  largely  irrelevant  because  the 
directory  would  become  the  most  common  means  of  access.  The 
user  could  also  bookmark  or  save  addresses  for  future  use  without 
having  to  go  through  the  directory  process  a  second  time. 

There  is  a  question  concerning  how  and  by  whom  a  directory 
should  be  developed,  operated  and  administered.  If  the  United 
States  were  to  take  the  lead  in  developing  a  binding  international 
framework,  a  directory  system  could  be  one  part  of  that  process  to 
reduce  the  conflicts  and  tensions  that  we  have  experienced. 

We  recognize  that  this  is  not  a  complete  answer  to  all  of  the 
problems,  but  we  believe  it  will  go  a  long  way  toward  resolving 
many  of  them.  We  commend  you  again  for  holding  this  hearing, 
and  we  look  forward  to  working  with  you  in  any  way  that  we  can 
to  resolve  these  conflicts.  Thank  you. 

[The  prepared  statement  of  Mr.  Kirk  follows:] 

Prepared  STATEME^fT  of  Michael  K  Kirk,  Executive  Director,  American 

I^fTELLECTUAL  PROPERTY  LAW  ASSOCIATION 

The  Chairman,  I  am  pleased  to  have  the  opportunity  to  present  the  views  of  the 
American  Intellectual  Property  Law  Association  (AIPLA)  on  the  various  trademark- 
related  issues  arising  from  the  registration  and  use  of  domain  names  on  the  Inter- 
net. 
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The  American  Intellectual  Property  Law  Association  is  a  more  than  10,000  mem- 
ber, national  bar  association  whose  membership  primarily  consists  of  lawyers  in  pri- 
vate and  corporate  practice,  in  government  service,  and  in  the  academic  commiinity. 
AIPLA  members  comprise  a  wide  and  diverse  spectrum  of  individuals  involved  di- 
rectly or  indirectly  in  the  practice  of  patent,  trademark,  copyright,  trade  secret  and 
unfair  competition  law,  as  well  as  other  fields  of  law  affecting  intellectual  property. 
Our  members  represent  both  owners  and  users  of  intellectual  property,  including 
many  large  and  small  businesses  that  make  commercial  use  of  the  Internet  via 
websites  or  otherwise  provide  services  over  the  Internet. 

We  congratulate  you,  Mr.  Chairman,  for  holding  this  hearing  on  what  has  become 
a  very  thorny  and  contentious  array  of  issues  affecting  the  rights  of  U.S.  trademark 
owners.  T?hese  issues  have  exploded  upon  us  with  the  growth  in  domain  name  reg- 
istrations in  this  country — from  only  200  per  month  two  years  ago  to  more  than 
125,000  registrations  per  month  today.  The  vast  majority  of  this  growth  has  been 
by  commercial  users  and  it  is  this  reality  which  has  caused  the  current  difficulties 
for  trademark  owners.  It  is  time  for  a  more  direct  and  assertive  role  to  be  played 
by  the  Government  in  crafting  an  international  framework  for  handling  problems 
facing  trademark  owners. 

The  Problem 

The  registration  and  use  of  domain  names  creates  significant  trademark  protec- 
tion and  enforcement  problems  for  trademark  owners  because  domain  names,  which 
often  incorporate  trademarks  as  well  as  generic  terms,  are  treated  as  unique  assets 
that  can  be  held  by  one  and  only  one  owner.  This  stems  from  the  technological  fact 
that  a  domain  name  is  an  easy-to-remember  word,  or  combination  of  letters  or  al- 
phanumeric characters,  that  corresponds  to  an  underlying  unique  Internet  Protocol 
("IF")  number  that  is  used  to  address  computers  and  route  traffic  on  the  Internet. 

A  "Top  Level  Domain"  (TLD)  registry  presently  exists  for  each  country.  There  is 
also  a  registry  in  the  United  States  which  is  responsible  for  registering  domain 
names  which  are  sometimes  referred  to  as  international  TLDs  (iTLDs)  or  as  generic 
TLDs  (gTLDs).  These  include  the  TLDs  .com,  .org,  and  .  net.  Unlike  most  TLDs 
which  are  country  specific  and  cannot,  therefore,  accept  registrations  on  a  worldwide 
basis,  gTLDs  can  accommodate  registrations  from  anyone  in  the  world.  Approxi- 
mately eighty  percent  (80%)  of  registrations  by  United  States  entities  occur  in  the 
.com  gTLD  and  there  is  extensive  non-U.S.  use  of  this  gTLD.  Network  Solutions, 
inc.  is  currently  the  exclusive  registry  for  the  .com,  .org,  and  .net  gTLDs  under  a 
contract  with  the  National  Science  Foundation  which  is  scheduled  to  expire  in 
March  1998,  with  a  possible  one-time,  six-month  renewal. 

When  an  Internet  user  inputs  "http:\\www.aipla.org,"  the  domain  name  "aipla.org" 
is  correlated  by  appropriate  software  to  an  IP  niimber  and  the  user  is  then  routed 
to  the  appropriate  designation.  Moreover,  the  very  fact  that  the  Internet  is  a  global 
medium  makes  the  AIPLA's  website  accessible  throughout  the  world  by  inputting 
the  above-mentioned  domain  name.  On  the  other  hand,  most  trademarks  are  not 
unique  assets,  as  evidenced  by  the  existence  of  identical  trademarks  on  different 
goods  and  services.  Trademark  rights  have  historically  been  territorial  in  nature. 
Trademark  registrations  issued  by  federal  and  state  governments  extend  only  to  the 
territorial  limits  of  the  sovereign  entity  issuing  the  registration.  This  fundamental 
difference  between  domain  names  and  trademarks  is  what  creates  the  difficulties. 
The  problems  are  exacerbated  in  the  situation  of  famous  marks  which  are  unique 
assets  and  which,  by  virtue  of  their  fame,  may  be  afforded  some  protection  even  in 
jurisdictions  where  they  have  not  yet  been  registered. 

Some  examples  will  illustrate  the  difficulties  with  domain  names.  First,  consider 
that  there  are  many  trademarks  that  include  the  word  "United,"  including  United 
Airlines,  United  Van  Lines,  and  United  Bank.  At  the  same  time,  only  one  of  these 
entities  could  exclusively  hold  the  domain  name  "iuiited.com"  even  though  each  en- 
tity in  theory  has  a  right  to  claim  that  domain  name.  Nevertheless,  since  domain 
names  are  currently  registered  on  a  "first  come  first  served"  basis,  only  the  first  of 
these  trademark  owners  to  register  united.com  will  get  the  exclusive  right  to  hold 
that  domain  name. 

Second,  ownership  rights  in  many  trademarks  are  globally  divided.  For  example, 
the  Scrabble  trademark  is  owned  by  one  entity  (Hasbro)  in  the  United  States  and 
Canada  and  another  entity  (Mattel)  throughout  the  rest  of  the  world.  Here  again, 
each  entity  could  legitimately  claim  rights  to  the  scrabble.com  domain  name  and 
argue  that  it  should  be  available  only  to  that  entity. 

Third,  some  trademarks  in  fact  correspond  to  commonly  used  surnames,  such  as 
Miller  and  Avery,  that  are  legitimately  used  by  other  entities  as  their  surnames. 
Here,  problems  can  arise  for  a  trademark  owner,  such  as  Miller  Brewing  Company, 
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when  an  individual  registers  his  or  her  surname  as  a  domain  name  (e.g.,  miUer.com) 
for  an  e-mail  account  or  for  some  other  purpose.  ,         ^     j  i       _ 

The  above-mentioned  examples  generaUy  involve  instances  where  trademark  own- 
ers or  individuals  using  their  surnames  at  least  theoretically  have  some  legitmiate 
claim  to  a  domain  name.  However,  the  treatment  of  domam  names  as  unique  assets 
has  also  given  rise  to  the  registration  and  use  of  domain  names  by  entities  for  lUicit 
purposes  An  infamous  example  of  iUicit  use  is  that  by  so-caUed  "cybersquatters, 
a  coined  word  used  to  refer  to  entities  who  register  another^s  trademark  as  a  do- 
main name  and  then  try  to  seU  the  domain  name  back  to  the  trademark  owner. 
Panavision  Int'L,  L.P.  v.  Toeppen.  938  F.  Supp.  616  (C.D.  Cal.  1996);  Intermatic  Iru:^ 
V.  Toeppen.  41  USPQ2d  1223  (N.D.  lU.  1996)  There  are  ^l^"  °*^f4-p^^|,^?i=|^> 
PlannedParenthood  Federation  of  America,  Inc.  v.  Richard  Bucci,  42  USPQ2d  1430, 
1432-33  (S  D  N  Y  1997)  where  entities  register  a  trademark  as  a  domain  name  pri- 
marily to  make  a  poUtical  or  other  statement.  Finally,  there  are  more  classic  cases 
of  trademark  infringement  or  trademark  dUution  where  an  entity  registers  another's 
trademark  as  a  domain  name  for  the  purpose  of  trading  on  the  goodwill  inherent 
in  the  trademark,  Cardservice  International  Inc.  v.  McGee  42  USPQ2d  1850  (h-.U. 

^Some  have  suggested  a  review  process  for  domain  name  registries  akin  to  that 
which  the  United  States  Patent  and  Trademark  Office  (USPTO)  undertakes  in  de- 
termining whether  to  issue  a  trademark  registration.  Such  a  review  process  includes 
a  determination  as  to  whether  a  trademark,  if  registered,  would  be  likely  to  cause 
confusion  as  to  source  of  origin,  sponsorship,  or  affiliation  with  another  preyiously- 
reeistered  or  used  trademark.  The  AlPLA  believes  that  pre-screemng  of  applications 
for  domain  name  registrations,  other  than  the  automatic  computer-generated  rejec- 
tion that  ensues  when  an  entity  attempts  to  register  a  name  identical  to  one  already 
registered,  is  neither  desirable  nor  feasible  for  a  variety  of  reasons.  Even  a  stream- 
lined review  process  for  domain  name  appUcations  could  significantly  delay  the  reg- 
istration of  domain  names  which,  unlike  trademarks,  cannot  be  used  until  reg- 

In  addition,  pre-screening  domain  name  applications  prior  to  registration  would 
necessarily  increase  the  expense  of  obtaining  a  domain  name  registration  many  told, 
(although  some  additional  care  to  make  it  more  difficult  to  cu-cumvent  the  system 
by  for  example,  merely  including  a  dash  or  removing  a  space  between  two  terms 
otherwise  taken,  e.g.  Coca-Cola,  Cocacola,  may  be  warranted).  «•  ..      ,n. 

Since  the  vast  majority  of  Internet  domain  name  registrations  do  not  conflict  wiUi 
any  trademark  rights  due  to  their  completely  generic  nature,  there  is  vei7  htUe 
practical  enforcement  benefit  from  pre-screening  domain  names  prior  to  registration. 
Only  a  very  small  fraction  of  1%  of  these  registrations  has  ever  resulted  in  any  com- 
plaints by  trademark  owners  about  a  particular  registration. 

Adequacy  of  Trademark  Law 

While  there  have  clearly  been  difficulties  for  trademark  owners  created  by  domain 
name  registrations,  the  AIPLA  beheves  that  existing  United  States  law  has  been 
up  to  the  task  of  aUowing  trademark  owners  to  fairly  resolve  domain  name  disputes. 
Further  while  the  protection  and  enforcement  of  trademark  rights  needs  to  be  bol- 
stered in  certain  foreign  countries,  a  number  of  foreign  countries  likewise  have  ade- 
quate laws  in  place.  SpecificaUy,  in  the  United  States,  trademark  owners  have  suc- 
cessfully employed  the  United  States  anti-dilution  statute  to  terminate  use  of  their 
marks  as  domain  names  by  cybersquatters  and  garden  vanety  trademark  infrmgers. 
Panavision  Int'L.  LP  v.  Toeppen.  94  F.  Supp.  1296,  1304  (CD.  Cal  1996); 
Intermatic  Inc.  v.  Toeppen  41  USPQ2d  1223  (N.D.  111.  1996).  Moreover,  while  the 
anti-dilution  statute  on  its  face  appUes  only  to  famous  marks,  Uie  courts  have  ex- 
pansively construed  "famous"  to  include  even  locaUy  famous  trademarks.  Te/e  Tech 
cJltomer  Care  Management  Inc.  v.  Tele-Tech  Co.  42  USPQ2d  1913,  1916-18  (C.D. 
Cal  1997)  It  is  of  course,  true  that  those  trademark  owners  who  do  not  possess 
a  famous  trademark  will  need  to  rely  on  the  other  statutory  provisions  of  the 
Lanham  Act,  notably  the  trademark  infringement,  false  description  and  false  des- 
ignation of  origin  provisions.  However,  this  is  no  different  a  legal  recourse  than  such 
trademark  owners  would  have  with  respect  to  non-Intemet-related  infringement,  di- 
lution or  unfair  competition.  Moreover,  a  growing  number  of  courts  have  allowed  the 
Lanham  Act  to  be  asserted  against  foreign  domain  name  registrants  whose  Internet 
websites  are  accessed  by  entities  in  the  United  States.  Thus,  we  expect  that  lUicit 
activity  can  be  addressed  by  vigorous  enforcement  of  now-developed  case  law.  How- 
ever there  remains  the  problem  of  multiple  businesses  using  the  identical  trade- 
mark for  different  goals  and  services.  As  outlined  above,  only  one  business  entity 
can  currently  obtain  a  domain  name  in  the  commercially-desu-able  .com  gTLD. 
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Proposals  to  Relieve  the  Pressure  on  .com 

Concerned  about  the  exponential  explosion  of  use  of  the  Internet,  the  Internet  So- 
ciety, together  with  the  Internet  Assigned  Numbers  Authority,  established  an  Inter- 
national Ad  Hoc  Committee  (lAHC)  to  develop  proposals  for  enhanced  domain  name 
administration  and  management.  The  Final  Report  of  the  lAHC  recommended  es- 
tablishing seven  new  gTLDs:  .firm,  .store,  .web,  .arts,  .rec,  .info,  and  .nom.  It  also 
recommended  the  creation  of  a  Memorandum  of  Understanding  on  the  Generic  Top 
Level  Domain  Name  Space  of  the  Internet  Domain  Name  System  (gTLD-MoU)  to 
implement  the  lAHC  recommendations.  It  also  recommended  the  creation  of  a  Coun- 
cil of  Registrars  (CORE)  through  another  Memorandum  of  Understanding  (CORE- 
MoU).  The  CORE-MoU  establishes  the  basis  under  which  CORE  and  the  Registrars 
for  the  new  gTLDs  must  operate. 

The  lAHC  Final  Report,  the  gTLD-MoU,  and  the  CORE-MoU  all  contain  provi- 
sions addressing  the  conflict  between  domain  names  and  trademarks.  The  lAHC 
Final  Report  proposed  the  policy  that  second  level  domain  names  which  are  iden- 
tical or  closely  similar  to  names  which  are  internationally  known  and  for  which  de- 
monstrable intellectual  property  rights  exist  should  only  be  held  by  or  with  the  au- 
thorization of  the  owner  of  such  rights. 

The  CORE-MOU  requires  Registrars  of  the  new  gTLDs  to  include  in  agreements 
with  applicants  for  domain  names  their  consent 

to  submit  to  on-line  mediation  (and  optionally  arbitration)  any  con- 
troversy regarding  the  registration  of  a  domain  name  before  the  WIPO  Ar- 
bitration and  Mediation  Center,  and 

to  be  bound  by  any  decision  of  an  Administrative  Domain  Name  Chal- 
lenge Panel  (ACP)  in  accordance  with  WIPO  ACP  Rules. 

It  should  be  emphasized  that  these  procedures  and  commitments  do  not  apply  to 
the  existing  gTLDs.  The  CORE-MoU  will  also  set  forth  in  an  appendix  Substantive 
Guidelines  Concerning  Administrative  Domain  Name  Challenge  Panels. 

While  the  AIPLA  applauds,  in  principle,  efforts  to  facilitate  global  harmonization 
of  domain  name  registration  and  conflict  resolution,  certain  of  these  proposals  may 
exacerbate  the  protection  and  enforcement  problems  for  trademark  owners.  It  is  cer- 
tainly conceivable,  if  not  likely,  that  some  trademark  owners  will  make  a  "mad 
dash  to  register  domain  names  in  as  many  of  the  new  gTLDs  as  possible  in  order 
to  preempt  other  entities  with  identical  or  similar  trademarks  and  trade  names 
from  doing  so.  The  existence  of  new  gTLDs  may  also  increase  opportunities  for 
cybersquatters. 

In  this  connection,  we  are  quite  concerned  about  the  impact  which  the  CORE- 
MoU's  Substantive  Guidelines  Concerning  Administrative  Domain  Name  Challenge 
Panels,  the  latest  draft  of  which  was  issued  on  October  2,  1997,  will  have  on  U.S. 
trademark  owners.  Although  the  Guidelines  attempt  to  address  the  difficult  issues 
involved  in  fairly  allocating  rights  between  trademark  owners  and  domain  name 
registrants,  they  leave  many  questions  unanswered. 

While  the  Guidelines  appear  to  recognize  the  need  to  consider  substantive  stand- 
ards in  resolving  conflicts,  they  only  list  "factors"  which  ACPs  may  consider  in  do- 
main name  disputes.  Without  more  specific  principles  dealing  with  issues  such  as 
confiasion,  dilution,  etc.,  the  outcome  of  challenges  could  well  depend  too  heavily  on 
the  comparative  financial  strength  of  the  parties.  The  open-ended  standards  envi- 
sioned by  the  Guidelines  also  would,  in  many  circumstances,  place  an  impossible 
burden  on  small  entities  and  individuals  who  have  not  established  worldwide  intel- 
lectual property  rights.  A  small  entity  or  individual  faced  with  the  prospect  of  mar- 
shaling and  presenting  a  body  of  evidence  regarding  a  long  list  of  possibly  relevant 
factors  would,  in  many  cases,  be  forced  to  give  in  to  a  larger,  better  funded  oppo- 
nent. The  Guidelines  should  embody  clearer  substantive  standards  which  would 
make  the  system  fairer  and  more  consistent  for  all  parties. 

We  are  also  concerned  that  the  Guidelines  do  not  appear  to  adequately,  if  at  all, 
recognize  common  law  trademark  rights  as  sufficient  to  support  a  challenge  to  a  do- 
main name  registration  (see  Paragraphs  12  and  15).  Common  law  trademark  rights 
are  recognized  and  enforceable  in  the  United  States,  and  are  of  significant  value  to 
many  U.S.  businesses,  especially  small  businesses.  Guidelines  in  which  common  law 
rights  are  not  recognized  would  not  adequately  serve  U.S.  business  interests. 

An  International  Framework 

We  believe  that  there  simply  must  be  greater  involvement  by  a  wider  constituency 
in  designing  the  future  of  the  Internet  than  has  been  the  case  to  date.  The  Internet 
Society,  the  Internet  Assigned  Numbers  Authority,  the  International  Ad  Hoc  Com- 
mittee, and  the  Interim  Policy  Committee  have  all  worked  very  hard  to  address  the 
problems  confronting  the  Internet  and  particularly  the  problems  which  are  pre- 
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sented  for  trademark  owners.  However,  we  fear  that  the  process  has  not  been  suffi- 
dently  Inclusivl^f  all  affected  interests  and  Particularly  that  there  has  been  insuffi- 
cient involvement  by  the  United  States  Government  and  a  broad  spectrum  of  U.S. 

interests  in  overseeing  and  guiding  this  process.  United  States  indeed 

WKiU  thP  tntemet  is  global  in  nature,  it  is  a  creation  ot  the  Unitea  states,  inoeea 
thr^UnitedsLteT  Government.  As  mentioned  earlier,  the  contract  of  the  existing 
re^sV^  for  domain  names  in  the  United  States  will  expire  next  year  and  we  are 
no?aW^re  of  a™y  plans  by  the  National  Science  Foundation  to  ensure  the  continued 
efflctWe  ftinct^oning  of  the  existing  system.  Moreover,  we  must  not  lose  sight  of  the 
feet  Jhat  the  proposals  developed  by  the  International  Ad  Hoc  Committee  do  not  ad- 
dress the  e^^tTng^TLDs.  particularly  the  .com  gTLD,  which  has  been  the  soiree 
of  so  much?ressurf  and  controversy.  NSI  has  registered  nearly  1.5  million  domain 
names  in  the   com  gTLD  and  mostly  to  U.S.  entities.      .      ,      ,  .      ,       ,      .  ,  •    j 

The  Gove^ent  of  the  United  States  should  take  the  l^^^'n  developing  a  bng^ 
ine  international  framework  both  for  the  creation  and  registration  of  new  ^fLUs 
and  for  fonnXting  a  binding  conflict  resolution  policy  both  for  existing  and  new 
^Ids  TW^^nflict  resolution  policy  should  include  efforts  to  harmonize  trademark 
laws  as  they  affect  domain  names.  The  creation  and  registration  c^f  any  new  gLDs 
as  well  as  the  connection  between  existing  and  any  new  gTLDs  might  well  taKe  tne 
for^  of  an  a^eement  under  the  auspices  of  the  International  Telecommunications 
uS^n  ITufwhile  the  trademark/domain  name  dispute  resolution  rules  could  be  the 
subject  of  a  new  international  trademark  agreement,  under  the  auspices  of  the 
Worfd  Intellectual  Property  Organization  (WIPO)  with  meaningful  involvement  and 
rarticipatioTby  trademark  owner  interests.  While  it  is  true  that  both  of  these  orga- 
nfzations  are  currently  involved,  they  appear  to  be  moving  forward  without  any 
Tnput  control  oT^veJght  by  the  Go^errTment  of  the  United  S^tes  or  other  coun^ 
tries  In  fact  one  needs  only  look  at  the  hst  of  signatures  for  the  gTLD-MoU  to  see 
thft  it  is  essentfally  devoid  of  any  signatures  of  the  United  States  and  other  indus- 
trialized countries  ^as  well  as  the  representatives  of  any  major  industries  in  the 

^'SS'S'inl'stXnof  biTken  as  a  suggestion  that  the  United  SUtes  o  any 
other  govlmment  or  international  intergovernmental  organizations,  such  as  WIPO 
or  the  ITU  should  control  or  take  over  administration  of  the  Internet  Jo  the  con- 
trary we  believe  that  the  private  sector  is  best  equipped  and  motivated  to  handle 
S  r^lponsLuties.  What  we  are  suggesting  however  is  that  an  international 
framework  for  governance  of  the  Internet  should  be  established  with  the  participa- 
Srorgovemments  in  as  rapid  a  time  frame  as  possible.  Technology  and  the  Inter- 
net are  evohdng  with  great  rapidity.  If  action  is  not  taken  in  the  near  future  we 
may  well  Ke^a  fracturing  oi^  the  Internet  with  one  Internet  system  of  existing 
^LDs  administered  in  the  United  States  (by  whom  we  do  not  know)  and  a  second 
fi^te?net  cTnSled  and  administered  by  a  very  limited  set  of  actors  headquartered 
in  Switzerland.  This,  Mr.  Chairman,  is  why  this  hearing  is  so  appropriate  and  time- 
ly- 
A  Possible  Solution  ,       ..,•     j 

The  AIPLA  believes  that  presently  available  technology  if  properly  utilized  can 
dramatically  alleviate  or  even  virtually  eliminate  most  trademark  protection  and  en- 
forcement problms  that  now  inherently  arise  from  the  treatment  of  domain  names 
as  unique  assets.  Specifically,  the  AIPLA  favors  the  development  and  use  of  a 
sla^chable,  telephone  director-type  system  for  domain  names  and  the  correspond- 
fnedeve  opment  of  a  centralized  world-wide  database  of  trademarks  and  domain 
n^eltha?  coiSd  be  correlated  to  one  another.  The  AIPLA  also  app  auds  and  favors 
thTlmerging  use  of  so-called  "Gateway  pages"  or  customized  directories  that  effec- 
tively permit  identical  trademark  owners  to  avail  themselves  of  identical  domain 

"^n^terms  of  a  directory,  we  envision  a  "yellow  pages"  type  directory  which  would 
aUow  iSemet  users,  as  well  as  trademark  attorneys  and  other  interested  parties, 
to  search  through  multiple  trademark,  trade  name  or  surname  hstings  at  a  single 
^ir^ietaddresf  where  the  users  could  then  have  direct  Unkage  to  the  home  page 
or  wTbsite  corresponding  to  a  given  listing.  For  example,  under  such  a  directory  sys- 
SnT  an  Internet  user  who  typed  in  the  name  "United"  would  be  routed  to  a  direc- 
S  page  where  all  of  the  listings  for  "United"  would  appear  alphabetically.  If  the 
us?r  ufon  reaching  the  directory  page,  types  in  "United  Airlines'  or  cUcked  on  the 
United  Airlines  listing,  he  or  she  would  be  taken  du-ectly  to  that  company  s  home 
page  or  websfte.  The  domain  name  itself  would  then  largely  become  irrelevant,  be- 
cause the^directory  would  become  the  most  common  means  of  access.  The  user  coiJd 
X  "bookmark"  or  save  addresses  for  future  use  without  having  to  go  through  the 
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directory  process  a  second  time,  much  like  putting  the  address  into  an  electronic  or 
conventional  organizer. 

Further,  the  use  of  the  "Gateway  page"  option  permits  identical  trademark  or 
trade  name  owners  to  effectively  share  a  generic  home  page  for  a  domain  name  like 
united.com  or  scrabble.com.  The  home  page  would  then  contain  icons  or  links  that 
would  take  the  user  to  each  trademark  owner's  separate  website.  Thus,  under  this 
option,  a  user  would  type  united.com  and,  upon  arriving  at  the  home  page,  be  pre- 
sented with  listings  of  United  AirUnes,  United  Van  Lines  and  other  United  compa- 
nies and  brands,  with  links  to  their  particular  websites.  There  is  in  fact  growing 
precedent  for  this  pragmatic  solution,  as  recently  reflected  in  a  lawsuit  settled  be- 
tween Mattel  and  Hasbro  over  the  domain  names  scrabble.com  and  scrabble.org. 

A  related  question  concerning  directories  is  how  and  by  whom  they  should  be  de- 
veloped, operated  and  administered.  While  the  AIPLA  certainly  beUeves  that  gov- 
ernments should  have  a  guiding  role  in  establishing  a  secure  and  stable  directory 
system,  we  have  serious  reservations  about  the  creation  of  an  international  bureauc- 
racy to  govern  the  Internet.  Rather,  we  believe  the  government's  role  should  be  to 
guide  and  encourage  the  private  sector,  such  as  domain  name  registrars  and  Inter- 
net service  providers,  to  develop  such  a  system  which  the  marketplace  would  then 
self-regulate  for  reliability  and  comprehensiveness.  Like  existing  telephone  direc- 
tories, this  could  also  be  done  on  a  regionad  basis  (e.g.,  each  country  could  have  its 
own  directory)  or  globally.  If  the  United  States  Government  were  to  take  the  lead 
in  developing  a  binding  international  framework,  a  directory  system  could  be  man- 
dated as  one  step  in  reducing  the  conflicts  and  tensions  we  have  experienced.  The 
AIPLA  recognizes  that  some  trademarks  are  indeed  unique  assets,  e.g.  Coke,  Kodak, 
which  when  embodied  in  domaiin  names,  should  be  accorded  exclusivity  across  the 
board.  We  are  also  aware  that  some  domain  name  holders  assert  the  exclusivity  of 
their  domain  names,  irrespective  of  the  fame  of  the  trademark  or  the  extent  of  pre- 
existing third-party  usage  of  similar  trademarks,  trade  names  and  surnames.  It 
may,  therefore,  ultimately  be  necessary  for  international  agreements  and  national 
legislation  to  implement  a  directory  system. 

We  again  commend  you,  Mr.  Chairman,  for  holding  this  hearing  and  we  look  for- 
ward to  working  with  you  to  craft  a  resolution  to  the  trademark/domain  name  con- 
flicts which  is  in  the  best  interests  of  U.S.  industry  and  trademark  owners. 

Mr.  Pease.  Thank  you,  Mr.  Kirk.  As  I  am  sure  you  are  aware, 
there  is  a  vote  on  in  the  House.  We  will  recess  until  the  fall  of  the 
Chairman's  gavel. 

[Recess.] 

Mr.  Coble  (presiding).  Again,  folks,  I  apologize  for  the  delay,  but 
that  is  the  nature  of  the  beast. 

Mr.  Kirk,  had  you  completed?  Did  you  have  anything  additional 
you  wanted  to  add? 

Mr.  KiRK.  I  did  not,  Mr.  Chairman. 

Mr.  Coble.  Good  to  have  you  with  us,  sir.  Mr.  Battista. 

STATEMENT  OF  GABRIEL  A.  BATTISTA,  CHIEF  EXECUTIVE 
OFFICER,  NETWORK  SOLUTIONS,  INC. 

Mr.  Battista.  Okay,  good.  Well,  I  will  go  right  ahead. 

Good  morning,  Mr.  Chairman,  members  of  the  subcommittee.  I 
am  Gabe  Battista,  the  Chief  Executive  Officer  of  Network  Solu- 
tions, Incorporated.  I  certainly  welcome  the  opportunity  to  appear 
before  you  today  to  address  what  we  at  Network  Solutions  believe 
to  be  one  of  the  issues  affecting  the  future  development  of  the 
Internet,  the  trademark-domain  name  controversy. 

In  my  few  minutes  here  this  morning,  let  me  give  you  an  over- 
view of  the  issue,  a  sense  of  the  legal  problems  involved,  tell  you 
how  we,  Network  Solutions,  have  managed  the  problem,  present 
some  actual  statistics  indicating  the  size  of  the  problem,  and  finally 
offer  some  observations  for  the  future. 

First,  when  the  Internet  began,  few  were  worried  about  the 
trademark  law.  The  Internet,  largely  a  military  research  and  edu- 
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cation  medium  for  the  Defense  Department  and  academics,  was  not 
being  used  for  commercial  purposes. 

With  the  onset  of  commercial  usage  in  early  1995,  conflicts  sur- 
faced between  trademark  owners  and  domain  name  holders.  By  its 
very  nature,  the  Internet  is  international.  It  knows  no  borders. 
Once  connected,  the  entire  globe  is  accessible.  It  didn't  take  long 
for  the  commercial  interests  here  in  the  United  States  and  the 
international  community  to  see  the  value  in  this  new  medium  as 
a  marketplace. 

Existing  side  by  side  with  this  new  medium  was  the  law  of  trade- 
marks with  all  of  its  complexity.  There  are  common  law  trade- 
marks, federally  registered  trademarks,  State  registered  trade- 
marks, and  trademarks  which  are  licensed  by  the  owners  to  others. 

Then  of  course,  there  are  also  trademarks  registered  by  170 
countries  all  over  the  world,  with  differing  standards  and  proce- 
dures for  registration,  enforcement,  opposition,  and  maintenance. 
And  finally  there  are  various  applicable  international  treaties. 

There  is  no  uniform,  consistent  body  of  trademark  law  to  which 
the  world  adheres.  International  trademark  protection  is  complex, 
as  each  country  has  different  rules  and  requirements.  And  most 
critical  to  our  purpose  here,  none  of  it  speaks  to  the  relationship 
between  trademarks  and  domain  names. 

As  the  Internet  commercialized,  and  more  and  more  domain 
names  were  registered,  those  domain  names  were  viewed  by  trade- 
mark owners  as  identical  to  their  trademarks  or  similar  enough  to 
be  confusing  to  the  public. 

The  Internet's  21st  century  boundary  free,  worldwide  technology 
began  to  collide  with  the  19th  century  territorial  trademark  law. 
These  two  very  powerful  groups,  trademark  owners,  approximately 
800,000  alone  on  the  U.S.  Patent  and  Trademark  Office's  Act  reg- 
ister, and  domain  name  holders,  now  approximately  IV2  million 
just  at  Network  Solutions,  began  to  complain  about  each  other. 

Let  us  look  at  the  legal  problem.  On  the  one  side,  the  trademark 
owners  of  the  world  have  spent  vast  sums  instilling  their  trade- 
marks with  value.  Pepsi-Cola  Company,  for  example,  estimates  its 
trademark  to  be  worth  $30  billion.  They  are  intent  upon  protecting 
it. 

To  trademark  owners,  the  Internet  is  just  another  medium,  like 
billboards,  radio,  and  television.  Trademark  owners  argue  that  the 
use  of  their  trademark  by  others  on  the  Internet  confuses  the  pub- 
lic and  dilutes  their  valuable  asset.  There  is  a  presumption  in  this 
position,  however;  trademark  owners  presume  that  a  domain  name 
is  synonymous  with  a  trademark. 

On  the  other  side,  we  ffnd  the  domain  name  holders  who  have 
registered  their  domain  names  on  a  first-come  first-serve  basis  and 
who  may  or  may  not  use  that  name  for  commercial  purposes.  They 
are  affronted  by  aggressive  and  powerful  trademark  owners  who, 
as  they  see  it,  only  now  see  the  benefits  of  this  new  and  emerging 
medium. 

Domain  name  holders  feel  that  they  have  "senior"  rights  to  their 
domain  names  on  the  Internet  through  prior  use,  and  they  have 
contracts  with  the  registrar  to  have  those  domain  names. 

Most  of  these  disputes  do  settle.  Only  the  most  aggressive  actu- 
ally sue  each  other  to  resolve  the  matters  between  them.  Those 
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trademark  owners  who  do  sue,  sue  for  infringement,  dilution,  un- 
fair competition,  and  related  causes  of  actions. 

Trademark  owners  contend  that  the  domain  name  holder  is 
using  a  domain  name  in  commerce  and  confusing  the  public.  Trade- 
mark owners  argue  that  the  Internet  crosses  all  borders  and  affects 
their  trademarks  worldwide.  On  occasion,  trademark  owners  of  the 
same  trademark  sue  each  other  over  the  same  domain  name. 

Domain  name  holders  sue  for  declaratory  relief.  They  point  to  the 
void  in  the  law  where  no  court  has  held  that  a  domain  name  is 
synonymous  with  a  trademark.  They  argue  that  trademarks  are 
territorial;  that  is,  they  exist  in  each  country  solely  according  to 
that  country's  statutory  scheme.  They  argue  that  the  entire  Inter- 
net cannot  be  subjected  to  the  ambiguity  of  the  conflicting  trade- 
mark laws  of  170  different  countries;  that  the  Internet  is  more 
than  a  commercial  marketplace,  it  is  a  medium  of  free  and  open 
communication.  They  argue  that  domain  name  registration  has 
nothing  to  do  with  a  trademark. 

There  is  no  simple  solution,  no  quick  fix  to  this  problem.  Both 
sides  have  rights.  Both  sides  have  strong  positions. 

In  response  to  the  problem,  in  an  attempt  to  enhance  the  growth 
of  the  Internet,  in  the  summer  of  1995  Network  Solutions  insti- 
tuted a  dispute  policy  which  tried  to  recognize  the  interests  of  both 
sides  while  attempting  to  maintain  the  position  of  the  registrar  as 
a  neutral  party. 

There  have  been  approximately  150  lawsuits  concerning  domain 
names,  36  of  which  we  have  been  involved.  In  25  of  them,  trade- 
mark owners  such  as  Panavision,  Porsche,  Hewlett-Packard, 
Mattel,  and  Prince  Sports  have  also  sued  Network  Solutions  in 
their  cases  against  domain  name  holders  or  other  trademark  own- 
ers. 

Without  immunity  from  suit  in  this  kind  of  case,  and  without  a 
single  court  decision  which  holds  that  what  a  registrar  does  could 
not  constitute  contributory  infringement  or  dilution.  Network  Solu- 
tions instituted  this  policy.  The  policy  is  a  proactive  attempt  to  be 
fair  to  both  sides  while  not  creating  any  legal  position  one  way  or 
the  other.  The  policy  sets  out  clear  procedures  for  both  sides,  allows 
the  Internet  to  grow,  and  yet  attempts  to  protect  the  registrar  from 
loss.  We  did  not  ignore  the  problem.  We  took  it  head  on,  and  I  am 
very  proud  of  what  we  have  accomplished,  to  the  benefit  of  all  par- 
ties concerned.  I  think  it  was  the  right  thing  to  do. 

Now,  let  us  look  at  the  results  of  the  policy.  Network  Solutions 
has  received  3,137  complaint  letters  from  trademark  owners 
against  domain  name  holders.  Of  those  3,137  complaints,  1,711,  or 
about  half,  resulted  in  the  application  of  our  dispute  policy.  Of 
those  1,700  cases,  659,  or  about  38  percent,  are  currently  sus- 
pended under  the  terms  and  conditions  of  the  dispute  policy.  That 
is  659  out  of  approximately  1,560,000  domain  names  currently  reg- 
istered, or  four  hundredths  of  1  percent. 

The  proof  is  in  the  numbers,  and  I  suggest,  on  balance,  our  dis- 
pute policy  is  working  very  well.  It  has  significantly  reduced  the 
time  and  cost  of  conflict  between  the  parties.  It  is  a  practical  solu- 
tion to  a  difficult  problem  we  face  every  day.  The  problem  is  no  dif- 
ferent than  other  intellectual  property  issues,  such  as  copyrights, 
arising  in  this  new  medium. 
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In  conclusion,  someday  we  believe  that  there  will  be  no  need  for 
a  domain  name  dispute  policy.  Time  has  a  way  of  resolving  things. 
Sufficient  legal  precedent  which  defines  the  legal  relationship  be- 
tween trademarks  and  domain  names  will  have  evolved,  and  such 
disputes  will  have  diminished.  This  is  exactly  what  happened  in 
other  new  mediums  throughout  liistory.  We  should  not  overreact  to 
a  situation  that  could  eventually  resolve  itself 

In  summary,  we  believe  that  the  world's  population,  not  just 
American  citizens,  should  have  open,  immediate  and  inexpensive 
access  to  the  Internet.  It  is  a  wonderful  medium  for  world  informa- 
tion and  for  eliminating  closed  societies  and  governments.  On  the 
other  hand,  the  intellectual  property  rights  of  world  commerce 
must  be  respected  and  facilitated.  We  must  all  try  to  align  £md  fur- 
ther these  two  interests  and  work  our  way  through  it. 

We  usually  are  accustomed  to  immediate  results,  immediate  so- 
lutions. Well,  that  is  not  the  situation  before  us.  It  is  complex,  and 
it  is  too  important  to  rush  to  judgment.  Until  there  is  a  solution, 
we  believe  that  there  is  no  better  alternative  to  our  current  dispute 
policy,  which  maintains  a  cost-effective  approach  and  lets  the  Inter- 
net grow.  We  address  the  issue  every  day.  We  try  to  make  it  fair 
for  both  sides. 

I  would  like  to  thank  you,  Mr.  Chairman,  and  members  of  the 
subcommittee  for  allowing  me  to  reflect  briefly  on  these  issues.  I 
will  be  happy  to  answer  any  questions  that  you  have  to  the  best 
of  my  ability.  Thank  you. 

[The  prepared  statement  of  Mr.  Battista  follows:] 

Prepared  Statement  of  Gabriel  A.  Battista,  Cheif  Executive  Officer, 

Network  Solutions,  Inc. 

Good  morning,  Mr.  Chairman,  Members  of  the  Subcommittee,  I  am  Gabe  Battista, 
the  CEO  of  Network  Solutions,  Inc.  I  welcome  the  opportunity  to  appear  before  you 
today  to  address  what  we,  at  Network  Solutions,  believe  to  be  one  of  the  critical 
issues  affecting  the  ftiture  stability  of  the  Internet — the  trademark-domain  name 
controversy. 

Introduction 

Network  Solutions  is  a  publicly-held  corporation  located  in  Hemdon,  Virginia.  We 
have  approximately  250  employees,  all  of  whom  are  engaged  in  Internet  or  Intranet 
related  activities. 

In  1992,  the  National  Science  Foundation  (NSF),  through  a  competitive  bid,  chose 
Network  Solutions  to  manage  and  enhance  the  domain  name  registration  system  in 
the  U.S.  Just  two  years  ago,  this  small  effort  required  registering  only  200  domain 
names  per  month  onto  the  Internet.  Today  the  volume  has  reached  more  than 
125,000  names  per  month,  with  a  total  of  approximately  1.6  million  registrations 
to  date.  This  growth,  which  has  been  primarily  in  the  number  of  registrants  in  the 
commercial  zone  on  the  Internet,  is  shown  in  Figure  1.  It  is  tnis  tremendous  explo- 
sion, with  conflicting  commercial  interests,  which  has  caused  stress  on  the  historical 
system  and  procedures  of  the  Internet. 

In  spite  of  the  growing  stress,  the  current  domain  name  system  is  relatively  easy 
to  use,  inexpensive,  robust  in  the  face  of  such  growth,  and  financially  self-sufficient. 
While  largely  U.S.-based  expansion  raised  a  nimiber  of  critical  issues,  international 
growth  in  domain  names  now  requires  even  greater  coordination  and  global  solu- 
tions to  these  problems. 

Two  critical  issues  facing  the  various  governmental  and  non-governmental  partici- 
pants in  the  Internet  are  (1)  governance  and  (2)  the  trademark-Internet  domain 
name  controversy.  I  spoke  before  Chairman  Pickering  and  the  House  Basic  Research 
Subcommittee  on  September  25,  1997,  concerning  Internet  governance,  and  I  am 
pleased  to  discuss  the  trademark-domain  name  controversy  here  today. 

In  addition,  many  key  issues  on  this  exact  topic  were  raised  by  tne  Department 
of  Commerce's  Notice  of  Inquiry  on  Internet  Administration,  Docket  No.  970613137- 
7137-01  and  our  response  of  August  18,  1997.  Included  herein  are  Network  Solu- 
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tions'  responses  to  the  issues  raised  by  the  Depaj-tment  of  Commerce's  Notice  of  In- 
quiry, which  directly  relate  to  this  Subcommittee's  hearings  today. 

The  Subcommittee  also  should  note  that  Network  Solutions,  while  one  of  the  larg- 
er registrars  (if  not  the  largest)  is  but  one  of  nearly  200  registrars  of  domain  names 
world  wide.  How  the  different  Internet  registrars  deal  with  trademark  issues  varies 
by  the  level  of  governmental  oversight,  the  applicable  national  law  and  legal  system, 
volume,  cost  and  liability.  Attached  to  this  testimony  is  a  partial  siunmary,  for  com- 
parison purposes,  of  the  dispute  policies  for  a  number  of  other  registrars.  Many  such 
policies  are  not  available  in  English.  Additionally,  and  more  importantly,  no  expla- 
nation of  their  interpretation  and  appUcation  in  actual  disputes  is  available.  Our 
thanks  to  Geoffrey  Gussis,  a  third-year  law  student  at  Washington  University 
School  of  Law  in  St.  Louis,  for  his  permission  to  attach  his  comparative  review  of 
registrar  dispute  policies,  available  to  everyone  on  the  Internet. 

Additionally,  as  further  examples,  the  dispute  policies  of  China,  Ireland  and 
Nominet  UK  are  appended  for  comparison. 

Further,  a  paper  written  on  Network  Solutions'  dispute  policy,  included  in  the 
Harvard  publication  Coordinating  the  Internet,  edited  by  Brian  Kahin  and  James 
KeUer  (MIT  Press,  1997)  is  appended  for  the  convenience  of  the  Subcommittee. 

Finally,  a  copy  of  Network  Solutions'  current  Dispute  Policy  is  appended  for  the 
Subcommittee's  convenience. 

In  my  few  minutes  here  this  morning,  let  me  (1)  give  you  an  overview  of  the  issue; 
(2)  a  sense  of  the  legal  problems  involved,  (3)  tell  you  how  Network  Solutions  has 
managed  the  problem,  (4)  present  some  actual  statistics  indicating  the  size  of  the 
problem  and,  (5)  finally,  offer  some  observations  for  the  future. 

Overview 

When  the  Internet  began,  few  were  worried  about  trademark  law.  The  Internet, 
largely  a  military,  and  research  and  education  medium  for  the  Defense  Department 
and  academicians,  was  not  being  used  for  commercial  pvirposes.  With  the  onset  of 
commercial  usage  in  early  1995,  conflicts  surfaced  between  trademark  owners  and 
domain  name  holders.  By  its  very  nature,  the  Internet  is  international;  it  knows  no 
borders.  Once  connected,  the  entire  globe  is  accessible.  It  did  not  take  long  for  the 
commercial  interests  here  in  the  United  States  and  the  international  community  to 
see  the  value  in  this  new  medium  as  a  marketplace. 

Existing  side  by  side  with  this  new  medium  was  the  law  of  trademarks,  with  all 
of  its  complexity.  There  are  common  law  trademarks,  federally-registered  trade- 
marks, state-registered  trademarks,  and  trademarks  which  are  licensed  by  the 
owner  to  others.  Then,  of  course,  there  are  also  trademarks  registered  by  170  coiui- 
tries  all  over  the  world,  with  differing  standards  and  procediu-es  for  registration,  en- 
forcement, opposition  and  maintenance,  and  finally,  there  are  various  applicable 
international  treaties.  There  is  no  uniform,  consistent  body  of  trademark  law  to 
which  the  world  adheres.  International  trademark  protection  is  complex,  as  each 
country  has  different  rules  and  requirements,  and,  most  critical  to  our  purpose  here, 
none  of  it  speaks  to  the  relationships  between  trademarks  and  domain  names. 

As  the  Internet  commercialized,  and  more  and  more  domain  names  were  reg- 
istered, those  domain  names  were  viewed  by  trademark  owners  as  identical  to  their 
trademarks,  or  "similar  enough,"  to  be  confusing  to  the  public.  The  Internet's  21st 
Century,  "boundary-free'  technology  began  to  coUide  with  19th  Century  "territorial" 
trademark  law.  'iSvo  very  powerful  groups,  trademark  owners  (approximately 
800,000  alone  on  the  U.S.  Patent  and  Trademark  Office's  active  register)  and  do- 
main name  holders  (now,  approximately  1,500,000,  just  at  Network  Solutions)  began 
to  complain  about  each  other. 

The  Legal  Problem 

On  the  one  side,  the  trademark  owners  of  the  world  have  spent  vast  siuns  instill- 
ing their  trademarks  with  value.  The  Pepsi-Cola  Company,  for  example,  estimates 
its  trademark  to  be  worth  $30  Billion.  They  are  intent  upon  protecting  it.  To  trade- 
mark owners,  the  Internet  is  just  another  medium — like  billboards,  radio,  and  tele- 
vision. Trademark  owners  argue  that  the  use  of  their  trademarks  by  others  on  the 
Internet  confuses  the  public  and  dilutes  their  valuable  asset.  "There  is  a  pres\unption 
in  this  position,  however.  Trademark  owners  presume  that  a  domain  name  is  syn- 
onymous with  a  trademark. 

On  the  other  side,  we  find  the  domain  name  holders,  who  have  registered  their 
domain  names  on  a  "first-come,  first-served"  basis,  and  who  may  or  may  not  use 
the  name  for  commercial  purposes.  They  are  affronted  by  "aggressive  and  powerful 
trademark  owners"  (as  they  see  it)  who,  only  now,  see  the  benefit  of  the  new  and 
expanding  medium.  Domain  name  holders  feel  they  have  "senior  rights"  to  their  do- 
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main  names  on  the  Internet,  through  prior  use,  and  they  have  contracts  with  the 
registrar  to  have  those  domain  names. 

Most  of  these  disputes  settle.  Only  the  most  aggressive  actually  sue  each  other 
to  resolve  the  matter  between  them.  . 

Those  trademark  owners  who  do  sue,  sue  for  infringement,  dilution,  unfair  com- 
petition and  related  causes  of  action.  Trademark  owners  contend  that  the  domain 
name  holder  is  using  the  domain  name  in  commerce  and  confusing  the  public. 
Trademark  owners  argue  that  the  Internet  crosses  all  borders  and  affects  their 
trademarks  worldwide.  On  occasion,  trademark  owners  of  the  same  trademark  sue 
each  other  over  the  same  domain  name. 

Domain  name  holders  sue  for  declaratory  relief  They  point  to  the  void  m  the  law 
where  no  court  has  held  that  a  domain  name  is  sjmonymous  with  a  trademark. 
They  argue  that  trademarks  are  "territorial,"  that  is,  that  they  exist  in  each  coxmtry 
solely  according  to  that  country's  statutory  scheme.  They  argue  that  the  entire 
Internet  cannot  be  subjected  to  the  ambiguity  of  the  conflicting  trademark  laws  of 
170  different  countries;  that  the  Internet  is  more  than  a  commercial  marketplace; 
it  is  a  medium  of  free  and  open  communication.  They  argue  that  domain  name  reg- 
istration has  nothing  to  do  with  a  trademark. 

There  is  no  simple  solution,  no  quick  fix,  to  this  problem.  Both  sides  have  nghts; 
both  sides  have  strong  positions. 

Network  Solutions'  Dispute  Policy 

In  response  to  this  problem,  and  in  an  attempt  to  enhance  the  growth  of  the  Inter- 
net, in  the  Summer  of  1995,  Network  Solutions  instituted  a  Dispute  Policy  which 
tried  to  recognize  the  interests  of  both  sides,  while  attempting  to  maintain  the  posi- 
tion of  the  registrar  as  a  neutral  party.  There  have  been  approximately  150  lawsuits 
concerning  domain  names.  In  25  of  them,  trademark  owners  such  as  Panavision, 
Porsche,  YKK,  Hewlett-Packard,  Mattel  and  Prince  Sports,  have  also  sued  Network 
Solutions  in  their  cases  against  domain  name  holders  or  other  trademark  owners. 
Without  immunity  from  suit  in  this  kind  of  case,  and  without  a  single  court  decision 
which  holds  that  what  a  registrar  does  could  not  constitute  contributory  infringe- 
ment or  dilution,  Network  Solutions  instituted  its  Policy. 

The  Policy  was  a  proactive  attempt  to  be  fair  to  both  sides,  while  not  creating  any 
legal  position  one  way  or  the  other.  The  Policy  sets  out  clear  procedures  for  both 
sides,  allows  the  Internet  to  grow,  and,  yet,  attempts  to  protect  the  registrar  from 
loss.  We  did  not  ignore  the  problem.  We  took  it  head  on,  and  I  am  very  proud  of 
what  we  have  accomphshed — to  the  benefit  of  all  parties  concerned.  I  think  it  was 
the  right  thing  to  do. 

Network  Solutions  required  that  every  domain  name  holder,  who  registered  a  do- 
main name  with  Network  Solutions,  agree  to  the  Dispute  Policy,  which  was  imple- 
mented with  the  concurrence  of  the  National  Science  Foundation.  The  Policy  does 
not  resolve  disputes;  it  was  not  intended  to  resolve  disputes.  It  was  and  is  intended 
to  provide  trademark  owners  with  an  administrative  avenue  to  deal  with  domain 
name  holders,  while  providing  domain  name  holders  with  five  possible  alternatives 
and  the  time  to  consider  them.  At  the  same  time,  the  Policy  attempts  to  extricate 
the  registrar  from  the  equation.  In  the  absence  of  clear  authority  over  this  kind  of 
situation,  it  was  the  only  practical  approach. 

In  certain  circumstances,  if  the  domain  name  holder  fails  to  choose  any  of  the  op- 
tions, we  will  use  our  limited  discretion  to  suspend  a  domain  name.  Please  under- 
stand, when  a  name  is  "suspended,"  the  domain  name  holder  is  not  changed  and 
the  name  is  not  deleted.  It  is  simply  placed  in  suspension  so  that  neither  claimant 
(trademark  owner  or  domain  name  holder)  can  use  it  until  they  resolve  the  dispute. 
This,  of  course,  is  the  provision  to  which  domain  name  holders  have  objected.  Some 
domain  name  holders  believe  it  is  the  registrar's  duty  to  permit  the  domain  name 
to  continue  in  use  and,  thus,  to  incur  liability  as  a  contributory  infringer  or  diluter. 
We  do  not  agree.  The  Internet  is  a  volatile  and  fragile  new  medium  and  market- 
place. A  registrar  must  find  ways  to  resolve  issues  for  the  benefit  of  Internet 
growth,  and  its  own  viability. 

Size  of  the  Problem 

Let  us  look  at  the  results  of  the  Policy.  Network  Solutions  has  received  3,137  com- 
plaint letters  from  trademark  owners  against  domain  name  holders.  Of  those  3,137 
complaints,  1,711,  or  about  half  (54%)  resulted  in  the  application  of  the  Dispute  Pol- 
icy. Of  these  1,700  cases,  659  (or  about  38%)  are  currently  suspended  under  the 
terms  and  conditions  of  the  Dispute  Policy  .  .  .  S59  out  of  the  approximatel3' 
1,560,000  domain  names  currently  registered,  or  four  hundredths  of  1%.  The  proof 
is  in  the  numbers,  and  I  suggest  that,  on  balance,  our  Dispute  Policy  is  working 
very  well.  It  has  significantly  reduced  the  time  and  cost  of  conflict  between  the  par- 
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ties  It  is  a  practical  solution  to  a  difficult  problem  we  face  every  day.  The  problem 
is  no  different  than  other  intellectual  property  issues  (such  as  cop3rrights)  arising 
in  this  new  medium. 

A  View  To  The  Future 

Someday  we  believe,  there  will  be  no  need  for  a  domain  name  Dispute  Policy. 
Time  has  a  way  of  resolving  things.  Sufficient  legal  precedent  which  defines  the 
legal  relationship  between  trademarks  and  domain  names  will  have  evolved  and 
siich  disputes  will  have  diminished.  This  is  exactly  what  happened  in  other  new  me- 
diums throughout  history.  We  should  not  overreact  to  a  situation  that  wDl  eventu- 
ally resolve  itself.  ,  ,,  ,      .  ^   .      i    A  •  i- 

In  summary:  we  beUeve  that  the  world  s  population,  not  just  American  citizens, 
should  have  open,  immediate,  and  inexpensive  access  to  the  Internet.  It  is  a  wonder- 
fiil  medium  for  world  information,  and  for  eliminating  closed  socieUes  and  govern- 
ments On  the  other  hand,  the  intellectual  property  rights  of  world  commerce  must 
be  respected  and  facilitated.  We  must  all  liy  to  align  and  further  these  two  inter- 
ests, and  work  our  way  through  it.  i.t  n    ^u   *  •         * 

We  are  accustomed  to  immediate  results;  immediate  solutions.  Well,  that  is  not 
the  situation  before  us.  It  is  too  complex  and  too  important  to  rush  to  judgment. 
Until  there  is  a  solution,  we  believe  there  is  no  better  alternative  to  our  current  Dis- 
pute Policy,  which  maintains  a  cost-effective  approach  and  lets  the  Internet  grow. 
We  address  the  issue  every  day  and  we  try  to  make  it  fair  for  both  sides. 

I  would  like  to  thank  you,  Mr.  Chairman,  and  the  Members  of  the  Subcommittee 
for  allowing  me  to  reflect  briefly  on  these  issues.  I  will  be  happy  to  answer  any 
questions  that  you  have  to  the  best  of  my  ability. 

RESPONSE  TO  THE  DEPARTMENT  OF  COMMERCE  NOTICE  OF  INQUIRY  AUGUST  18,  1997 

What  trademark  rights  (e.g.,  registered  trademarks,  common  law  trademarks,  geo- 
graphic indications,  etc.),  if  any,  should  be  protected  on  the  Internet  vis-a-vis  domain 

Given  the  state  of  the  law  at  present,  it  is  unclear  what  rights  should  be  protected 
with  respect  to  domain  names.  Owners  of  valid  trademarks  are  protected  from  in- 
fringement and  dilution  of  those  trademarks  by  federal  statutes  enacted  in  virtually 
every  country  of  the  world.  If  trademark  laws  apply  to  domain  names,  anyone  who 
obtains  a  domain  name  under  a  registrar's  policies  of  issuance  must  do  so  subject 
to  whatever  liability  is  provided  fbr  by  law. 

A  domain  name  can  be  more  than  a  mere  Internet  address.  At  the  present  time, 
it  also  identifies  the  Internet  site  to  those  who  reach  it,  much  like  a  person's  name 
identifies  a  particular  person,  or  more  relevant  to  trademark  disputes,  a  company's 
name  identifies  a  specific  company. 

Confusion  on  the  part  of  the  public,  as  to  the  origin  or  source  of  goods  anchor  serv- 
ices is  exactly  what  the  trademark  laws  were  designed  to  protect  against.  Although 
some  trademarks  are  easily  discerned,  such  as  Pepsi  or  Ford,  other  trademarks, 
such  as  Disc  or  Acme,  are  more  difficult  to  protect.  Federal  trademark  statutes  do 
not  specifically  address  the  issues  presented  on  the  Internet.  Case  law,  however,  is 
beginning  to  emerge.  Unauthorized  use  of  a  domain  name  by  a  domain  name  holder, 
which  includes  a  protected  trademark,  to  engage  in  commercial  activity  over  the 
Internet  has  been  held  to  constitute  "use  in  commerce"  in  violation  of  federal  stat- 
utes Such  use  has  been  held  to  be  in  direct  conflict  with  federal  trademark  law. 
How  the  trademark  laws  of  the  world  will  be  applied  or  interpreted  remains  to  be 
seen  For  all  of  the  instances  when  a  domain  name  is  considered  by  the  trademark 
owner  to  be  "close  enough"  to  its  protected  trademark  to  be  disputed,  it  is  for  the 
trademark  owner,  in  its  discretion,  to  police  its  own  trademark  rights. 
Until  legislation  or  case  law  defines  the  relationships  between  the  various  intel- 
lectual property  rights  and  domain  names,  there  can  be  no  answer  to  "what  trad&^ 
mark  rights,  if  any,  should  be  protected  on  the  Internet  vis-a-vis  domain  names. 
As  with  each  new  medium  (radio,  television  and,  now,  the  Internet),  the  law  will 
continue  to  be  the  law  and  will  continue  to  apply  to  the  actions  of  the  Internets 
participants  until  a  more  suitable  framework  for  addressing  the  complexity  and 
global  nature  of  these  disputes  can  be  implemented.  ... 

Should  some  process  of  preliminary  review  of  an  application  for  registration  of  a 
domain  name  be  required,  before  allocation,  to  determine  if  it  conflicts  with  a  trade- 
mark, a  trade  name,  a  geographic  indication,  etc.?  If  so,  what  standards  should  be 
used?  Who  should  conduct  the  preliminary  review?  If  a  conflict  is  found,  what  should 
be  done,  e.g.,  domain  name  applicant  and /or  trademark  owner  notified  of  the  con- 
flict? Automatic  referral  to  dispute  settlement? 

It  has  been  proposed  that  applications  for  domain  name  registrations  be  reviewed 
to  determine  if  the  domain  name  "conflicts"  with  a  trademark,  a  tradename,  a  geo- 
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graphic  indication,  etc.  While  this  is  an  interesting  concept,  and  one  that  has  certain 
appeal  to  the  trademark  bar  and  trademark  owners,  it  is  a  concept  that  would  be 
neither  reasonable  nor  practical  in  practice. 

To  conduct  a  pre-registration  review  of  a  domain  name  application  would  probably 
require  something  like  the  "notice  of  publication"  period  in  the  trademark  registra- 
tion process.  To  establish  such  a  process  in  the  domain  name  registration  system 
would  impose  an  inordinate  cost  and  burden.  A  representative  indicator  of  the  effect 
of  such  a  requirement  lies  in  the  U.S.  Patent  and  Trademark  Office  (U.S.P.T.O).  Its 
trademark  registration  process  includes  a  16-month  pendency  period  between  the 
time  an  application  is  submitted  and  the  time  an  application  is  granted.  Network 
Solutions,  as  one  of  approximately  200  registries  worldwide,  is  currently  registering 
a  volume  of  domain  name  applications  that  is  several  times  larger  than  the  volume 
of  U.S.P.T.O.  applications  each  year.  Significant  additional  time  and  cost  would  be 
involved  by  applying  a  U.S.P.T.O. -type  process  to  domain  name  registrations. 

Determination  of  trademark  infringement  involves  the  application  of  up  to  16  dif- 
ferent factors.  In  different  parts  of  the  world,  courts  apply  varying  degrees  of  em- 
phasis to  those  factors.  A  domain  name  registrar  should  not  be  expected  to  have  the 
knowledge,  expertise  and  experience  of  an  intellectual  property  attorney  or  a  judge 
on  a  global  basis  and,  without  that,  determination  of  infringement  cannot  be  ren- 
dered. Additionally,  having  to  make  such  evidentiary  determinations  would  expose 
a  domain  name  registrar  to  significant  liability  in  the  event  a  wrong  decision  was 
made. 

The  entire  issue  of  pre-registration  determinations  becomes  even  more  difficult 
and  unreasonable  when  considering  the  global  nature  of  the  Internet.  Pre-registra- 
tion determinations  of  trademark  conflict  would  require  the  availability  of  a  data- 
base of  trademark  registrations  from  every  country  in  the  world.  Such  a  database 
does  not  exist. 

Aside  from  a  preliminary  review  process,  how  should  trademark  rights  be  protected 
on  the  Internet  vis-a-vis  domain  names?  What  entity  (ies),  if  any,  should  resolve  dis- 
putes? Are  national  courts  the  only  appropriate  forum  for  such  disputes?  Specifically, 
is  there  a  role  for  national/ international  governmental / nongovernmental  organiza- 
tions? 

Trademark  rights  should  be  policed  and  protected  on  the  Internet  in  the  same 
manner  as  they  are  in  other  aspects  of  commerce.  It  should  be  each  trademark  own- 
er's responsibility  to  monitor  domain  name  registrations,  and  to  take  appropriate  ac- 
tion against  a  domain  name  registrant  when  the  trademark  owner,  in  its  tUscretion, 
believes  its  intellectual  property  rights  are  being  violated.  The  same  forums  that 
deal  with  intellectual  property  rights  in  international  commerce  are  also  the  appro- 
priate forums  to  resolve  disputes  when  domain  name  registrants  and  trademark 
owners  are  residents  of  different  nations. 

How  can  conflicts  over  trademarks  best  be  prevented?  What  information  resources 
(e.g.  databases  of  registered  domain  names,  registered  trademarks,  trade  names) 
could  help  reduce  potential  conflicts?  If  there  should  be  a  database(s),  who  should 
create  the  database(s)?  How  should  such  a  database(s)  be  used? 

Conflicts  over  trademarks  cannot  be  prevented,  but  they  can  be  reduced.  Nothing 
will  eliminate  either  the  intentional  or  unintentional  registration  and  use  of  a  do- 
main name  on  the  Internet  by  someone  who  either  seeks  to  confuse  the  public  as 
to  the  source  of  the  product  or  service  or,  alternatively,  was  unaware  that  his/her 
actions  caused  such  confusion.  The  question,  however,  starts  with  the  premise  that 
the  millions  upon  milUons  of  potential  domain  names  will,  in  fact,  conflict  with 
trademarks.  The  premise  is  incorrect  and  will,  if  applied,  forever  change  the  nature 
and  direction  of  this  global  communications  medium.  In  fact,  to  date  Network  Solu- 
tions has  applied  its  Domain  Name  Dispute  Policy  to  about  1,300  domain  name  reg- 
istrants, or  approximately  one  tenth  of  the  one  percent  of  the  total  number  of  do- 
main name  registrants  in  the  database. 

The  conflicts,  which  will  occur  on  a  global  basis,  can  be  drastically  shortened  and 
resolved  with  minimal  cost  to  both  the  trademark  owners  and  domain  name  holders 
of  the  world  through  the  passage  of  a  simple  rule  of  civil  procedure  to  be  enacted, 
jurisdiction  by  jurisdiction,  as  it  proves  successful.  The  procedure  would  have  the 
following  goals: 

Allow  for  the  rapid  expansion  of  the  Internet; 
Keep  any  technical  portion  of  the  solution  simple  and  universal; 
Keep  the  "first-come,  first-served"  assignment  of  second-level  domain  names; 
Allow  registries  world-wide  to  follow  their  own  procedures  for  disputes; 
Limit  government  involvement,  administration  and  regulation  to  increase 
global  commercial  investment  in  the  use  of  the  Internet;  the  model  for  com- 
merce would  be  contractual  rather  than  regulatory; 
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Allow  for  the  necessary  divergence  of  trademark  law  and  legal  systems  world- 
wide; 

Prevent  the  formation  of  an  "administration"  over  disputes,  including  person- 
nel and  regulations; 

Use  only  existing  global  legal  systems; 

Protect  trademark  owners  to  the  maximum  extent  possible;  in  instances 
where  a  domain  name  directly  conflicts  with  an  identical  federal  registered 
trademark,  allow  for  an  administrative  alternative  to  judicial  proceedings  for 
domain  name  holders; 

Protect  domain  name  holders'  rights  to  use  their  own  names  or  their  assign- 
ment of  domain  names  which  predate  trademarks;  and 

Allow  jurisdictional  prerequisites  for  personal  jurisdiction  over  the  disputants 
to  be  unaffected  worldwide. 
Should  domain  name  applicants  be  required  to  demonstrate  that  they  have  a  basis 
for  requesting  a  particular  domain  name?  If  so,  what  information  should  be  sup- 
plied? Who  should  evaluate  the  information?  On  the  basis  of  what  criteria? 

No.  Inherent  in  this  question  is  the  concept  of  prescreening  and  the  accompanying 
delays  and  bureaucratic  review  that  will  bring  this  medium  to  a  standstill.  Propos- 
als have  even  surfaced  that  would  require  such  invasions  of  privacy  as  the  produc- 
tion of  the  tax  retiims,  social  security  numbers  and  corporate  charters.  Who  is 
qualified  to  review  these  materials  and  who  would  make  such  decisions?  Who  would 
decide  what  an  appropriate  "basis"  would  be?  How  would  these  decisions  be  ap- 
pealed? 

How  would  the  number  of  different  gTLDs  and  the  number  of  registrars  affect  the 
number  and  cost  of  resolving  trademark  disputes? 

An  increase  in  the  number  of  different  TLDs  would,  in  all  Ukelihood,  significantly 
increase  the  number  and  cost  of  resolving  disputes  over  the  registration  and  use  of 
domain  names.  Ignoring  the  ISO-3166  two  letter  country  code  TLDs,  trademark 
owners  presently  have  to  monitor  and  "police,"  if  they  so  choose,  three  TLDs:  .corn, 
.org,  and  .net.  A  domain  name  in  any  one  of  the  TLDs  could  be  the  subject  of  a  dis- 
pute initiated  by  a  trademark  owner  that  believed  the  registration  of  the  domain 
name  violated  the  trademark  owner's  intellectual  property  rights.  All  other  things 
being  equal,  a  trademark  owner  could  currently  be  involved  in  up  to  three  separate 
disputes,  each  with  its  corresponding  cost,  if  the  trademarked  word  or  phrase  was 
registered  as  a  domain  mime  in  each  of  the  three  TLDs.  It  logically  follows  that 
there  is  a  direct  relationship  between  the  number  of  TLDs  and  the  potential  number 
and  costs  of  disputes  related  to  the  protection  of  trademark  rights. 

An  increase  in  the  number  of  worldwide  TLDs  could  also  affect  costs  to  individual 
companies  as  they  seek  to  protect  their  trademarks  on  the  Internet  by  registering 
all  their  trademarks  as  domain  names  in  each  of  the  worldwide  TLDs.  If,  for  exam- 
ple, there  were  a  total  of  50  TLDs,  a  large  company  with  1,000  trademarks  could 
decide  to  incur  the  costs  (time  and  resources)  associated  with  registering  and  main- 
taining 50,000  domain  names  (50  times  1,000).  Such  a  burden  would  be  unreason- 
able. 

As  long  as  domain  name  registries  or  registrars  are  susceptible  to  allegations  of 
contributory  infringement  of  intellectual  property  rights  of  trademark  owners,  an  in- 
crease in  the  number  of  registries  or  registrars  would,  in  all  likelihood,  significantly 
increase  the  number  and  cost  of  resolving  disputes  over  the  registration  and  use  of 
domain  names.  More  registrars  would  simply  provide  more  candidates  for  trade- 
mark owners  to  include  as  a  named  party  to  Utigation.  The  potential  for  cost  growth 
would  be  compounded  if  the  registries  were  located  outside  the  United  States.  Reg- 
istries located  outside  the  United  States  increase  the  possibility  that  trademark-do- 
main name  disputes  would  take  on  an  international  character,  with  the  proportional 
increase  in  cost  and  complexity. 

An  increased  number  of  worldwide  TLDs  also  increases  the  possibility  of  a  type 
of  dispute  not  yet  seen.  That  dispute  would  be  between  two  registrants,  each  with 
the  same  second-level  domain  name  but  in  different  TLDs,  arguing  over  confusion 
and  superiority  of  rights  based  upon  the  date  of  registration  or  activation  of  each 
second-level  domain  name  in  its  respective  TLD.  The  significance  of  the  nature  of 
these  disputes  lies  in  the  fact  they  would  not  necessarily  involve  entities  with  trade- 
marks. They  would  involve  simply  "first  use"  on  the  Internet. 

Where  there  are  valid,  but  conflicting  trademark  rights  for  a  single  domain  name, 
are  there  any  technological  solutions? 

There  may  be  some  technical  reUef  available.  Registrars  might  employ  a  shared 
top-level  home  page  with  HTML  "links"  to  each  user.  Therefore  Delta  Airlines,  Delta 
Faucet  and  other  Delta's  would  share  a  simple  top-level  home  page,  Delta.com,  with 
"links"  to  each  one's  unique  home  page.  This  is  a  service  that  each  registrar  could 
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provide.  NSI  has  attempted  to  persuade  disputing  claimants  to  employ  this  tactic. 
All  have  declined,  preferring  to  seek  exclusive  control  at  great  risk  and  expense. 

Are  there  any  other  issues  that  should  be  addressed  in  this  area? 

The  legal  issues  related  to  the  registration  and  use  of  domain  names  are  complex 
and  multifaceted.  Answers  are  not  readily  at  hand  because  of  the  absence  of  legisla- 
tion pertaining  to  the  relationships  between  domain  names  and  intellectual  property 
rights.  Even  when  existing  legislation  may  apply,  it  varies  from  country  to  country. 
Case  law  is  just  starting  to  evolve,  and  that  too,  will  vary  from  country  to  country. 

Beyond  the  applicability  of  existing  and  emerging  intellectual  property  laws,  legal 
issues  must  include  consideration  of  international  laws  such  are  embodied  in  the 
Paris  and  Berne  Conventions.  These,  and  possibly  others,  must  be  examined  for  ap- 
plicability to  the  area  of  DNS  and  the  Internet. 

In  addition  to  intellectual  property  matters,  the  United  States  has  federal  statutes 
which  limit  or  prohibit  the  use  of  specific  words  or  phrases.  For  example,  the  U.S. 
Amateur  Sports  Act  addresses  the  use  of  the  words  Olympic,  Olympiad  and  Citius 
Altius  Fortius  (the  Ol3Tnpic  motto).  There  are,  in  all  likelihood,  similar  statutes  in 
most  countries  of  the  world  that  must  be  considered  when  dealing  with  legal  issues 
related  to  global  domain  name  registration  and  use. 
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TESTIMONY  OF  GABRIEL  A.  BATTISTA 
CEO  OF  NETWORK  SOLUTIONS,  INC. 

BEFORE  THE 

SUBCOMMITTEE  ON  COURTS  AND  INTELLECTUAL  PROPERTY 

HOUSE  JUDICIARY  COMMITTEE 

NOVEMBER  5, 1997 

Pursuant  to  Presidential  directive,  the  Secretary  of  Commerce  has  been  directed: 

"[to]  support  efforts  to  make  the  governance  of  the  domain  name  system  pnvate 
and  competitive  and  to  create  a  contractually  based  self-regulatory  regime  that 
deals  with  potential  conflicts  between  doinain  name  usage  and  trademark  laws  on 
a  global  basis." 

Network  Solutions.  Inc.  has  created  and  implemented  a  contractually-based  policy  for 
dealing  with  these  conflicts  in  a  way  which  encourages  open,  immediate  and  inexpensive  access 
to  the  Intemet.  while  respecting  the  intellectual  property  rights  of  world  commerce. 

There  is  a  vacuum  in  intemational  law  defining  the  relationship  between  domain  names, 
which  are  global,  and  trademarks,  which  are  governed  by  various  national  statutes.  As  a  result  of 
a  few  highly  visible  cases,  the  extent  of  conflict  between  trademark  owners  and  domain  name 
holders  is  perceived  to  be  greater  than  the  actual  facts  suppon.     Since  July  1995.  Network 
Solutions  has  applied  its  dispute  policy  to  1700  disputes  in  1.6  million  registrations,  lc..  one- 
tenth  of  1%  of  registrations.    In  other  words,  one  in  one  thousand  registrations  result  in  a  full 
blown  dispute.  Some  of  these  disputes  have  resulted  m  lawsuits  brought  by  the  trademark  owner 
or  the  domain  name  holder  against  the  other  claimant.   To  date,  we  are  aware  of  approximately 
ISO  lawsuits.  36  of  which  also  have  included  Network  Solutions,  as  registrar  of  the  domain 
names  in  issue.     All  registrars  will  eventually  experience  such  difficuliies  as  the  worldwide 
volume  of  registrations  grows  to  U.S    levels      Network  Solutions'  policy  provides  trademark 
owners  with  an  administrative  avenue  to  deal  with  domain  name  holders,  while  providing  domain 
name  holders  with  vanous  alternatives  and  the  time  to  consider  them. 
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TESTIMONY  OF  GABRIEL  A.  BATTISTA 
CEO  OF  NETWORK  SOLUTIONS,  INC. 

BEFORE  THE 

SUBCOMMITTEE  ON  COURTS  AND  INTELLECTUAL  PROPERTY 

HOUSE  JUDICLUIY  COMMITTEE 

NOVEMBERS,  1997 

Good  morning,  Mr.  Chairman.  Members  of  the  Subcommittee,  I  am  Gabe 
Banista,  the  CEO  of  Networlc  Solutions,  Inc.  I  welcome  the  opportunity  to  appear  before 
you  today  to  address  what  we,  at  Networlc  Solutions,  believe  to  be  one  of  the  critical 
issues  affecting  the  future  stability  of  the  Internet  -  the  trademark-domain  name 
controversy. 

Introdnctjon 

Network  Solutions  is  a  publicly-held  corporation  located  in  Hemdon,  Virginia. 
We  have  approximately  250  employees,  all  of  whom  are  engaged  in  Internet  or  Intranet 
related  activities. 

In  1992.  the  National  Science  Foundation  (NSF).  through  a  competitive  bid,  chose 
Network  Solutions  to  manage  and  enhance  the  domain  name  registration  system  in  the 
U.S.  Just  two  years  ago,  this  small  effort  required  registering  only  200  domain  names  per 
month  onto  the  Internet  Today  the  volume  has  reached  more  than  123,000  names  per 
month,  with  a  total  of  ^proximately  1.6  million  registrations  to  date.  This  growth,  which 
has  been  primarily  in  the  number  of  registrants  in  the  commercial  zone  on  the  Internet,  is 
shown  in  Figure  1.  It  is  this  tremendous  explosion,  with  conflicting  commercial  interests, 
which  has  caused  stress  on  the  historical  system  and  procedures  of  the  Internet. 
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In  spite  of  the  growing  stress,  the  current  domain  name  system  is  relatively  easy 
to  use,  inexpensive,  robust  in  the  face  of  such  growth,  and  financially  self-sufficient. 
While  largely  U.S.-based  expansion  raised  a  number  of  critical  issues,  international 
growth  in  domain  names  now  requires  even  greater  coordination  and  global  solutions  to 
these  problems. 

Two  critical  issues  facing  the  various  governmental  and  non-governmental 
participants  in  the  Internet  are  (I)  governance  and  (2)  the  trademark-Internet  domain 
name  controversy.  I  spoke  before  Chairman  Pickering  and  the  House  Basic  Research 
Subcommittee  on  September  25,  1997.  concerning  Internet  governance,  and  I  am  pleased 
to  discuss  the  trademark -domain  nante  controversy  here  today. 

In  addition,  many  key  issues  on  this  exact  topic  were  raised  by  the  Department  of 
Commerce's  Notice  of  Inquiry  on  Internet  Administration,  Docket  No.  970613137-7137- 
01  and  our  response  of  August  18,  1997.  Included  herein  are  Network  Solutions' 
responses  to  the  issues  raised  by  the  Department  of  Commerce's  Notice  of  Inquiry,  which 
directly  relate  to  this  Subcommittee's  hearings  today. 

The  Subcommittee  also  should  note  that  Network  Solutions,  while  one  of  the 
larger  registrars  (if  not  the  largest)  is  but  one  of  neariy  200  registrars  of  domain  names 
world  wide.  How  the  different  Internet  registrars  deal  with  trademark  issues  varies  by  the 
level  of  governmental  oversight,  the  applicable  national  law  and  legal  system,  volume, 
cost  and  liability.  Attached  to  this  testimony  is  a  partial  sumnuuy.  for  comparison 
purposes,  of  the  dispute  policies  for  a  number  of  other  registrars.  Many  such  policies  are 
not  available  in  English.  Additionally,  and  more  importantly,  no  explanation  of  their 
interpretation  and  application  in  actual  disputes  is  available.    Our  thai\ks  to  Geoffrey 
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Gussis,  a  third-year  law  student  at  Washington  University  School  of  Law  in  St.  Louis,  for 
his  permission  to  attach  his  comparative  review  of  registrar  dispute  policies,  available  to 
everyone  on  the  Internet. 

Additionally,  as  further  examples,  the  dispute  policies  of  China.  Ireland  and 
Nominet  UK  are  appended  for  comparison. 

Further,  a  paper  written  on  Network  Solutions'  dispute  policy,  included  in  the 
Harvard  publication  Coordinating  the  Internet,  edited  by  Brian  Kahin  and  James  Keller 
(MTT  Press.  1997)  is  appended  for  the  convenience  of  the  Subcommittee. 

Finally,  a  copy  of  Network  Solutions'  current  Dispute  Policy  is  appended  for  the 
Subcommittee's  convenience. 

In  my  few  minutes  here  this  morning,  let  me  (1)  give  you  an  overview  of  the 
issue;  (2)  a  sense  of  the  legal  problems  involved.  (3)  tell  you  how  Network  Solutions  has 
managed  the  problem,  (4)  present  some  actual  statistics  indicating  the  size  of  the  problem 
and,  (5)  fmally,  offer  some  observations  for  the  future. 
Overview 

When  the  Internet  began,  few  were  worried  about  trademark  law.  The  Inteinet, 
largely  a  military,  and  research  and  education  medium  for  the  Defense  Department  and 
academicians,  was  not  being  used  for  commercial  purposes.  With  the  onset  of 
commercial  usage  in  early  1995.  conflicts  surfaced  between  trademark  owners  and 
domain  name  holders.  By  its  very  nature,  the  Internet  is  international;  it  knows  no 
borders.  Once  connected,  the  entire  globe  is  accessible.  It  did  not  take  long  for  the 
commercial  interests  here  in  the  United  States  and  the  international  community  to  see  the 
value  in  this  new  medium  as  a  marketplace. 
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Existing  side  by  side  with  this  new  medium  was  the  law  of  trademarks,  with  all  of 
its  complexity.  There  are  common  law  trademarks,  federally-registered  trademarks, 
stale-registered  trademaiics,  and  trademarks  which  are  licensed  by  the  owner  to  others. 
Then,  of  course,  there  are  also  trademarks  registered  by  170  countries  all  over  the  world, 
with  differing  standards  and  procedures  for  registration,  enforcement,  opposition  and 
maintenance,  and  finally,  there  are  various  applicable  international  treaties.  There  is  no 
uniform,  consistent  body  of  trademark  law  to  which  the  world  adheres.  International 
trademark  protection  is  complex,  as  each  country  has  different  rules  and  requirements, 
and,  most  critical  to  our  purpose  here,  none  of  it  speaks  to  the  relationships  between 
trademarks  and  domain  names. 

As  the  Internet  commercialized,  and  more  and  more  domain  names  were 
registered,  those  domain  names  were  viewed  by  trademark  owners  as  identical  to  their 
trademarks,  or  "similar  enough,"  to  be  confusing  to  the  public.  The  Internet's  21" 
Century,  "boundary-free"  technology  began  to  collide  with  19*  Century  "territorial" 
trademark  law.  Two  very  powerful  groups,  trademark  owners  (approximately  800,000 
alone  on  the  U.S.  Patent  and  Trademark  Office's  active  register)  and  domain  name 
holders  (now.  approximately  1 .500,000,  just  at  Network  Solutions)  began  to  complain 
about  each  other. 
The  Legal  Problem 

On  the  one  side,  the  trademark  owners  of  the  world  have  spent  vast  sums 
instilling  their  trademarks  with  value.  The  Pepsi-Cola  Company,  for  example,  estimates 
its  trademark  to  be  worth  $30  Billion.  They  are  intent  upon  protecting  it.  To  trademark 
ownen.  the  Internet  is  just  another  medium  -  like  billboards,  radio,  and  television. 
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Trademark  owners  argue  that  the  use  of  their  trademarks  by  others  on  the  Internet 
confuses  the  public  and  dilutes  their  valuable  asset.  There  is  a  presumption  in  this 
position,  however.  Trademark  owners  presume  that  a  domain  name  is  synonymous  with 
a  trademark. 

On  the  other  side,  we  find  the  domain  name  holders,  who  have  registered  their 
domain  names  on  a  'Tirst-come,  first-served"  basis,  and  who  may  or  may  not  use  the 
name  for  commeicial  purposes.  They  are  affronted  by  "aggressive  and  powerful 
trademark  owners"  (as  they  see  it)  who.  only  now.  see  the  benefit  of  the  new  and 
expanding  medium.  Domain  nanie  holders  feel  they  have  "senior  rights"  to  their  domain 
names  on  the  Internet,  through  prior  use,  and  they  have  contracts  with  the  registrar  to 
have  those  domain  names. 

Most  of  these  disputes  settle.  Only  the  most  aggressive  actually  sue  each  other  to 
resolve  the  nutter  between  them. 

Those  trademark  owners  who  do  sue,  sue  for  infringement,  dilution,  unfair 
competition  and  related  causes  of  action.  Trademark  owners  contend  that  the  domain 
name  holder  is  using  the  domain  name  in  commerce  and  confusing  the  public. 
Trademark  owners  argue  that  the  Internet  crosses  all  borders  and  affects  their  trademarks 
worldwide.  On  occasion,  trademark  owners  of  the  same  trademark  sue  each  other  over 
the  same  domain  name. 

Domain  name  holders  sue  for  declaratory  relief.  They  point  to  the  void  in  the  law 
where  no  court  has  held  that  a  domain  name  is  synonymous  with  a  trademark.  They 
argue  that  trademarks  are  "territorial,"  that  is,  that  they  exist  in  each  country  solely 
according  to  that  country's  statutory  scheme.  They  argue  that  the  entire  Internet  cannot 
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be  subjected  to  the  ambiguity  of  the  conflicting  trademark  laws  of  170  different 
countries;  that  the  Internet  is  more  than  a  comnKrcial  marketplace;  it  is  a  medium  of  free 
and  open  communication.  They  argue  that  domain  name  registration  has  nothing  to  do 

with  a  trademark. 

There  is  no  simple  solution,  no  quick  fix.  to  this  problem.  Both  sides  have  rights; 

both  sides  have  strong  positions. 
Network  Solutions'  DbnuU  PoUq 

In  response  to  this  problem,  and  in  an  attempt  to  enhance  the  growth  of  the 
Internet,  in  the  Summer  of  1995.  Network  Solutions  instituted  a  Dispute  Policy  which 
tried  to  recognize  the  interests  of  both  sides,  while  attempting  to  maint«n  the  position  of 
0^  registrar  as  a  neutral  party.  There  have  been  approximately  150  lawsuits  concerning 
domain  names.    In  25  of  them,  tradenurk  owners  such  as  Panavision.  Porsche.  YKK, 
Hewlett-PKkard.  Mattel  and  Prince  Sports,  have  also  sued  Network  Solutions  in  their 
cases  against  domain  name  holden  or  other  trademark  owners.  Without  immunity  from 
suit  in  this  kind  of  case,  and  without  a  single  court  decision  which  holds  that  what  a 
registrar  does  could  not  constitute  contributory  infringement  or  dilution.  Network 

SolutiofU  instituted  its  Policy. 

TTw  Policy  was  a  pK)active  attempt  to  be  fair  to  both  sides,  while  not  creating  any 

legal  position  one  way  or  the  other.  Tl*  Policy  sets  out  clear  procedures  for  both  sides, 
allows  the  Internet  to  gn>w.  and.  yet.  attemptt  to  protect  the  registrar  from  lott.  Wedid 
not  ignore  the  pnMem.  We  took  it  he«l  on,  and  1  am  very  proud  of  what  we  have 
accompUshed- to  the  benefit  of  all  parties  concerted.  1  think  it  was  the  right  thing  to  do. 
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Network  Solutions  required  that  every  domain  name  holder,  who  registered  a 
domain  name  with  Network  Solutions,  agree  to  the  Dispute  Policy,  which  was 
implemented  with  the  concurrence  of  the  National  Science  Foundation.  The  Policy  does 
not  resolve  disputes;  it  was  not  intended  to  resolve  disputes.  It  was  and  is  intended  to 
provide  trademark  owners  with  an  administrative  avenue  to  deal  with  domain  name 
holders,  while  providing  domain  name  holders  with  five  possible  altematives  and  the 
time  to  consider  them.  At  the  same  time,  the  Policy  attempts  to  extricate  the  registrar 
from  the  equation.  In  the  absence  of  clear  authority  over  this  kind  of  situation,  it  was  the 
only  practical  approach. 

In  certain  circumstances,  if  the  domain  name  holder  fails  to  choose  any  of  the 
options,  we  will  use  our  limited  discretion  to  suspend  a  domain  name.  Please  understand, 
when  a  name  is  "suspended",  the  domain  name  holder  is  not  changed  and  the  name  is  not 
deleted.  It  is  simply  placed  in  suspension  so  that  neither  claimant  (trademark  owner  or 
domain  name  holder)  can  use  it  until  they  resolve  the  dispute.  This,  of  course,  is  the 
provision  to  which  domain  name  holders  have  objected.  Sonte  domain  name  holders 
believe  it  is  the  registrar's  duty  to  permit  the  domain  name  to  continue  in  use  and,  thus,  to 
incur  liability  as  a  contributory  infringer  or  diluter.  We  do  not  agree.  The  Internet  is  a 
volatile  and  fragile  new  medium  and  marketplace.  A  registrar  must  find  ways  to  lesolve 
issues  for  the  benefit  of  Internet  growth,  and  its  own  viability. 
Size  of  the  Problem 

Let  us  look  at  the  results  of  the  Policy.  Network  Solutions  has  received  3.137 
complaint  letters  from  trademark  owners  against  doimun  name  holders.  Of  those  3,137 
complaints.  1.71 1.  or  about  half  (54%)  resulted  in  the  application  of  the  Dispute  Policy. 
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Of  these  1.700  cases.  659  (or  about  38%)  arc  currcnUy  suspended  under  the  terms  and 
conditions  of  the  Dispute  Policy...659  out  of  the  approximately  1.560.000  domain  names 
eunendy  registered,  or  four  hundredths  of  1  %.  TTie  proof  is  in  the  numbers,  and  I 
suggest  that,  on  balance,  our  Dispute  Policy  u  working  very  well  It  has  signiOcanUy 
reduced  the  time  and  cost  of  conflict  between  the  pities.  It  is  a  pr«rtical  solution  to  a 
difncult  problem  we  f«:e  every  day.  TV  problem  U  no  different  than  other  intellectual 
property  issues  (such  as  copyrights)  arising  in  this  new  medium. 
|/kVtewToTheFutur» 

Someday,  we  believe,  there  will  be  no  need  for  a  domain  name  Dispute  Policy. 
Time  has  a  way  of  resolving  things.  Sufficient  legal  precedent  which  defines  the  legal 
relationship  between  trademarics  and  domain  names  will  have  evolved  and  such  disputes 
will  have  diminished.  THU  is  exactly  what  happened  in  other  new  mediums  throughout 
history.  We  should  not  overreact  to  a  situation  that  wiU  eventuaUy  resolve  itself. 

In  summary:  we  believe  that  the  world's  population,  not  just  American  citizens, 
should  have  open,  immediate,  and  inexpensive  access  to  the  Internet  It  is  a  wonderful 
medium  for  world  information,  and  for  eliminating  closed  societies  and  governments.  On 
the  odier  hand,  the  intellectual  property  rights  of  world  commerce  must  be  respected  and 

fKililated.  We  must  an  try  to  aUgn  and  further  these  two  interests,  and  work  our  way 

throu^it 

We  art  accustomed  to  imnwiiate  resuhs;  immediate  sohitioos.  Well,  that  U  not 

the  situation  before  us.  It  is  too  complex  and  too  important  to  rush  to  judgment  Until 
there  is  a  solution,  we  believe  there  u  no  better  alternative  to  our  current  Dispute  PoUcy. 
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which  maintains  a  cost-effective  approach  and  lets  the  Internet  grow.    We  address  the 
issue  every  day  and  we  try  to  make  it  fair  for  both  sides. 

I  would  like  to  thank  you.  Mr.  Chairman,  and  the  Members  of  the  Subcommittee 
for  allowing  me  to  reflect  briefly  on  these  issues.  I  will  be  h^py  to  answer  any  questions 
that  you  have  to  the  best  of  my  ability. 

Response  to  the  Department  of  Commerce 

Notice  of  Inquiry 

August  18. 1997 

What  trademark  rights  (e.g..  registered  trademarks,  common  law  trademarks, 
geographic  indications,  etc.).  if  any.  should  be  protected  on  the  Internet  vis-a-vis  domain 
names? 

Given  die  state  of  the  law  at  present,  it  is  unclear  what  righu  should  be  protected 
with  respect  to  domain  names.  Owners  of  valid  trademarlcs  are  protected  from 
infringement  and  dilution  of  those  trademarks  by  federal  statutes  enacted  in  virtually 
every  country  of  the  world.  If  traderoailc  laws  apply  to  domain  names,  anyone  who 
obtains  a  domain  name  under  a  registrar's  policies  of  issuance  must  do  so  subject  to 
whatever  liability  it  provided  for  by  law. 

A  domain  name  can  be  more  than  a  mere  Internet  address.  At  the  present  time,  it 
also  identifies  the  Internet  site  to  those  who  reach  it.  much  like  a  person's  name  identifies 
a  particular  person,  or  more  relevant  to  trademark  disputes,  a  company's  name  identifies 
a  specific  company. 

Confiision  on  the  pan  of  the  public,  as  to  the  origin  or  source  of  goods  and/or 
services,  is^xactly  what  the  tradenurk  laws  were  designed  to  protect  against  Although 
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some  trademarks  are  easily  discerned,  such  as  Pepsi  or  Ford,  other  trademarks,  such  as 
Disc  or  Acme,  are  more  difTicult  to  protect  Federal  trademark  statutes  do  trat  specifically 
address  the  issues  presented  on  the  Internet  Case  law,  however,  is  beginning  to  emerge. 
Unauthorized  use  of  a  domain  name  by  a  domain  name  holder,  which  includes  a 
protected  trademark,  to  engage  in  conunercial  activity  over  the  Internet  has  been  held  to 
constitute  "use  in  commerce"  in  violation  of  federal  statutes.  Such  use  has  been  held  to 
be  in  direct  conflict  with  federal  tradentark  law.  How  the  trademark  laws  of  the  world 
will  be  applied  or  interpreted  remains  to  be  seen.  For  all  of  the  instances  when  a  domain 
name  is  considered  by  the  trademark  ovmer  to  be  "dose  enough"  to  its  protected 
urademark  to  be  disputed,  it  is  for  the  trademark  owner,  in  its  discretion,  to  police  its  own 
tradetnark  rights. 

Until  legislation  or  case  law  defues  the  relatiooships  between  the  various 
intellectual  property  rights  and  domain  names,  there  can  be  no  answer  to  "what  trademark 
righu,  if  any,  should  be  protected  on  the  Intenet  vis-k-vis  domain  names."  As  with  each 
new  medium  (radio,  television  and,  now.  the  Internet),  the  law  will  continue  to  be  the  law 
and  will  continue  to  apply  to  the  actioiu  of  the  Internet's  participanu  until  a  more 
suitable  framework  for  addressing  the  complexity  and  global  nature  of  these  diqwtes  can 
be  implemented. 

Should  some  process  <rf  preliminary  review  of  an  application  for  registration  of  a 
domain  name  be  required,  brfore  allocation,  to  determine  ^it  coi^Ucts  with  a  trademark, 
a  trade  name,  a  geographic  indication,  etc.?  If  so,  what  standards  should  be  used?  Who 
should  conduct  the  preliminary  review?  If  a  conflict  is  found,  what  should  be  done,  e.g.. 
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domain  name  applicant  and/or  trademark  owner  notified  of  the  conflict?  Automatic 
referral  to  dispute  settlement? 

It  has  been  proposed  that  applications  for  domain  name  registrations  be  reviewed 
to  determine  if  the  domain  name  "conflicts"  with  a  trademark,  a  tradename,  a  geographic 
indication,  etc.  While  this  is  an  interesting  concept,  and  one  that  has  certain  appeal  to  the 
trademark  bar  and  trademark  owners,  it  is  a  concept  that  would  be  neither  reasonable  nor 
practical  in  practice. 

To  conduct  a  pre-registration  review  of  a  domain  name  application  would 
probably  require  something  like  the  "notice  of  publication"  period  in  the  trademark 
registration  process.  To  establish  such  a  process  in  the  domain  name  registration  system 
would  impose  an  inordinate  cost  and  burden.  A  representative  indicator  of  the  effect  of 
such  a  requirement  lies  in  the  U.S.  Patent  and  Trademark  Office  (U.S.P.T.O).  Its 
trademark  registration  process  includes  a  16-nionth  pendency  period  between  the  time  an 
application  is  submitted  and  the  time  an  {plication  is  granted.  Network  Solutions,  as 
one  of  approximately  200  registries  woridwide,  is  currently  registering  a  volume  of 
domain  name  applications  that  is  several  times  larger  than  the  volume  of  U.SJ>.T.O. 
^plications  each  year.  Significant  additional  time  and  cost  would  be  involved  by 
applying  a  U.S.P.T.O.-type  process  to  domain  name  registrations. 

Determination  of  trademark  infringement  involves  the  application  of  up  to  16 
different  factors.  In  different  parts  of  the  worid,  courts  apply  varying  degrees  of 
emphasis  to  those  factors.  A  domain  name  registrar  should  not  be  expected  to  have  the 
knowledge,  expertise  and  experience  of  an  intellectual  property  attorney  or  a  judge  on  a 
^obal  basis  and,  without  that,  determination  of  infringement  cannot  be  rendered. 
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Additionally,  having  to  make  such  evidentiary  determinations  would  expose  a  domain 
name  registrar  to  significant  liability  in  the  event  a  wrong  decision  was  made. 

The  entire  issue  of  pre-registration  determinations  becomes  even  more  difTicult 
and  unreasonable  when  considering  the  global  nature  of  the  Internet.  Pre-registration 
determinations  of  trademark  conflict  would  require  the  availability  of  a  database  of 
trademark  registrations  from  every  country  in  the  world.  Such  a  database  docs  not  exist 

Aside  from  a  preliminary  review  process,  how  should  trademark  righu  be 
protected  on  the  Internet  vis-a-vis  domain  names?  What  entity  (ies),  if  any.  should 
resolve  disputes?  Are  national  courts  the  only  appropriate  forum  for  such  disputes? 
Specifically,  is  there  a  role  for  nationalAnterruitional  govemmentalMongovenunental 
organizations? 

Trademark  rights  should  be  policed  and  protected  on  the  Intemet  in  the  same 
manner  as  they  are  in  other  aspects  of  commerce.  It  should  be  each  trademark  owner's 
responsibility  to  monitor  domain  name  registrations,  and  to  take  appropriate  action 
against  a  domain  name  registrant  when  the  trademark  owner,  in  its  discretion,  believes  its 
intellectual  property  rights  are  being  violated.  The  same  forums  that  deal  with 
intellectual  property  rights  in  international  commerce  are  also  the  appropriate  fonims  to 
resolve  disputes  when  domain  name  registrants  and  trademark  owner?  are  residents  of 
different  nations. 

How   can   conflicts   over  trademarks  best  be  prevented?    What   information 
resources  (e.g.  databases  of  registered  domain  names,  registered  trademarks,  trade 
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names)  could  help  reduce  potential  conflicts?  If  there  should  be  a  database(s).  who 
should  create  the  database(s)?  How  should  such  a  database(s)  be  used? 

Conflicts  over  trademarks  cannot  be  prevented,  but  they  can  be  reduced.  Nothing 
will  eliminate  either  the  intentional  or  unintentional  registration  and  use  of  a  domain 
name  on  the  Internet  by  someone  who  either  seeks  to  confuse  the  public  as  to  the  source 
of  the  product  or  service  or.  alternatively,  was  unaware  that  his/her  actions  caused  such 
confusion.  The  question,  however,  starts  with  the  premise  that  the  millions  upon  millions 
of  potential  domain  names  will,  in  fact,  conflict  with  trademarks.  The  premise  is 
incorrect  and  will,  if  applied,  forever  change  the  nature  and  direction  of  this  global 
communications  medium.  In  fact,  to  date  Network  Solutions  has  applied  its  Domain 
Name  Dispute  Policy  to  about  1 ,300  domain  name  registranu,  or  approximately  one  tenth 
of  the  one  percent  of  the  total  number  of  domain  name  registrants  in  the  database. 

The  conflicts,  which  will  occur  on  a  global  basis,  can  be  drastically  shortened  and 
resolved  with  minimal  cost  to  both  the  trademark  owners  and  domain  name  holders  of  the 
world  through  the  passage  of  a  simple  rule  of  civil  proceduie  to  be  enacted,  jurisdiction 
by  jurisdiction,  as  it  ptoves  successful.  The  procedure  would  have  the  following  goals: 

♦  Allow  for  the  rapid  expansion  of  the  Internet: 

♦  Keep  any  technical  poctioa  of  the  solution  tinq>ie  and  univcfsal; 

♦  Keep  the  "first-come,  first-served"  assignment  of  second-level  domain  names; 

♦  Allow  registries  worid-wide  to  follow  their  own  ptoceduies  for  disputes: 

♦  Limit  govetmnent  involvement,  administratioo  and  regulation  to  increase  global 
commeicial  investment  in  the  uae  of  the  Internet:  the  model  for  conamcfce  would 
be  contnctual  rather  than  regulaiocy; 

♦  Allow  for  the  necessary  diverfenoe  of  tradematfc  law  and  legal  systems 
woridwide; 
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«  Prevent  the  formation  of  an  "administraUon"  over  disputes,  including  personnel 
and  regulations; 

♦  Use  only  existing  global  legal  systems; 

«  Protect  trademark  owners  to  the  maximum  extent  possible;  in  instances  where  a 
domain  name  directly  conflicts  with  an  identical  federal  registered  trademark, 
allow  for  an  administrative  alternative  to  judicial  proceedings  for  domain  name 

holders; 

♦  Protect  domain  name  holders'  rights  to  use  their  own  names  or  their  assignment 
of  domain  names  which  predate  trademarks;  and 

♦  Allow  jurisdictional  prerequisites  for  personal  jurisdiction  over  the  disputants  to 
be  unaffected  worldwide. 


ShouU  domain  name  applicants  be  required  to  demonstrate  that  they  have  a  basis 
for  requesting  a  particular  domain  name?  If  so.  what  information  should  be  supplied? 
Who  should  evaluate  the  ii^ormation?  On  the  basis  of  what  criteria? 

No.  Inherent  in  this  question  is  the  concept  of  prescreening  and  the  accompanying 
delays  and  bureaucratic  review  that  will  bring  this  medium  to  a  standstill.  Proposals  have 
even  surfaced  that  would  require  such  invasions  of  privacy  as  the  production  of  the  tax 
returm.  social  security  numbers  and  corporate  charters.  Who  is  qualified  to  review  these 
materials  and  who  would  make  such  decisioiit?  Who  would  decide  what  an  appropriate 
"basis"  would  be?  How  would  these  decisions  be  appealed? 

Haw  would  the  number  cfd^erenl  gTLDs  and  the  number  cf  registrars  affect  the 
number  and  cost  of  resolving  trademark  disputes  ? 

An  increase  in  the  number  of  different  TLD.  would,  in  all  likelihood.  significanUy 
increase  the  number  and  cost  of  resolving  disputes  over  the  registration  and  use  of 
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domain  names.  Ignoring  the  ISO-3166  two  letter  country  code  TLDs.  trademark  owners 
presently  have  to  monitor  and  "police",  if  they  so  choose,  three  TLDs:  .com,  .org.  and 
.net.  A  domain  name  in  any  one  of  the  TLDs  could  be  the  subject  of  a  dispute  initiated 
by  a  trademark  owner  that  believed  the  registration  of  the  domain  name  violated  the 
trademark  owner's  intellectual  property  rights.  All  other  things  being  equal,  a  trademark 
owner  could  currently  be  involved  in  up  to  three  separate  disputes,  each  with  its 
corresponding  cost,  if  the  trademarked  word  or  phrase  was  registered  as  a  domain  name 
in  each  of  the  three  TLDs.  It  logically  follows  that  there  is  a  direct  relationship  between 
the  number  of  TLDs  and  the  potential  number  and  costs  of  disputes  related  to  the 
protection  of  trademark  rights. 

An  increase  in  the  number  of  worldwide  TLDs  could  also  affect  costs  to 
individual  companies  as  they  seek  to  protect  their  trademarks  on  the  Internet  by 
registering  all  their  trademarks  as  domain  names  in  each  of  the  worldwide  TLDs.  If,  for 
example,  there  were  a  total  of  50  TLDs.  a  large  company  with  1,000  trademarks  could 
decide  to  incur  the  costs  (time  and  resources)  associated  with  registering  and  maintaining 
SO.OOO  domain  names  (50  times  1.000).  Such  a  burden  would  be  unreasonable. 

As  long  as  domain  name  registries  or  registran  are  susceptible  to  allegations  of 
contributory  infringement  of  intellectual  property  rights  of  trademark  owners,  an  increase 
in  the  number  of  registries  or  registrars  would,  in  all  likelihood,  significantly  increase  the 
number  and  cost  of  resolving  disputes  over  the  registration  and  use  of  domain  names. 
More  registrars  would  simply  provide  more  candidates  for  trademark  owners  to  include 
as  a  named  party  to  litigation.  The  potential  for  cost  growth  would  be  compounded  if  the 
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registries  were  located  outside  the  United  States.  Registries  located  outside  the  United 
Sutes  increase  the  possibility  that  trademark-domain  name  disputes  would  take  on  an 
international  character,  with  the  proportional  increase  in  cost  and  complexity. 

An  increased  number  of  woridwide  TLDs  also  increases  the  possibility  of  a  type 
of  dispute  not  yet  seen.  That  dispute  would  be  between  two  registrants,  each  with  the 
same  second-level  domain  name  but  in  different  TLDs,  arguing  over  confusion  and 
superiority  of  rights  based  upon  the  date  of  registration  or  activation  of  each  second-level 
domain  name  in  its  lespective  TLD.  The  significance  of  the  nature  of  these  disputes  lies 
in  the  fact  they  would  not  necessarily  involve  entities  with  trademarks.  They  would 
involve  sinqily  'Tirst  use"  on  the  Internet 

Where  there  are  valid,  but  conflicting  trademark  rights  for  a  single  domain  name, 
are  there  any  technological  solutions? 

There  may  be  some  technical  relief  available.  Registrars  might  employ  a  shared 
top-level  home  page  with  HTML  links"  to  each  user.  Therefore  Delu  Airtines.  Delu 
Faucet  and  other  DelU's  would  share  a  simple  top-level  home  page.  Delta.com.  with 
"links"  to  each  one's  unique  home  page.  This  is  a  service  that  each  registrar  could 
pmvide.  NSI  has  Mtbempted  to  penuade  disputing  claimaou  to  employ  this  lactic.  All 
have  declined,  prefening  to  sedt  cxchisive  cooinri  at  gretf  risk  and  expense. 

Are  there  any  other  issues  that  should  be  addressed  in  this  area  ? 
The  legal  issues  related  to  the  registratioo  and  use  of  domait:  names  are  complex 
and  muhiteetcd.  Answers  are  not  readily  at  hand  became  of  the  absence  of  legislation 
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pertaining  to  the  relationships  between  domain  names  and  intellectual  property  rights. 
Even  when  existing  legislation  may  apply,  it  varies  from  country  to  country.  Case  law  is 
just  starting  to  evolve,  and  that  too,  will  vary  from  country  to  country. 

Beyond  the  applicability  of  existing  and  emerging  intellectual  propeity  laws,  legal 
issues  must  include  consideration  of  international  laws  such  are  embodied  in  the  Paris 
and  Berne  Conventions.  These,  and  possibly  others,  must  be  examined  for  applicability 
to  the  area  of  DNS  and  die  Internet 

In  addition  to  intellectual  property  matters,  the  United  States  has  federal  statutes 
which  limit  or  prohibit  the  use  of  specific  words  or  phrases.  For  example,  the  U.S. 
Amateur  Sports  Act  addresses  the  use  of  the  words  01yn^)ic,  Olympiad  and  Citius  Altuu 
Fortius  (the  Olympic  mouo).  There  are.  in  all  likelihood,  similar  statutes  in  most 
countries  of  the  worid  that  must  be  considered  when  dealing  with  legal  issues  related  to 
global  domain  name  registration  and  use. 
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Global  Top-Level  Domain 
Dispute  Resolution  Policies 


The  focus  of  this  study  is  a  comparative 
review  of  domain  dispute  resolution 
pohcies:  how  diffeient  countnes  deal  with 
tndemark  issues  and  domain  names. 

An  Internet  Legal  Research  Project  by 
fVofffgy  OuMis.  a  third  year  law  student  at 
tht;  Washington  L'nivcrt'tv  S.rhnoi  of  Law. 
Please  email  me  with  additions, 
corrections,  and  suggestions  at  the 
following  address: 

fpnff@digidetn.com 

Do  You  Like  This  Website? 
Rccommcnd-It  (tin)  to  a  Friend  or 
Colleague! 


iCSflj^COS 


C/21/97 

Prepanne  for  Maior 
Revision  of  Pace 
Send  all  additions, 
comments,  etc..  to 

fpoffgdicidfm  COTT 


^^a^Suvisiu  since  7/19/96 

TraiislaUons  Needed:  There  are  several  countnes  included  in  this  list  that  have  policies  «rmen  onh  in 
their  naUve  language.  If  anyone  would  like  to  volunteer  to  translate  the  relevant  dispute  policy  portion>. 
I  would  giratJy  appreciate  it.  Check  below  to  see  if  any  site  has  a  lancuace  name  next  to  ii 

•"  Please  note  that  the  final  online  product  will  be  streamlined  for  easier  navicaiion.  and  us  current  torm  ix 
only  for  quick  and  easy  updating 


Ceuaczy  nc 


ITop-Level 
I  Domain 


nc   CoBCaet 
kin  Disputa   Volley  tTRI. 
a»lav«nt    rellCY   rercien    (Data) 
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t.nr.//w»,w  nrfini'"^'-'' """ ' hoMmnMfrs°'atnca.j- 


hltp://w<».>i.  ynardpp'ffirms  h'.m 


r6  El  Adttunisirador  del  dominio  NO  sc  nice  responsable  cc 
conOicios  por  nombres  o  marcas  onginaoos  a  panir  a;  resenas  ct 
Bombres  de  dom.nio.  U  responsabilidaa  score  tl  panicuix 
konwponde  integrameme  a  laemidad  solicuante  En  panicular  1j 
fcnudad  solicitante  $e  hace  responsable  aJ  sohciur  un  nomore  at 
idomimo  de  cuaJquier  conflicio  u  oiensa  que  pueda  surcir  con 
Ulfuna  oira  emidid.  en  cuanio  al  uso  de  nombres  que  represenien 
jmarcas  o  identifiquen  a  otra  entidad  o  a  producws  y/o  serMcios 
nfrecidos  por  otnM.' 

Ifniis  seems  lo  indicate  thai  the  .-Kreentinian  NIC  will  not  be 
kesponsible  for  domain  name  conflicts,  they  are  lett  lo  the  the 
Isolicitmg  entity! 


^ll«gT-«li> 


hitp/'uwu    i-inu-  nft/rv'"-»-v  htmt»r.-<!0 

rin  the  case  of  connicting  name  requests  between  an  applicant  and 
an  existing  listing  held  bv  the  oelecaied  auihoniN .  .i  is  leti  to  the 
panics  concerned  (applicant  and  listed  entity  )  to  resoixe  such 
matters,  and  report  to  the  delegated  authority  il  the  resolution 
imcludes  a  change  of  registration  details  Domain  names  ma\  be 
removed  from  the  registration  function  s  records  upon  receipt  oi 
(wntten  advice  indicating  that  the  list  entry  should  be  removed  irom 
The  registn .  on  condition  that  the  onginal  applicant  lor  corporate 
lemm )  submits  the  advice  to  the  delegated  authority 
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■ttle«ri« 


ihnp//www  DNS  BF7  I  lecngdnv  N; 

i 

b<ttp://ww<t  DNS  BFjrgcis-doc/lfiTn-fpr^ri:'^'''^^  ""^' 

I 

r4. Applicant  agrees  that  DNS-BE  shall  have  the  nchi  to  uitharovk  j 
DDonuun  Name  trom  use  ano  registration  on  the  Internet  upon  thir.\ 
j(30>  days  prior  wntten  notice  tor  earlier  ii  oraerei  t\  tne  coun 
Should  DNS-BE  receive  a  properly  aulheniicated  order  b\  j  Belciar. 

foun  or  arbitraiion  panel  chosen  by  the  parties  nf  the  order  i<>  irom 
n  arbitration  panel,  it  should  include  wntten  CMdence  that  aii 
parries  which  will  be  bound  by  the  decision,  submitted  the  dispute 
^or  binding  arbitration  to  such  panel)  that  the  Domain  Name  m 
uispute  nghthilly  belongs  to  a  third  pany  .. 

rS.C^IApplicant  acknowledges  and  agrees  that  DNS-BE  cannot  jci 
las  an  arbiter  of  disputes  arising  out  of  the  registration  and  use  oi 
9>9main  Names.  Ac  the  same  time.  .Applicant  acknou  ledges  that 
3DNS-  BE  may  be  presented  with  evidence  that  a  Domain  Namf 
registered  by  Applicant  violates  the  ngnt>  ot  a  inira  panv   Sucn 
evidence  includes,  but  is  not  limited  to.  evidence  that  tne  Domair. 
(Name  is  identical  to  a  valid  registration  oi'  a  trademark  or  service 
mark  that  is  in  full  force  and  effect  and  owned  by  another  person  or 
jentKy.'In  those  instances  where  the  basis  or  the  claim  is  other  than 
a  registered  trademark  or  service  mark.  Applicant  shall  be  allowed 
ilo  continue  using  the  contested  Domain  Name,  unless  and  until  a 
court  order  or  arbitrator  s  judgment  to  the  contrary  in  received  by 
IDNS-BE  as  provided  in  paragraph  4 


hnp://www  .eunet.be/company/dns/dns-ic.himl 
hnp->www  an^phrlpoN.'  do  rcgiwo^P'taf^vr- br 

i 

!ftP://ftp.an<phr/publ/fape<p/formulanos/domjin-tcmpl.iic  t\i 

tllpv/ftpantphr/rHibl/fapcsr/lfirmuljnP^ 

iitir  -^w  WW  dic<v^  bP'bp-nic/ 1  ho^imaMf  ^^3^  Jip<vs  b_- 

I 

r7. 1 :  The  holder  of  a  domain  name  shall  indemnify  Digital  Svsiems 
Company  and  its  servants  or  agents  and  shall  hold  Digital  Sysiem> 
Company  and  its  terxants  or  agents  harmless  irom  and  against  any 
loss,  damage,  liability,  claim  or  expense  resulting  trom  a  claim  or 
claims  assened  by  a  third  party  regarding  ownership  ot  or  right  to 
use  the  domain  name  in  question  ' 


«Htr  -/www  canei  ca/cane L'lnde^  html  I  >muh>.on«^hu cinct  c.i 
ftt>  '  fip  cdnnci  ca<c.id<»mjin/arrlicjtii>nl.>rn> 
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CbiiM 


hltB//<,unsxtt  dec  nrh.lf  cl/chilcvl    I  ho^imjvicr^.-' j--j  ■■rhut-  .- 
ihllD  //<un«ii[g.dcf  ufhilf  Ll/chilf/.-l/M.inuj!'Mjnujl  -;n- 


rhiTii 


hnp  '/w.w»  cnc  AC  gp- 


hnp  //wwu  nif  rr,  I  domrrgig  nic  jr 


fttipv/www  nic.cr/dnminio^  htm! 


Croatia 


I      .CR 


1  officegCARNVt  hr 

ttP  '^ftD.camei.hr/Puh/rAR\fi-ionTi-n\>; 


C«»eh 
Iftmblle 


.cz 


.DK 


rLn\mj^4 


.n 


.Ht 


.DE 


tcpncr'-gopnergunei  ci.-l'j7-inl> 
(Czech) 


hllP  '»mu  dk  ne t/nic/ I  nici.^'dk  nei 

hnp  />u>.,u  dV.  nctynic/domain  himl 

The  donuin  is  already  taken: 

You  con  lest  if  the  tlonuin  is  alreaJv  taken  in  \anouN  Ma\b  This  is 
one.  If  someone  has  taken  your  domain  name  >ou  will  have  to 
prove  that: 

-  The  name  is  nfhifully  youn 

-  The  name  does  not  nghtfulK  belonc  to  the  current  ouner. 

This  can  be  done  by  contacting  the  cunrni  ovkiier.  If  you  cannot 
'«'ork  It  out  you  will  have  to  go  to  coun 


hitp 


ncn  niricixi^fijix  i"i 


http  "»m>  I'lcit  ri/n-rrkmcrpinii  him 

(5/20/96^ 

(Finnish) 


AttP  :**»  nic  ff/ 1  nicu^nic  If 

tiitp  '/wwt^  nic  ir/ProcedMff\/  (French) 


hllP  ■>»>>«  HK-  ae/  I  hotimatiff  w  n..-  .Ir 
hlir     m>u  nu  ilf  •inkjwnni.-.  himi  CJ*>I'H'\ 
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*iitp  //w*-u-  fnnhnfi  gr/DNS  I  hr.<trT^-i»i..r(a'fonnnc!  cr 

i 

!hnp  '7>vww  fnrthnri  iT/fonhnci.T>\.Srf  TKiritirnR^frr.  fiiml  1 10<>^ 

.'  3.There  is  no  irademark  status  on  the  aomain  nimc  It  is  up  to  int 

zequestor  lo  be  sure  he  is  not  violating  anyone  else  s  Trademark 

r4.The  service  irom  the  GR-NIC  is  FCFS  i First  Cotne  First  Served i 


Ill 


QUIB 


.GU 


yonner/Aing''  iinf  priu/l  l/»u  Qomain  I  [fx'ijUiCC  CgW 
Igophgri/Zuoy:;  uoy  fdu/00/gu.(^nmnin'1"'n  1*"^^  i"/r9t)' 

I 

r  We  are  bound  by  a  policy  to  assure  that  thai  the  applicant  o«  n> 
the  tradenaine  if  ihe  trad*  "vme  is  incorporated  into  aomain  name 
llf  you  are  a  proxy  tor  a  i.   ,or  corporation.  >*e  » ill  contact  the 
imanaeement  of  the  corporation  tor  authentication  ot  intormatior. 
[The  OWNER  of  the  TRADEMARK  owns  the  DOMAIN  N  ANtE 
jwhereas  the  proxy  who  is  applying  on  behalf  oi  the  corporation  will 
jbe  the  technical  contact.  If  representatives  of  the  corporation  exists 
|on  Guam  and  their  tndename  is  registered  with  Revenue  and 
fTaxauon.  vte  will  contact  those  representatives  for  authentication 
ilf  objections  anse.  we  desire  them  to  be  resolved  wuhin  the 
applicant  s  corporate  entity  before  the  processing  c>cle  conciuJCb 

I 

"We  have  received  requests  from  companies  who  are  jppl\inc  to 
protect  their  trademarks  and  not  necessarii*  twcause  the\  uesire  j 
domain  name.  The  domain  application  form  answers  thi;.  issue  ji 
the  gopher  site  at  uog2.uog.edu.  If  this  is  your  obiectnc  vou  can 
also  euard  vour  tradename  by  emailing  rev5<Suo«  eou  so  that  if 
-someone  desires  to  use  your  tradename  within  a  domain,  we  can 
email  the  applicant  to  contact  you  for  concurrance  .-Vlso.  we  will 
place  a  notification  on  the  gopher  that  applicants  claiming  vour 
nademarks  must  contact  you  also.  The  gopher  is  at.  uoc^  uog  edu 

■gopher '/uoy:'  uof  fdu/OO/gu  domaia'rryKiration 

r  As  of  July  1995.  we  have  realized  a  trademark,  responsibilitv  we 
cannot  avoid.  Because  of  the  groundbreakjnc  ci-se  ol  Kaplan  \s 
'Princeton  Review,  companies  should  have  the  nght  to  use  their 
own  trade  name  when  requesting  a  Domain  Name  II  someone  i\ 
not  usine  a  trade  name  they  are  entitled  to.  the  aflccied  panv  can 
pursue  legal  avenues  to  remedv  the  situation  Consequenilv .  IF 
;YOL-  ARE  APPLYING  FORA  DOMAIN  SAME  USING  A 
IKNOWN  TRADENAME  PLEASE  provide  us  with  contacts  to 
iwhich  we  can  fax  or  email  to  venfy  that  vou  indeed  are  the  rrc^^ 
ifor  the  tradename  ( it  would  help  if  the  name  is  copv  riehted  also  in 
Guam  bv  the  revenue  and  taxation  agency  |  The  owner  oi  the 
TRADENAMEowns  the  domain  and  not  the  pro\>     The  document 
'.below  IS  not  a  legally  binding  contract,  but  is  an  inlormal 
agreement  to  abide  by  the  requirements  of  the  local  internet 
regisir. 
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tatfUvwv.  ftlcmeiT  htm  I  tnritn.JI  XC,  gPl'  CT 


JNonnas  de  Adminisiracion  de  Dominion 

rBajo  lu  namus  de  lANA  que  ngen  la  esimctura  de  nomcres  en  c: 
iDomain  Name  Synem  DNS  <RFC  1S9I )  deben  apiicane  iu 
anismas  icgUs  para  la  asignacion  de  dominios  en  lomu  equiuiixi  > 
no  ducnminalona.  Es  inapropiado  el  uso  de  cntenos  que  entaucen 
jlos  concepios  de  "detechos  o  "propiedad'  sobre  domimos  por  pane 
kk  los  adminisoadom.  cuya  funcion  es  de   responsabihdad'  > 
fservicio"  a  la  comunidad  Intemei. 

I 

£1  icgistro  de  un  dominio  no  licne  los  ambuios  dc  Ntarca 
negistrada  y  le  corresponde  al  soticiianie  \enticar  que  >u  solici:uj 
no  esta  violando  alguna  marcx 

'Pan  eviiar  confltctos  eniie  el  regisiro  de  dominios  baio  CT.  no  e> 
•ccpiable  el  registro  de  dominios  que  genere  contusion  o  que 
iconsiiiuye  una  venuja  compeiiiiva.  de  acuerdo  a  las  normas  dr 
ntarcas  notables  aplicable  en  el  ontenamienio  mridico 
jguaiemalieco. _ 
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■«mg    Kong 


(hKMC  domain  dispute  RESOLL-nON  POLICY 
BTATEMENT 


jii.Liliia'O? 


r  4  Applicant  IS  iwponubit  for  iis  selection  ot  the  Domain  Name 
Consequemlv.  Applicant  shall  deienJ.  inoemniix  and  hoU  hannieis 
Ki)  HKNIC.  lU  officers,  directors,  employees  and  acenis.  vin  JL  CC. 
Lu  officen.  directois.  employees  and  agents,  and  .uO  tne  officers, 
idiiectofs.  employees  and  agents  of  JUCC  s  full  and  atfiliate 
piembers  icoUecuvelv.  the  -Indemnified  Parries -i  tor  an>  loss, 
damage,  expense  or  liabilitv  resulting  from  anv  claim,  action  or 
JDC       <»emand  ansmg  out  of  or  related  to  the  use  or  registrmon  oi  the 
Domain  Name,  mcludmg  reasonable  attomevs  lee*  Such  claim* 
iihall  include,  without  limitation,  those  based  upon  trauemark  or 
jerMce  mark  mfnngetnent.  tradename  mfnncemeri.  dilution, 
tortious  interreience  with  contract  or  prospecine  t>u»iness 
advantage,  unfair  competition,  deiamaiion  or  miur>  to  busine» 
teputatiin.  The  Indemnified  Parties  agree  to  give  Applicant  written 
notice  of  anv  such  claim,  action  or  demand  within  a  reasonable 
«me  .Applicant  agrees  that  the  Indemnified  Partie*  snail  be 
idefenaed  bv  anonwvs  of  their  choice  at  Applicant  s  expense,  and 
irttat  Applicant  shall  advance  the  cosu  of  such  litigation,  in  a 
«asonable  fashion,  from  time  to  time  The  lailure  to  abide  bv  thiN 
provision  shall  be  considered  a  matenaJ  breach  ol  thit  Agreemeni 
and  permit  HKNIC  to  imnKdiately  withdraw  the  use  and 
(Cgistration  of  Domain  Name  from  .Applicani 


Zealaad 


iBdi* 


T~*°'"*^' 


.ID 


i^n«imj<ifr<n-nic  hu 

^^np  -www  oi^Li  hu'-livvfti'v-imaMfr  ilOITIJin  tl  tjUBl 


.!■         htip    .\>w\>  iisv.fmei  in'  I 


^i.tp  ■.^>^v>>  ■nr''  "'•'  "<'nic  himi  I  ihnnim\°^n>ipfi«  t-^>-Ui.JkjU 


;m«e>  soon  will  handle  ID  requests! 


jrmt\ 


^«P  •  www  nic  If  I  nuni'^"^'^^ "'' " 
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.IE 


htt^'/wwit  ucd  ig/hP<tma«fr-;c-doir  htrr;  I  ho«:rr.j>;cr'.-  .:;■:  .J 

ihttn  //»VL>t  uf  d  ig/ho<ima<icrif  •iinm  ntmlTrtv  ;  5  /<)(>  > 

n.  1 :  The  holder  of  a  domain  name  shall  inoemnii\  LnivcrMtv 
.College  Dublin  and  lu  servants  or  agenu  ana  shall  holJ  Vni\erM*.v 
College  Dublin  and  its  servants  or  agents  narmiCis  trcm  ano 
against  any  loss,  damage,  liability,  claim  or  expense  resuiiinc  trom 
■  claim  or  claims  assened  by  a  third  part>  recaratnc  ou  nership  oi 
lor  nghi  to  use  the  domain  name  in  question 


KNOTE:  This  is  the  exact  language  of  Bulcanas  poiiw\  \ 
Jinr v/wwu  ni^  pjfT  It/  I  intoffinn  gJtT  u 


Italy 


.IT 


JP 


hitT'iwvm  ni<i  gjrr  ■t.'nptdoc/rTA-PE'PtVumfr;!  re!:o:c  ";;7Mr.i  '.n; 

htir-  '\vuw  niN.garr  :l-v<t\ iccs'resiMr.iiion  \\\n\  ."  ["^c' 

flttf     «*ww  nir  3d  fp/  I  fni>:fnignic  3Q  ir 

hitp:"«wu  mead  ir  irnic'inftvrt  htn-' 


English  documents  under  construction 


JartBIT jp   _    hfip  /  r*:rj  ni-- go\  lo  I  >nusscirtf  ne ira  nu- go\  i.- 

SaZSA  -KR        http  'wu<>  kraic  net'  indcx-cng  html  I 


■httr  '/wmo  nii:  ch/  I 

I 

,1>nr//»u«  n..-rh/pr.l.rx    rt^  hini  (V\l<it>\ 

nO.Responsibiliues  for  domain:  emitieN  regisierinc  domain  name> 
OR  fully  responsible  lor  their  nght  to  said  name.  Submission  oi  a 
Uomain  registration  constitutes  warranty  to  CHA.1  DOM-REG  that 
emitv  has  rights  to  use  the  submitted  name.  i.e.  entities  statcmeniN 
in  the  application  form  are  required  to  be  true  and  entity  in  required 
so  have  the  nghi  to  use  the  Domain  Name  a-s  requested  in  the 
application  Emily  shall  indemnify  CH/Ll  DOM-REG  from  an\ 
litigation  costs  or  damages  resulting  from  entity  s  u.*c  ol  said  name 
CH/Ll  DOM-REG  is  hereby  expressly  exempted  trom  anv  and  all 
responsibility  for  the  venfication  of  neht^  to  a  name  .Acceptaitce  of  ' 
an  application  and  registration  of  a  domain  name  con<itituieN  no 
emtorsement  by  CH/Ll  DOM-REG  thai  reeiMrant  hx\  j  nchi  i»  u\e 
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Swit2»rland I 


.LI 

& 

.CH 


the  domain  name  m  question  unaer  the  l3v.s  o!  an>  sta-.c  unicn 
imight  be  applicable,  e.g  with  reeard  to  names  ot  natural  or  lecal 
persons,  trade  names  or  trademarks 

11 1. Solving  contticts   when  a  domain  name  has  heen  recisterej  p\ 
another  entity  or  is  in  progress  of  reeistennc.  :i  is  tne  respons-.ouuv 
of  the  entity  seeking  the  registration  to  research  the  e\istmc  oaia 
Ibase  and  pursue  any  litigation  which  mav  be  necessary,  acaln^t  the 
existing  registrant,  should  said  entity  believe  thai  evistinc  recisirani 
p*i  no  nght  to  said  domain.  Entities  and  registrants  acknowieace 
and  agree  that  CH/LI  DOM-REG  cannot  act  as  arbiter  o:  disputes 
iansing  out  of  the  registration  ol  and  use  ot  domain  names 
IRegistration  of  a  pending  application  for  a  domain  name  will  be 
isuspended  by  CH/Ll  DOM-REG  in  case  of  a  contlict  «r.h  another 
pending  appUcauon  or  an  already  registered  active  cr  inactive 
Idomoin  name  until  the  conflicting  registrants  present  a  wntten  and 
duly  signed  senlement  of  the  conilict  or  a  court  decision  resoi\inc 
the  dispute  in  favor  of  one  of  the  conilictinc  panics 


^■"niafrpMni 


.Ll 


"18  Warnings:  CRTJ  DOM-REG  mav  issue  wamincs  m  case  of 
obvious  possible  name  conflicts  or  when  names  arc  likel*  tv> 
conflict  with  another  name,  trade  name,  iraoe  mark  iTMv  service 
•mark  iSM)  etc.  CH/LI  DOM-REG.  howe\er.  has  no  obligation  iv^ 
jssue  such  warnings  After  a  warning  has  been  issucj.  secona-levei 
(domain  name  applications  are  kept  in  a  m  progress  state  until  j 
reconfirmation  is  received  from  the  entity  seeking  registration 
CH/LI  DO.M-REG  may.  however,  at  us  own  discretion  suspend  the 
TCgistration  until  (he  emity  seeking  lor  registration  submits  within 
reasonable  time  co  CH/LI  DO.M-REG  j  wmten  confirmation  ot  the 
holder  of  the  conflicting  name,  trade  name,  trade  mark.  (TNt). 
.service  mark  |SM>  etc.  thai  the  application  i\  valid  and  that  holder 
•agrees  with  the  application  If  no  such  coni'irmaiion  is  submiitcd 
wiihin  reasonable  time  CH/LI  DOM-REG  may  reieci  the 
lapplication 

ilttr  "wwu  restenj.lu/rcgisiraiion/dom.iin  himl  I  jdmin^-i  rcMfnj  lu 

hiir  "uwu  rcMcnj  lu'icf iMraiion  Jc>mjintorm-.ist.-ii  himl  ("/lO/'^bi 

■RESTEN.A  cannot  be  held  liable  lor  anv  naming  conllici  with 
existing  organisation  names,  abbreviations,  ucronvms.  etc 
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tuc^ 


domrgg>gianng  mv 


i.innp  msfunnf'tnvnif.mvnij- 


hlip'/wym  |.inP7  m\/|.inng'mvnic/Jom.iir  htmlgn,';; 


.MY 


PLEASE  NOTE  THAT  YOUR  DOMAIN  SHOULD  NOT 
CARRY  ANY  REGISTERED  SERVICEH-R-ADE  MARK  THAT 
pOES  NOT  BELONG  TO  YOUR  ORGANISATION  WE 
RESERVE  THE  RIGHT  TO  CANCEL  SUCH  DOMALN 
[REGISTERED  ANYTINtE ' 

^(iii'*  Domain  names  are  registered  on  a  "first  come,  first  ser\ed 
|basis.  It  is  not  our  duty  nor  responsibility  to  secren  requesiec 
Domain  names  to  determine  whether  the  use  of  a  domain  name  b> 
tan  applicant  may  infnnee  upon  the  nghtts)  oi  a  ihirj  panv 
I 

i(iv^  The  pany  requesting  registration  ot"  this  name  certitie>  tna;.  ;.■- 
iher/his  knowledge,  the  use  of  this  name  does  noi  violate  iraoemarK 
or  other  sututes.Registenng  a  domain  name  does  not  comer  an\ 
ilegal  nghis  to  that  name  and  any  disputes  between  parties  over  tnc 
lights  to  use  a  particular  name  are  to  be  settled  between  the 
contending  panies  using  normal  legal  methods.  vSee  RFC  ;5*>1  ■ 

i 


.MX 


ailtp '/www  nic  mx/ 1  ^.ximasiervs  nic  m\ 

I 

yitip- "uww  nir  mT<cf-bin/domjin  Pi 

rThe  pany  requesting  registration  of  this  name  cenitics  thai,  to 
her/his  knowledge,  the  use  of  this  name  does  not  v  lolatc  trademark 
or  other  sututes.  Registering  a  domain  name  does  not  coniere  anv 
Ilegal  rights  to  that  name  and  any  disputes  between  parties  over  the 
rights  to  use  a  panicular  nanw  are  to  be  set  tied  between  the 
contending  panies  using  normal  legal  methods 

I 

|ltp     'ip  nw  m\nub/icmp|jics;pf'liiic.is  IM 

1°  S.  Nombres  y  Marcas  Regisiradas: 

!EI  registrar  un  nombre  de  dominio  no  significa  registrar  una  marca 
£s  requisiio  del  solicitante  asegurarse  de  que  no  esi.i  violando 
ninguna  marca  regtstrada.  En  caso  de  una  disputa  entrc  solicitantes 
!por  los  derechos  de  un  nombre  en  panicular.  U  autoridad  que 
Kgistra  el  nombre  i NIC-Mexico  » no  debera  lener  responsahilidad 
lalguna.  mas  que  proveer  iniormacion  j  ambas  panes 

tin  caiie  ol  a  dispute.  NIC-Meiico  has  no  rcsponsibiUiv  pist 
providing  iniormaiiom 
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atrey^wwu  nnmain-rrriMn  ni'  i  ho..mn.,rr,:.  .inn..,.—.-.-,  -  — 

ii«th«^i  .,^,    !     ML      ^'gP^^'^ww  finmain-rgTivr,  nl'nrf -n-irn  tiiTrl 

TAII  (legal)  documenu  on  this  sener  are  in  Dutch  No  uuihor-.tamc 
uransiauon  is  available  in  any  other  lancuace 

iimr/'^crvMi-  y^mnc  jv  nrM^^n^  ia>ii(gconnf.-i  .-,,,>  ■■- 


—  The  cucreni  policies  *hich  have  never  been  rorroalK  discussec 
pr  noted  and  the  following  notes  should  not  be  seen  as  a  delmitive 
iStatemeni  of  policy  tor  these  domains 

•n>e  lolloping  IS  an  e.xcerpi  irom  .he  proposed  com  recistration 
page : 

The  listing  senice  o.  names  within  the  co.nz  deleca.ed  name  space 

l^'^^.'^K  °V  ^,'"' C""^  •  •='"'  S"ved  basis  The  Intcme, 
5oc  ety  of  Ne*  Zealand  does  no.  trade  in.  or  license  m  anv  wav  anv 
«mi.y  (including  the  listing  reques.inc  en.i.vl  .o  .rade  in  the 
Tcquested  name. 

lAcceptance  of  the  listing  entf>  by  .he  delegated  au.hon.v  comers 
"o  nghis  to  the  apphcan.  regarding  the  leci.imacv  or  otherwise  of 
She  association  of  the  name  with  .he  applicant,  nor  does  ,.  comer  to 
«>e  applicant  any  other  nghts  associated  with  ownership  of  the 
tume.  or  any  ng hu  to  lu  use. 

No  adjudication  is  made  wiihm  the  reeisiraiion  ser%ice  as  .o 
"Whether  the  applican.  has  a  legmmaie  ngh.  to  a  name  The 
applicant  in  lodgmg  ihe  request  tor  a  name  in.orms  the  deleca.ed 
>au.hon.y  .ha.  they  are  assening  a  clai.ned  right  .o  a  name     " 

an  the  caie  of  conn.cting  name  requests  be.ween  an  applicant  and 
an  easting  lisimg  held  bv  the  regisin .  i.  is  lef.  to  the  panies 
concerTied  (applicant  and  listed  eniiiyt  to  resolve  such  matters  and 
Jepon  to  the  reg«tr>  if  the  resolution  incluttes  a  chanee  of 
Tegisiraiion  details. 


I  H9H  faUnd         .Nz 
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ihHP  •>www  ni/n.c:'  html  I  ipirciyttfuni  eaw.r- 


hup  />wmt  n■/n<^r>nn<  Mn-.l 


Wle«i-»«m« 


.Nl 


I 

rNormas  de  AdiDinistncion  de  Dominios 

I 

JBajo  las  nonnas  de  lANA  que  neen  la  esmictura  ae  nombres  en  el 

iDomain  Name  Sysiem  DNS  (RFC  15911  deben  aplicane  las 

nusmas  reglas  para  la  asignacion  de  dominios  en  lonna  equiiaii\  a  > 

JBO  discnmjnaiona.  Es  inapropiado  el  uso  de  cmenos  que  entaiicen 

jlos  concepios  de   derechos  o   propiedad"  sobre  dominios  por  pane 

Ide  Ids  administradorcs.  cuya  tuncion  es  de   responsabilidad   > 

rservicio"  a  la comunidad  Internet 

i 

iEl  registro  de  un  domtnio  no  tiene  tos  ainbutos  de  Marca 

iReeistrada  y  le  corresponde  al  sohcitante  venlicar  que  su  solicituc 

mo  esta  \  lolando  aleuna  marca. 

iPara  eviiar  conflictos  entre  el  registro  de  dominios  bate  Nl.  no  e> 
aceptable  el  regtstro  de  dominios  que  genere  contusion  o  que 
constituve  una  ventaja  competitiva.  de  acuerdo  a  las  normi*  de 
imarcas  notables  aplicable  en  el  ordenamienio  luridico 

iNicaraguense 

I 

l(Noie  that  the  maionty  of  Central  American  countries  lollo»  the 
IAN  A  guidelines  as  dictated  by  RFC  1591  > 


hnpvwxtvL  uninfii  no/navn/  I  navnw  uninftl  no 


Uaxsax 


.NO 


TDue  to  the  fact  that  the  vast  maionty  of  our  applicants  arc 
iNorwecian  these  pages  are  mainly  done  in  Norwecun  Our  domain 
-name  policy  is  also  only  available  in  Norwegian 

•hitp v'ttMiu  unineit  nomavn'navne -rt'liliWk  html  (Norwegian 
IVersion  i 
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hnpv/vv*u  .If  f.k/m.Mir/ftnn:  himl  I  roMr:aMfri£- 


'  3.Acceptance  of  the  listing  entr>  by  the  aelecaiea  jutnor:t> 
iconfers  no  nghts  to  the  applicant  regardmc  the  iecitimacv  or 
oiher\n»e  of  the  aisociation  of  the  name  » ith  the  applicant,  nor 
Idoes  It  comer  to  the  applicant  any  other  nghts  associaiea  » iih 
[Ownership  of  the  name,  or  any  nghts  to  its  use 

1 

tNo  adjudication  is  nude  within  the  registration  tunction  as  to 
hether  the  applicant  has  a  legitimate  nght  to  a  name  The 
.PK        applicant  m  lodging  the  request  for  a  name  informs  the  delegated 
authonty  that  they  are  assening  a  claimed  nght  to  j  name 

5. In  the  case  of  conflicting  name  requests  cetween  an  applicant  anc 
an  existinz  listing  held  by  the  delegated  authonu .  it  is  lett  to  the 
.panics  concerned  tappiicant  and  listed  entity  Mo  resolve  such 
matters,  and  rcpon  to  the  delegated  authority  if  the  resolution 
uncludes  a  change  of  registration  details 


"  1 1  Registenng  a  domain  name  does  not  confer  an\  legal  nchts  to 
(that  name  and  any  disputes  between  panics  over  the  nghts  to  use  a 
jpanicular  name  are  to  be  settled  between  the  contending  panics 
lusing  normal  legal  methods  . 


Philippine 


.PH         hiir>  '<www  Ph  net/  I 


.RO 


http  '■««»  mc  :f"  1 .1f»mjin-adTT"nia"^rnf  jm  i^i  rp 
♦iitp  //www  mc  rp/dns  html 


ihtip  '-www  ripn  net/  I  nccv  rirn  net 


•RL 


Spain 


hiip/'www  nr"  nct/nifnpn.J^\:<'P'-'""'^'"  "''^^  '^'  ^'"  Russian, 
(although  a  domain  template  is  available  in  Englishi 


,£S         hup   ■w^.vL  RFOIRIS  F'^fvnu-cvnic  httnl  I  nuy'rcUirii.Ct 
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l>ttw//»i^  nic  nei  «f '  I  dnr<fin,c  nfi  sf 


kiitw  //w.^1..  Bic  n>.  »«/aPi»lv  hrmi  ,  l(VI/95> 

fTbe  appiicani  regisiennf  this  name  centiics  ma:,  to  her.'1)i> 
knowledge,  the  use  of  ihu  name  does  nci  MOtate  iraa«mafk  or  other 
■tanites. 


UaoaBBsa 


^G 


Rcgisienng  a  domain  name  does  noi  confer  any  legal  nchis  to  iha: 
bame  and  any  disputes  bemeen  panics  over  the  nghis  to  use  j 
ucular  name  aic  to  be  sealed  between  the  contending  panie» 
ung  nomtal  legal  methods  (see  RFC  159 11. 


)y  applying  for  the  domain  name  and  through  the  use  or  coniinuec 
:  of  the  domain  name,  the  applicant  agrees  to  be  bound  b>  the 
lems  of  SGNICs  cuneni  donuin  name  colicv  (the  Policv 
Statement)  which  is  available  at 
|ftp://ftp.nic.neLSg/policy/s;nic.dnr.policv  txt. 


uy» 


le  policy  statement  has  not  been  I'inalized) 


SlovaJcia 


^K 


ihtwimasiergSlovakia  EV  ne- 
lgophcr://<k2eu.eunei.sW00/vW-Joinjin-<k 


■J.>mjinri.-;iMrMion-.ni.' 


f  Domain  should  not  match  with  registered  trademark  oi  other  legu: 
|body.  unless  this  body  gives  written  pernussion.  Geographic  naine> 
Ican't  be  legtsteted  as  domain.  Top  level  domains  can  i  be  registered 
koote.g.  com.sk).' 


f  A  company  can  request  removal  of  a  domain  if  the  doiitain  is 
{identical  with  registered  trademark  in  the  Slovak  Republic  in  the 
icase  that  the  legistralion  of  the  trademark  was  submitted  belore  the 
Idomain  was  registered.' 


^'«*T«»'' 


SE 


iinp  >/wu,w  Aunet  sf/domrcp- 1 1 

1 

StlP  -/www  sunfi  <f/klhnoc/RfyinJrx-vvf  html  Klf\2l^\ 

K  Swedish) 

»inp   )m«.a  tv^nii:  net/  I 

jgophcr  Vmof sun4  c dum  7n/tX)/rrfivir3iion'ir'rr'V  ' 


.T\% 


121 


Tr-*'"^ 


t,np  f'-^-^r  '"""•  ""^ '  ►"•""^  '^"'^  "^'' 


iftp//ftp  ihnic  nf,^fp.^/THNir-,ioTnin-trmriai:i^ 


.TH 


I 

mit  panv  rcquesiing  registration  of  this  name  cenifies  tnai.  to 
Lr/h«knowle<lie.  the  u»e  of  this  name  aoes  not  Molaie  traaemar.. 
k  other  statutes.  Ref.stenng  »  domain  name  does  not  comer  anv 
kgal  nghii  to  th«  !»««  and  any  disputes  between  panies  over  the 
tights  to  use  a  particular  name  are  to  be  settled  between  the 
_  icontendmg  parties  uiing  notrrul  legal  methods         — 


Kiartow 


nrwmav 


^l^p vmwv.  nic.uw  I  flnmrrfl'f  Hiiijir 


iinp  //www  hnuin.cii  n"'"'-"T»nf -^onpry.il-rrrvfuuvc  n;pi 

•  The  followmg  tew  petrams  only  to  eo.uk  domains,  other  doniam> 
below  uk  may  differ.  Please  also  see  the  Draft  Proposals  below 

r  Anv  disputes  between  organisations  who  claim  the  same  domain 
Iname  should  be  resolved  between  the  organisations  themselves 
m«  naming  conunitiee  will  not  become  involved  in  such  disputes 

linr  //w  WW  pir  nL/nilcS-mp;  htm 

.UK       iDraft  Rules  for  .L'K  Namespace  (6/14/961 

tAII  NE^V  do*"""  requests  will  conionn  to  RFCs  lOM.  1035. 
II  i:;.  1 123  and  anv  subsequent  replacetnents  In  addition.  Nominei 
UK  will  apply  a  further  sei  ol  restnctions  on  names,  as  described 
fcelow... 

'3  PROCESS  DET.ML... 

JNominet  LK  may  withdraw  or  suspend  delegation  of  a  name. 

'if  H  IS  drawn  to  Sominet  UK  s  attention  that  the  name  in  being  used 
:in  a  manner  likely  to  cause  contusion  lo  internet  user> 

iwhere  Nominet  UK  has  been  informed  that  legal  action  hx's  been 
commenced  regarding  use  of  the  name 


VOiorrAi. 
OCMOCRA/miCS 
iMCONffOHATCO 


UY        h|ir  'wwwraucduux/ 1  ICffPmV  ^Cf uuiliua 


Lttii  Linkt  WcMiin  b>  fTlfinl  Pf— ■""""- 


CorvnfM  OI9<i6  ».>  I,  ni-f'"-^  f.u".- 
All  n^u  restrvcd 
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CHINA  (CNNIC) 

http://www.cnnic.net.cn/cnnic/Inei03.htfnl 

Article  23. 

The  administrators  of  domain  names  at  each  level  shall  not  be  responsible  lor  making 
itiquiries  with  the  state  admmistration  authority  for  industr\-  and  commerce  and 
tiademark  administration  authonty  as  to  whether  or  not  a  users  domain  name  is  in 
conflict  with  a  registered  trademark  or  enterprise  name  or  is  harmful  to  the  mterests  of 
any  third  party.  The  applicant  itself  shall  be  responsible  for  handling  any  disputes  ansing 
from  such  a  conflict  and  bear  the  legal  liability.  Where  a  third-level  domain  name  is 
identical  to  a  trademark  or  enterprise  name  registered  in  China  but  the  registered  domain 
name  is  not  owned  by  the  holder  of  the  registered  trademark  or  enterprise  name,  if  the 
holder  of  the  registered  trademark  or  enterprise  name  has  not  filed  an  opposition,  the 
holder  of  the  domain  name  may  continue  using  its  domain  name.  If  the  holder  of  the 
registered  trademark  or  enterprise  name  files  an  opposition,  the  administrators  of 
domain  names  at  each  level  shall  reuin  the  domain  name  service  for  the  holder  of 
the  domain  name  for  30  days  from  the  date  on  which  it  is  conflrmcd  that  the 
opponent  owns  the  registered  trademark  rights  or  enterprise  name  rights,  and  the 
domain  name  service  shall  automatically  cease  after  30  days.  Any  legal  liability  and 
economic  disputes  during  such  period  shall  not  concern  the  domain  name  administrators 
at  the  various  levels. 
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IRELAND 

http://www.uccl.je/hostmaster/ie-dom.himl 

5.  Updating  and  Termination  of  Registration 

[  Next  Section  I  Previous  Section  I  Index  ] 

Any  of  those  registered  as  a  contact  person  for  a  domam  may  at  any  time  request  an 

i^'ate  to  or  te;Snat.on  of  the  domains  registration.  The  naming  -J^^onty  -ill  normally 

give  effect  to  such  a  request  within  the  same  delay  as  for  a  registration  request. 

When  the  holder  of  a  domain  name  is  changing  service  provider  or  engaging  the  scn.ces 

ofT^^ditional  service  provider,  the  new  service  provider  is  spec^ical.y  "'^  "^^^d  b^  th.= 

provisions  of  the  preceding  paragraph  from  requesting  an  "P<i=»«  '°  '^^.'^7,^'"  .^ 

Listration    The  new  service  provider  may  advise  the  naming  authoniy   of  Nshat  . 

ZnS  (L  this  IS  nomialW  useful),  but  the  latter  shall  take  no  action  without  nrst 

?SeTrequest  from  an  already-registered  contact  person  for  the  domain  in  question. 

whoTpresenJs  the  holder  of  the  domain  name.  By  this  means,  the  naming  authoniN 

Tvo^dTSfng  with  a  third  pany  to  interfere  in  an  ex.stme  relationship  between  service 

provider  and  client. 

Whenever  the  naming  authority   receives  conflicting  requests  for  update  to  or 

teSaTon  of  a  dolin's  registration,  the  naming  authority  shall  be  free  to 

determine  which,  if  any,  request  to  honour. 

When  a  domain  ceases  to  satisfy  any  of  the  conditions  of  reachability  or  o( jpc^ 

Zagemem  (see  section  3  above),  the  contact  per.on,s)  shall  be  --f^^^^l^^^lT. 

oppominitv  to  correct  the  deficiency.  Should  the  necessary  action  not  ^^  taken  within  a 

Xnable  delay,  the  naming  authonty  shall  be  free  to  terminate  registration  of  the 

domain  without  further  notice. 
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Nominet  UK  Dispute  Resolution  Service 

On  learning  of  a  dispute  about  an  Internet  Domain  Name  registered  under  a  suo-domam  of  the  uk  Top 
Level  Domain,  between  the  organisation  or  individual  and  another  laying  claim  to  a  stronger  right  tc 
register  it.  Nominei  will  assist  the  panies  by  providing  the  following  serMces 

Invcsiigaiifln 

Fofmal  action  under  the  rule? 

The  Nnminet  Altemativf  Hunuie  Resolution  Sef\tce 

lavcstifation 

1 .  Nominet  UK  will  seek  to  establish  whether  a  mutually  acceptable  resolution  to  the  dispute  can  be  ioun.i 
by  the  imparual  intervention  of  Senior  Executive  staff  of  Nortunet  UK. 

Formal  action  under  the  rules 

2.  Under  the  nilcj.  for  the  .uk  domain  and  sub-domains.  Nominet  UK  ma\  susr<nd  delegation  ot  an 
Internet  Domain  Name  m  certain  circumstances.  The  dispute  thai  anses  mosi  irequently  is  where  it  i> 
dnvkrn  to  Nominet  UK  s  anention  by  a  third  pany  that  m  their  view  a  Domain  Name  is  being  used  in  a 
manner  likelv  to  cause  confusion  to  Internet  users.  There  are  other  more  obiective  circumstances  which 
may  lead  to  suspension,  including  where  it  is  drawn  to  Nominet  UK  s  atteniion  that  a  Domain  Name  i.s 
adinimstered  in  a  way  likely  to  endanger  operation  of  the  DNS 

3.  If  invesugauon  does  not  lead  to  a  mutually  acceptable  resolution  of  the  dispute.  Nominet  UK  will 
consider  the  evidence  assembled  dunng  the  invesugation  to  determine  w  hether  the  delegation  ot  the 
Domain  Name  should  be  suspended. 

4.  If  anv  panv  affected  is  dissatistted  with  Nominet  UK  s  decision  to  suspend  lor  not  to  suspend* 
delegation  of  a  Domain  Name.  Nominet  UK  will,  at  that  paitv  s  request,  reicr  the  suspension  to  an 
independent  expert  for  a  written  recommendation  that  Nominet  UK  should  confirm  or  revoke  its  decision 

5.  Nominei  UK  maintains  a  list  of  independent  experu.  They  will  each  be  consulted  on  a  rota  basis. 
subject  to  any  conflicts  of  interest  identified  by  the  expert  in  question. 

6.  The  expert  will  be  sent  copies  of  all  letters,  faxes,  e-mails  and  notes,  together  w  ith  a  short  statement  b> 
Nominet  UK.  confirming  the  background,  timing  and  implementation  of  its  decision. 

7.  The  interested  parties  will  be  informed  by  Nominei  UK  of  the  relerral  to  the  expert  and  provided  with 
eopies  of  relevant  documents  The  expen  will  invite  the  parties  affected  b>  ihc  suspension,  or  lailure  to 
suspend,  to  make  one  written  submission,  within  14  days,  of  his  or  her  receipt  oi  all  the  documents 
referred  to  in  paragraph  6. 

8.  Neither  party  will  have  the  right  to  call  for  a  hearing  before  the  expert  ai  which  wunesses  would  be 
examined.  The  expen  may  invite  the  panics  to  appear  before  him  or  her 

9.  The  expen  will  issue  his  or  her  wntien  recommendation  to  Nominet  UK  with  reasons,  with  copies  to 
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any  other  party,  no  later  than  one  month  after  receipt  ot'  the  documents  (eterred  lo  in  paragraph  o  above 
from  Nominee  UK. 

10.  Immediately  on  receipt  of  the  expert's  recommendation.  Nominet  UK  will  reconsider  its  earlier 
decision  to  suspend,  or  not  to  suspend,  the  delegation  of  the  Domain  Name  .'X  final  decision  will  be  made 
and  confirmed  to  all  interested  parties. 

1 1.  If  either  party  is  dissatisfied  with  Nominet  L'K's  final  decision  on  suspension  oi  delegation  of  the 
Domain  Name.  Nominet  UK  will  inform  the  parties  of  (he  Nominet  .\ltemaiive  Dispute  Resolution 
Service,  administered  by  the  Centre  tor  Dispute  Resoluuon  (CEDR)  and  forward  to  them  details  ot  the 
service.  If  one  of  the  parties  refuses  to  enter  into  a  mediation  agreement  tor  mediation  does  not  resolve  the 
dispute),  the  dissatisfied  parry  will  remain  in  a  position  to  seek  advice  from  its  lawyers  about  pursuing  us 
case  by  litigation  in  the  courts  or  iwith  the  acreement  of  the  other  party)  in  arbitration. 

The  Nominet  Alternative  Dispute  Resolution  Service 

12.  Nominet  UK  ADR  is  a  form  of  mediation  whereby  parties  to  a  dispute  agree  with  a  neutral  third  partx 
intermediary  to  assist  them  to  reach  a  negotiated  settlement  agreement.  .Mediation  ices  ano  expenses  are 
borne  by  the  parties.  The  process  aims  to  avoid  the  delay,  expense  and  confrontation  associated  with 
litigation  and  arbitration.  Parues  invoking  the  Nominet  L'K  ADR  Service  do  not  have  to  pay  a  membership 
or  arrangement  fee  to  CEDR.  .Mediation  fees  will  be  quoted,  on  request,  bv  the  CEDR  helpdesk  del  *-u 
(0)  171  481  4441.  fax ->-44  (0)  171  481  4442). 

13.  Mediation  (sometimes  described  a:>  conciliation)  is  non-binding  in  that  there  is  no  commitment  to 
settle  and  the  mediator  has  no  power  to  impose  a  solution.  However,  when  an  agreement  i^  reached  it  ma\ 
be  documented  and  signed  by  (he  panies.  This  will  create  an  enforceable  contract  at  the  option  of  the 
parties,  which  can  be  used  in  Court. 

14.  CEDR  have  been  appointed  (o  provide  accredited  intermedianes  for  Nominet  UK  a(  a  speciallv 
reduced  rate,  and  to  administer  the  Nominet  Alternative  Dispute  Resolution  Service.  The  organisation  is  an 
independent  non-profit  making  body  whose  aims  arc  supported  by  the  CBI.  the  DTI  and  the  lOD  Thcv 
offer  a  free  telephone  advice  line  for  panics  interested  in  taking  an  Internet  domain  name  dispute  to 
mediation,  subject  to  common  sense  restraints. 

Page  maintained  by  wehmtistr'-&  nic  uk. 
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NETWORK  Solutions- 
Domain  Name  Dispute  Policy 
Present  and  Future 

Philip  L.  Sbarbaro 


Picture  yourself  in  a  wide,  fast-running  cold  water  creek  between  two  mountainsides,  one 
populated  by  the  Hatfields  and  the  other  by  the  McCoys.  As  you  stand  knee-deep  m  that  freezing 
current,  which  seems  to  be  rising  rapidly,  look  up  to  one  side  at  the  McCoys,  nfles  loaded, 
cocked,  and  aimed.  Directly  across  the  creek  stand  the  Hatfields.  equally  prepared.  Some  of 
those  rifles,  more  than  you  can  count,  are  aimed  directly  at  you.  Call  yourself  "the  registry ." 

Network  Solutions.  Inc..  the  worldwide  registry  for  the  .com  Top  Level  Domain  on  the 
Internet.  Tinds  itself  caught  between  nearly  12  miUion  trademark  owners  on  one  side  and 
1.200.000  domain  name  holders'  (incTeasing  at  a  rate  of  approxinuiely  100.000  holders  per 
month)  on  the  other  side. 


The  Trademark  Owners'  Position 

According  to  the  trademark  owners,  "the  real  McCoys."  who  have  spent  many 
generations  and  many  millions,  if  not  billions,  of  dollars,  lire,  kroner,  pounds,  marks,  etc.. 
instilling  their  good  names  with  meaning  and  identification,  there  is  no  new  issue  presented  by 
the  phenomenon  known  as  the  internet.  It  is  simply  just  one  more  medium,  just  one  more 
marketplace,  where  all  normal  legal  constraints  and  precedents  apply  There  is  nothing  "special" 
about  a  doiiuin  name.  Take  someone's  trademark  as  a  domain  name  at  your  penU  ignorance  is 
no  excuse.      Correctly   or   incorrectly,   trademark   owners   assume   that   a  domain   name    is 
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syiwnymous  with  a  tradenork.  Once  that  assumption  is  made,  causes  of  action  agaiiist  domain 
name  holders  are  limited  only  by  the  creativity  of  the  trademark  owners'  marksmen. 
Infringement,  dilution,  unfair  competition,  and  thai  perpetual  favonie.  "interference  with 
pfospective  economic  advantage."  in  all  of  the  vanous  federal  and  state  vaneties.  tend  to  be  most 
popular  and  effective. 

On  otraiiftn.  trademarfc  owners  sue  donain  name  holders  who  also  have  nearly  identical 
trademarks.'  The  causes  of  action  tend  to  be  the  same  as  described  above,  with  the  addition  of 
claims  for  breach  of  contract.  In  soirte  cases,  the  two  trademark  owners  have  met  before  and 
have  some  sort  of  bilaieraJ  agreement  which  predates  the  Internet  conflict,  and  u  is  this 
^reement  that  is  alleged  to  have  been  breached. 

The  Domain  Name  Holders'  Position 

According  to  the  domain  name  holders,  who  are  very  intelligent,  aggressive,  vocal,  and. 
periiaps  most  important.  Intemei-literaie.  first  come,  first  served  has  always  been  the  rule  on  the 
Internet.  Someone  has  applied  for  and  obtained  a  domain  nante.  has  been  using  ii  unaccosied  and 
without  interruption  for  months  or  years,  either  in  business  or  simply  as  a  communications 
device,  is  confronted  and  affronted  by  some  "wealthy  trademark  owner"  who.  only  now.  sees  the 
benefit  of  a  new  techitology  which  will  forever  change  the  way  the  world  communicates. 

When  attacked  or  even  threatened  by  a  trademark  owner,  domain  name  holders  respond 
in  kind  by  suing  for  declaratory  judgment,  alleging,  inter  alia,  an  actual  and  justiciable 
controversy,  "senior  rights"  and  pnor  use  on  the  Internet,  no  violation  of  law  concerning 
infringement  or  dilution,  and  the  nght  to  continued  use. 

h  has  been  estimated  that  as  many  as  SO  trademark  owrter-liomain  name  holder  cases  are 
now  before  the  courts.  Like  any  other  lawsuits,  some  move  quickly,  while  some  move  more 
slowly  and  become  quite  expensive.  Eventually,  they  all  end  and  the  losers  are  told  by  the  court. 
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through  an  injunctive  decree,  what  to  do.  These  cases  do  not  involve  the  registr>-.  the  reg)sir>  is 
not  turned  ms  a  pany.  When  Network  Solutions  receives  a  file-stamped  copy  of  the  injunction,  it 
dutifully  assists  either  the  loser  or  the  prevailing  pany  in  complying  with  the  coun'  s  order. 

Eventually,  precedent  will  be  set  that  a  trademark  either  is  or  is  not  the  same  as  a  domain 
lume:  that  use  of  another's  trademark  as  a  domain  name  on  the  Internet  either  is  or  is  noi 
trademark  infringement  and/or  dilution:  that  a  domain  name  holder  either  can  or  cannot  register  a 
domain  name  for  the  purpose  of  selling  it;*  that  a  domain  name  either  is  or  is  not  bound  b> 
technical  classifications  or  geographic  boundaries:  and  will  determine  all  of  the  other  various 
intellectual  property  rights  and  junsdictional  issues.  At  the  moment,  however.  fe\N  legal 
precedents  exist  for  these  issues.  There  is  nothing  but  the  sound  of  gunfire  across  the  creek. 

The  Internet  Registry 

Faced  with  overwhelming  odds  from  both  sides.  Network  Solutions,  or  any  registrv-  for 
that  matter,  stands  squarely  in  the  middle  of  that  creek.  Without  legal  precedent,  and  without 
immunity  from  suit  for  alleged  intellectual  property  right  violations.  Network  Solutions  must 
fend  for  itself. 

On  the  one  side,  as  of  June  20.  1997.  17  trademark  holders  (out  of  approximately  12 
million)  have  included  Network  Solutions,  as  registrar,  in  their  suns  against  domain  name 
holders.  Causes  of  action,  even  more  imaginative  than  the  allegations  against  the  domain  name 
holders  themselves,  include  contributory  infringement  or  dilution,  unfair  competition,  breach  of 
contract  based  upon  a  theory  of  third-party  beneficiary,  and  negligent  interl'erence  with 
prospective  business  relations.'  Some  have  sought  danuges.  compensatory  and  puniiive:  some 
have  sought  injunctive  relieC.  None  have  succeeded. 

On  the  other  side,  as  of  the  same  day.  nine  (out  of  approximately  1.200.000)  domain 
name  holders  have  sued  Network  Solutions  when  faced  with  the  possibility  that  the  use  of  their 
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doraun  nune  would  be  suspended,  pendii^  molution  of  their  dispute  with  an  owiter  of  a 
federally  registered  trademark.  These  domain  name  holders  have  behex-ed  ii  necessarv-  or 
appropriate  to  sue  the  registry  along  with  the  trademark  owner,  or  someumes  lo  sue  the  registr> 
alone.  Causes  of  action  have  included  breach  of  contract  based  upon  ihird-pany  beneficiar>-. 
detrimental  reliance,  and  interferettce  with  contractual  relations.  Some  have  sought  damages, 
compeiuatory  and  punitive:  some  have  sought  injunaivc  relief.  Only  one  has  been  partially 
successfiil.  * 

Network  Solutioiu  assigns  secottd-level  domain  names,  in  the  Top  Level  Domain  .com. 
on  a  Tirst  come,  first  served  basts.     This  process  is  totally  automated  with  an  electronic 
application  form  which  sintply  calls  for  the  requested  domain  name  aitd.  if  ii  is  available,  permits 
its  assignment  in  a  nutter  of  hours,  sometimes  rrunutes.  No  human  intervention  is  involved.  No 
trademark  analysis  is  performed.    In  contrast  to  the  pendency  of  an  application  for  a  trademark 
(16.7  months,  according  to  U.S.  Patent  and  Trademark  OfTice  statistics).*  a  domain  name  is 
assigned  within  anywhere  from  five  minutes  to  three  or  four  days.  Network  Solutions'  prtxess  is 
not  unlike  that  of  the  New  York  Stock  Exchange  (NYSE),  in  its  assignment  of  trading  symbols. 
The  Federal  Distnct  Court  in  Los  Angeles  held  that  the  N^'SE  registration  process  does  not 
constitute  "contributory  infringetiKnt"  of  anyone's  trademark.'  The  court  additionally  held  that 
the  NYSE  had  no  duty  to  police  the  mark  for  a  trademark  owner.   "The  owner  of  a  trade  name 
must  do  its  own  police  work.*^ 

On  December  2.  1996.  the  Federal  Court  in  Los  Angeles'  held  that  Network  Solutions  "is 
tinder  no  general  duty  to  investigate"  whether  a  given  domain  name  registration  is  improper, 
citing  the  MPT  Corp  v  New  York  Stock  Exchan2e.  Inc.  decision. 

All  told.  29  suns  out  of  nearly  l.200.0(X)  registrations  (or  two-thousandths  of  one 
percent)  have  included  the  registry  as  a  defendant.  Twenty  of  the  26  suits  have  been  disnussed 
and  one  has  been  stayed.  Some  commentators  would  say  that  the  system  seems  to  be  working; 
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others  would  say  that  the  chaos  is  clear.  It  depends  upon  one's  frame  of  reference.  It  should  be 
apparent  from  these  actual  statistics,  however,  that  only  the  fringe  element  or  the  unmformed 
believe  it  in  their  interest  to  sue  the  Internet  registry.  Such  a  tactic  makes  an  adversars  of  the 
registry,  which  is  simply  a  stakeholder  in  the  dispute,  with  no  financial  or  other  interest  in  the 
assignment  of  the  particular  domain  nait>e  in  dispute:  increases  litigation  costs:  and  generally 
deflects  attention  from  the  tnie  controversy  between  the  two  claimants.  However,  until 
precedent  exists  to  dissuade  such  plaintiffs,  or  registries  receive  immunit>  from  suits  for 
contributory  infringement  or  dilution  for  performing  their  registration  function,  there  will  be 
advocates  who  will  continue  to  chase  this  ambulance. 

The  Dispute  Policy 

Without  precedent  or  immunity  to  protect  the  registry   from  attack  by   potentially 
12  million  trademark  owners,  and  to  give  domain  name  holders  a  cenain  amount  of  time  to 
deteniune  their  own  future,  among  other  reasons.  Network  Solutions  implemented  a  Dispute 
Policy  with  the  oversight  and  concurrence  of  the  National  Science  Foundation.    The  Dispute 
Policy  does  not  resolve  any  dispute:  it  was  not  intended  to  resolve  disputes.     It  was  and  is 
intended  to  benefit  Network  Solutions  and  to  present  a  domain  name  holder  with  five  possible 
responses  to  an  attack  by  an  owner  of  a  federally  registered  trademark.     Only  in  cenain 
circumstances  will  the  registry  use  its  limited  discretion  to  place  the  domain  name  on  "hold." 
As  of  this  writing,  approximately  930  domain  names  out  of  1 .200.000  (or  eight  hundredths  of  one 
percent)  have  been  placed  on  hold  pending  resolution,  either  way.  of  the  dispute.   When  placed 
on  hold,  the  domain  name  registrant  is  not  changed  and  the  domain  name  is  not  "deleted."  as  has 
been  suggested  by  some  authors.    The  domain  name  is  simply  placed  in  suspension  so  that 
neither  clainunt  can  use  it.  This  is  the  provision  to  which  dorruin  name  holders  have  objected. 
Some  domain  name  holders  believe  that  it  is  the  registry's  duty  to  permit  the  donuin  name  to 


131 

continue  unobstnicted  and  to  thus  incur  liability  as  a  contnbutory  infringer  or  diluter.  The 
registry,  on  its  own  behalf  and  that  of  the  National  Science  Foundation,  the  Internet  Assigned 
Numbers  Authority,  the  Internet  Activities  Board,  the  Internet  Society,  and  all  of  their  directors. 
ofTicers.  employees,  and  agents,  has  declined  to  incur  such  potential  liability. 

Section  7  of  the  Dispute  Policy  makes  three  points  abundantly  clear:  (I)  that  the  registry, 
although  not  nanned  in  a  particular  case,  will  immediately  abide  by  any  court  order  which  is 
issued  in  the  case:  (2)  that  the  registry  will  deposit  the  domain  name,  through  notarized 
declaration,  with  the  registry  of  the  court  which  will  then  have  complete  dominion  and  control 
over  If.  and  (3)  that,  regardless  of  which  parry  first  sues  the  other  claimant,  before  the  reeistr> 
places  the  name  on  hold,  the  registry  will  maintain  the  status  quo  and  not  touch  the  domain  name. 

Conclusion 

Someday  there  may  be  no  need  for  a  domain  name  Dispute  Policy.  Sufficient  legal 
precedent  or  legislative  immunity  will  have  been  set  in  place  to  eliminate  the  necessity.  .\t 
present,  however,  nothing  other  than  the  Dispute  Policy  protects  the  Internet  registry  and  its 
governing  organizations  from  the  power,  as  yet  unused,  of  the  trademark  owners  of  the  world. 

Pike  County.  Kentucky,  is  quiet  these  days.  Perhaps  the  Hatfields  and  the  McCoys  grew 
tired  of  the  feud  after  25  years,  or  are  so  intermamed  that  you  can  no  longer  tell  one  from  the 
other.  Time  has  a  way  of  resolving  things.  Participants  in  the  present  feud  can  choose  to  attack 
each  other  and  the  registry.  They  can  choose  to  communicate  and  to  govern  themselves.  They 
should  choose  wisely,  before  the  governments  of  the  world  choose  for  them. 


Philip  L.  Sbarbaro.  Esq..  is  ouuide  general  counsel  of  Network  Solutions.  Inc..  the  registry  for  the 
Top  Level  Domains  com.  .org.  .net.  edu.  and  gov  This  essay  is  a  chapter  in  Coordinaling  ihe  Iniemei.  a 
coltccuon  of  papers  organized  by  Harvard  University  to  be  published  by  MIT  Press  on  July  1 .  1997. 
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A  domain  name  is  assigned  to  an  applicant  who  then  becomes  a  "registrant."  "Holder"  rather  than 
"owner"  more  clearly  describes  the  relationship  between  a  registrant  and  the  assigned  domain  name. 
Telephone  numbers  are  also  assigned  to  holders  rather  than  owned. 

Ameriean  rommerrial  Inr  ,j/t»/a  ^ika^a  and  Mikasa  Licensing  tnc  v  Soofts  and  Leisure  International 
<lA»/«  Milr.M  ,^j^n^  Civil  Acuon  No.  96.7I3LHM  (U.S.D.C.  CD.  Cal.);  Mattel.  Inc  ct  al  v  Hasbro.  Inc 
SUL.  Civil  Action  No.  96-7632.  (U.S.O.C.  CD.  Cal.). 

A  November  I,  1996.  scholarly  opinion  by  the  federal  coun  in  Los  .Angeles  in  Panavision  International 
L.P.  V.  Dennis  Toetmen.  et  al..  Civil  Acuon  No.  96-3284  DDP  (U.S.D.C.  CD.  Cal.)  may  end  "piracy"  of 
famous  crademarlcs. 

A  December  2.  1996.  opinion  by  the  federal  court  in  Los  Angeles  in  Panavision  International.  LP  v 
Dennis  Toeppen.  et  al..  Civil  Action  No.  96-32S4  DDP  (U.S.D.C.  CD.  Cat.)  granted  Network  Solutions' 
mouon  against  the  trademark  holder's  sole  cause  of  action  against  Network  Solutions  for  "negligent 
interference  with  prospective  economic  advantage. " 

One  preliminary  injuncuon  was  issued  in  state  court  proceedings  in  Boulder.  Colorado,  without 
presentation  of  d<x:umentary  evidence  or  any  witnesses.  The  coun  then  immediately  stayed  the  proceedings 
pending  the  result  of  parallel  interpleader  proceedings  in  federal  court. 

According  to  the  1995  Annual  Repon  of  the  U.S.  Commissioner  of  Patents  and  Trademarks.  75.375 
United  States  trademark  registrauons  were  issued  in  fiscal  year  1995  (averaging  6.2S  I  registrations  per 
fiKMith).  and  the  pendency  of  a  trademark  applicauon  for  the  same  penod  was  16.7  months  from  filing  to 
rcfistration. 

'    MOT  Corp  v  New  York  Stock  Exchange.  Inc..  858  F.  Supp.  1028  (CD  Cal   1994). 

•    li  at  1034 

Panavision  International.  LP  v  Dennis  Tocpoen.  et  a!..  Civil  Action  No  96-3284  DDP  (U.S.D.C.  CD 
Cal.).    • 

The  British  registry  has  substantially  more  discretion.  Under  the  rtiles  for  Nonunet  UK.  dated  July  25. 
1996.  the  British  registry  can  "withdraw  or  suspend  delegation  of  a  name '  under  five  broadly  defined 
situatioiu: 

•  if  the  name  is  administered  in  a  way  likely  to  endanger  operation  of  the  DNS 

•  if  the  basis  on  which  the  name  was  registered  has  changed  (e.g.  the  organisation  making 
the  applicauon  no  longer  exisu).  This  does  not  include  a  change  in  UKNIC  rules  for 
names  subsequent  to  the  name  being  delegated,  but  does  include  the  case  where  the 
automaton  failed  to  correctly  apply  the  etisung  rules 

•  if  it  is  drawn  to  Nominet  UK's  attention  (hat  the  name  is  being  used  in  a  manner  likely  to 
cause  confusion  to  internet  users 

•  where  Nominet  UK  has  been  informed  that  legal  action  has  been  commenced  regarding 
use  of  the  name 

•  where  Nominet  UK  n  of  the  opinion  that  one  of  the  above  events  n  likelv  to  occur. 
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NETWORK  SOLUTIONS'  DOMAIN  NAME  DISPUTE  POLIO* 
(Revision  02.  Effccuvc  September  9.  1996) 

INTHODUCnON 

Network  Solutions.  Inc.  ("Network  Solutions ")  is  responsible  for  ihe  registration  of  second-  level 
Inteniet  domatn  names  in  the  top  level  COM.  ORG.  GOV.  EDU.  and  NET  domains.  Network  Solutions 
fcfisten  these  second-kvel  domain  names  on  a  Tint  cacae.  fim  served"  basis.  By  registenng  a  domain 
name.  Network  Solutions  does  not  deiennine  the  legality  of  the  domain  name  registration,  or  otherwise 
evaluate  whether  that  regisirauon  or  use  imy  infringe  upon  the  nghu  of  a  third  party. 

The  applicant  ("Rcgisirani''^  is  responsible  for  the  selection  of  its  o«ii  domain  name  ("Domain 
Name"^.  The  Regisirant.  by  completing  and  submitting  its  application,  represents  that  the  siaiements  in 
Its  application  are  true  and  thai  ihe  registraiion  of  the  selected  Domain  Name,  to  the  best  of  the 
Registrant's  knowledge,  does  not  interfere  with  or  infringe  upon  the  nghts  of  any  third  party.  The 
Registrant  also  represenu  that  the  Domain  Name  is  not  being  registered  for  any  unlawful  purpose. 

Network  Solutions  does  not  act  as  arbiter  of  disputes  between  Registranu  and  third  pany 
complainants  ansing  out  of  the  regutration  or  use  of  a  domain  name.  This  Domain  Name  Dispute  Policy 
("Policy")  does  not  confer  any  nghts.  procedural  or  substanti\-e.  upon  third  pany  complainants. 
Likewise,  complainants  are  not  obligated  to  use  this  Policy. 

The  following  prescnbes  the  procedural  guidelines  Network  Solutions  may  employ  when  faced 
with  conflictmg  claims  regardinf  the  nghis  to  register  an  Internet  domain  name.  Thu  Policy  does  IMI 
limit  the  adnuiustrativc  or  legal  proceduies  Network  Solutions  may  use  when  conflicu  anse. 

GUIDELINES 

1.  ModiflCTttons.  Registrant  acknowledges  and  agrees  that  these  guidclineii  may  change 
from  time  to  time  and  that,  upon  thirty  (30)  days  posting  on  the  Internet  at 
ftp://rs.iniemic.net/policy/imemic.domain.policy.  .Network  Solutions  may  modify  or  amend  ihu  Policy, 
and  that  such  changes  are  binding  upon  Rcgisttaat. 

2.  Cotincctivtn-.  Ai  the  time  of  the  initial  subtmssion  to  Network  Solutions  of  the  Domain 
Name  request,  the  Registrant  is  required  to  have  operational  name  service  from  at  least  two  operational 
domain  name  servers  for  that  Domain  Name  Each  domain  name  server  must  be  fully  connected  to  the 
Internet  and  capable  of  receiving  quenes  under  that  Domain  Name  and  responding  thereto.  Failure  lo 
nnaintain  two  active  domain  name  servers  may  result  in  the  revocation  of  the  Domain  Name  regisirauon. 

3.  ladeninitv.  Registrant  hereby  agrees  to  defend,  indrmnify  and  hold  harmless  (i) 
Nei«vork  Solutions.  lU  officers,  directors,  employees  and  agems.  (ii)  the  Naf.onal  Science  Fouttdation 
("NSF").  lU  officers,  directors.  en^loyTes  and  agems.  (in)  the  Iniemei  Assigned  Numbers  Authonty 
("lANA").  MS  officers,  directors,  employees  and  agems.  iiv)  the  Internet  Activities  Board  ("lAB").  its 
ofTicerv  directors,  employees  and  agents,  and  (v>  the  Internet  Society  ("ISOC').  us  officers,  directors. 
Cfivloyces.  and  agents  icollcctiveh.  the  "Indemnified  Panics'),  for  any  loss  or  damages  awarded  by  a 
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court  of  competent  jurisdiction  resulting  from  any  claim,  action,  or  demand  arising  out  of  or  related  to  the 
registration  or  use  of  the  Domain  Name.  Such  claims  shall  include,  without  limiution,  those  based  upon 
intellectual  property  trademark  or  service  mark  infringement,  tradename  infringement,  dilution,  tortious 
interference  with  contract  or  prospective  business  advanuge.  unfair  competition,  defamation  or  injury  to 
business  reputaiion.  Each  Indemnified  Party  shall  send  written  notice  to  the  Registrant  of  any  such 
claim,  action,  or  demand  against  that  party  within  a  reasonable  time  The  failure  of  any  Indemnified 
Party  to  give  the  appropriate  notice  shall  not  eflea  the  tighu  of  the  other  Indemnified  Parties.  Network 
Solutions  recognizes  that  certain  educational  and  government  entities  may  not  be  able  to  provide 
indemnification.  If  the  Registrant  is  (i)  a  governmental  or  non-profit  educational  entity,  (ii)  requesting  a 
Domain  Name  with  a  ttxM  of  EDU  or  (X)V  and  (iii)  not  permitted  by  law  or  under  iu  organizational 
documenu  to  provide  indemnification,  the  Registrant  must  notify  Network  Solutions  in  writing  and.  upon 
ref:eiving  appropriate  proof  of  such  restriction.  Network  Solutions  will  provide  an  alternative 
indennniflcation  provision  for  such  a  Registrant 

4.  Revocation.  Registrant  agrees  that  Network  Sohitions  shall  have  the  right  in  iU  sole 
discretion  to  revoke  a  Domain  Name  from  registration  upon  thirty  (30)  days  prior  written  notice,  or  at 
such  time  as  ordered  by  a  court,  should  Network  Sohitions  receive  a  properiy  authenticated  order  by  a 
federal  or  state  court  in  die  United  States  appearing  to  have  jurisdiction,  and  requiring  the  Registrant  to 
inaisfer  or  suspend  registration  of  the  Domain  Name. 

5.  TMid  Party  Dfapute  Inltlatloii.  Registrant  acknowledges  and  agrees  that  Network 
Solutions  cannot  act  as  an  arbiter  of  disputes  arising  oat  of  the  registration  of  a  Domain  Name.  At  the 
saute  titiK,  Registrant  acknowledges  that  Network  Solutions  may  be  presented  with  information  that  a 
Domain  Name  registered  by  Registrant  violates  the  legal  rights  of  a  third  party.  Such  information 
includes,  but  is  not  limited  to.  evidence  that  the  second-level  D<»nain  Name  (i.e..  not  including  .COM. 
.ORG,  J«IEr.  £D\},  or  .GOV)  is  identical  to  a  valid  and  subsisting  foreign  or  United  States  federal 
Registration  of  a  trademark  or  service  mark  on  die  Principal  Register  that  is  in  full  force  and  effect  and 
owned  by  another  person  or  entity  ('Complainant'^: 

(a)  Proof  of  such  a  tnderaatk  must  be  by  submission  of  a  certified  copy,  not  more 
than  six  (6)  months  old.  of  a  United  States  Principal  or  foreifn  registration  (copies  certified  in 
accordance  with  37  CFR  233(aKIXviii)  or  itt  saccessor  will  meet  this  standard  for  registrations 
in  jurisdictions  other  than  the  United  States  CX^rtified  Registratioal).  Trademark  or  service 
mark  registrations  from  the  SupplenKotal  Register  of  the  United  States,  or  from  individual  states 
(sach  u  California)  of  the  United  Slates  are  not  sufficient. 

(b)  In  addition  to  dte  proof  required  by  Section  S(a).  the  owner  of  a  trademark  or 
service  mark  registration  must  give  prior  notice  to  the  Domain  Name  Registrant,  specifyiiig 
unequivocally  and  with  particularity  Uiat  the  registratioa  and  use  of  the  Registrant's  Domain 
Nane  violates  the  legal  rights  of  the  trademark  owner,  and  provide  Network  Solutions  with  a 
copy  of  such  notice.  Networic  Sohitions  will  not  undertake  any  separate  investigation  of  the 
statemenu  in  such  notice. 
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(c)  In  those  insances  (i)  where  the  basis  of  the  claim  is  other  than  a  Cenified 
Registration  desciibed  rtwve.  or  <ii)  whetc  the  Complainani  fails  to  provide  the  proof  of  notice 
required  by  Section  SOi).  the  third  patty  procedoies  in  Section  6  will  not  be  applied. 

6.  Third  Party  Procedurct.  In  those  instances  where  a  third  pany  claim  is  based  upon  and 

complies  with  Sccuon  S(a  atid  b).  Network  Solutions  may  apply  the  following  procedures,  which 
recognize  that  trademark  ownership  does  not  automatically  extend  lo  a  Domain  Name  and  which  reflect 
no  opinion  on  the  pan  of  Network  Solunoos  concemmg  the  ulumate  determiiuiion  of  the  claim: 

(a)  Network  Solutions  shall  determine  the  aaivauon  tlate  of  the  Registrant's 
Domain.  Name. 

(b)  If  the  Registrant's  Domain  Name  acuvaiion  date  is  before  the  earlier  of  (i)  the 
date  of  first  use  of  the  trademark  or  service  mark  in  the  Cenit'ied  Registration  or  w\  the  effective 
date  of  the  valid  and  subsisting  Certified  Registration  owned  by  the  Complainant,  or.  if 
Registrant  provides  evidence  of  ownership  of  a  trademark  or  service  mark  as  provided  in  Section 
S.  the  Registrant  shall  be  allowed  to  continue  the  registration  and  use  of  the  contested  Domain 
Name,  as  against  that  Complainant  and  subject  to  the  remaining  terms  of  this  Policy. 

(c)  If  the  activation  date  of  the  Domain  Name  is  after  the  earlier  of  (i)  the  date  of 
first  use  of  a  Complainant's  trademark  or  service  mark  in  the  Certified  Registration,  or  in)  the 
effective  date  of  the  valid  and  subsisting  Cerufied  Reftstration  owned  by  the  Complainant,  then 
Network  Soluuons  shall  request  from  the  Registrant  proof  of  ownership  of  Registrant's  own 
registered  mark  by  submission  of  a  certified  copy,  of  the  type  and  nature  specified  in  Section  S(a) 
above,  owned  by  the  Registrant  and  which  was  registered  pnor  to  the  earlier  of  the  date  of 
Network  Solutions'  request  for  proof  of  ownership  above  or  any  third  pany  notifying  the 
Registrant  of  a  dispute.  The  mark  provided  must  be  identical  to  the  second-level  Domain  Name 
registered  to  the  Registrant. 

(d)  If  the  Registrant's  qctivaiion  date  is  after  the  dates  specified  in  Section  (Xb).  or 
the  Registrant  fails  to  provide  evidence  of  a  trademark  or  service  mark  registration  to  Network 
Solutions  within  thirty  (30^  days  of  receipt  of  Network  Solutions'  request.  Network  Solutions 
will  assist  Registrant  with  assignment  of  a  new  domain  name,  and  will  allow  Registrant  to 
maintain  both  names  siirailianeously  for  up  to  ninety  (90)  days  to  allow  an  orderly  transition  to 
the  new  domain  name  Network  Solutions  will  provide  such  assistance  to  a  Registrant  if  and 
only  if  Registrant  (1)  submits  a  domain  name  template  requesting  the  registration  of  a  new 
domain  name,  and  (2)  submiu  an  explicit  written  request  for  assistance,  including  an 
identification  of  the  Registrant's  desired  new  domain  name  and  the  tracking  number  assigned  by 
Network  Solutions  in  response  to  the  new  domain  name  template,  tioth  within  thirty  i30)  days  of 
receipt  of  Network  Solutions'  onginal  notice  of  the  complaint  At  the  end  of  the  ninety  (90)  day 
period  of  simultaneous  use.  Network  Solutions  will  place  the  disputed  Domain  Name  on  "Hold" 
status,  pending  resolution  of  the  dispute  As  long  as  a  Domain  Name  is  on  "Hold"  status,  thai 
Domain  Name  registered  to  Registrant  shall  not  be  available  for  use  by  any  party. 
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(e)  In  the  event  the  Registrant  (1)  fails  to  provide  the  documentation  required  b> 
Section  6<c)  of  a  trademark  or  service  mark  registration  within  thiny  ^30)  days  of  receipt  of 
Network  Solutions'  dispute  notincation  lener.  (2)  provides  Network  Solutions  wniten 
notification  that  Registrant  will  neither  accept  the  assignment  of  a  new  domain  name  nor 
relinquish  its  use  of  the  Domain  Name,  or  (3)  fails  to  take  any  action  or  provide  any  wntten 
notice  within  the  times  specified  in  this  Secuon  6.  whichever  event  occurs  first.  Network 
Solutions  will  place  the  Domain  Name  on  "Hold."  As  long  as  a  Domain  Name  is  on  "Hold" 
status,  that  Donnain  Name  registered  to  Registrant  shall  not  be  available  for  use  by  any  party. 

(f)  Network  Solutions  will  reinstate  the  Domain  Name  placed  in  a  "Hold"  status  i\) 
upon  receiving  a  properly  authenucated  temporary  or  final  order  by  a  federal  or  state  court  in  the 
United  States  having  competent  jurisdiction  and  suting  which  party  to  the  dispute  is  entitled  to 
the  Domain  Nanne.  or  (ii)  if  Network  Solutions  receives  other  satisfactorv'  evidence  from  the 
panics  of  the  resolution  of  the  dispute. 

7.  Litigation.  In  the  event  that,  prior  to  the  Domain  Name  being  placed  on  "Hold": 

(a)  The  Registrant  files  suit  related  to  the  registration  and  use  of  the  Domain  Name 
against  the  Complainant  in  any  coun  of  competent  jurisdiction  in  the  United  Slates.  Network 
Solutions  will  QQt  place  the  Domain  Name  on  "Hold."  subject  to  the  reinaining  terms  of  this 
Policy  and  pending  a  temporary  or  final  decision  of  the  court,  provided  that  the  Registrant 
provides  a  copy  of  the  file-stamped  Complaint  to  Network  Solutions.  In  such  cases.  Network 
Solutions  will  deposit  control  of  the  Domain  Name  into  the  registry  of  the  coun.  Registrant  also 
shall  promptly  provide  copies  of  any  and  all  pleadings  filed  in  the  action  to  Network  Solutions 
upon  Network  Solutions'  request. 

(b)  The  Complainant  files  suit  related  to  the  registration  and  use  of  the  Domain 
Name  against  the  Registrant  m  any  court  of  competent  jurisdiction  in  the  United  States  and 
provides  Network  Solutions  with  a  copy  of  the  file-stamped  Complaint.  Network  Solutions  will 
not  place  the  Domain  Name  on  "Hold."  subject  to  the  icnuining  terms  of  this  Policy,  and  will 
deposit  control  of  the  Domain  Name  into  the  registry  of  the  coun  pending  a  temporary  or  final 
decision  of  the  coun. 

(c)  In  both  instances,  under  Seaion  7  (a  and  b).  Network  Solutions  will  immediately 
abide  by  all  temporary  or  final  coun  orders  directed  at  either  Registrant  or  Complainant,  wuhoui 
being  named  as  a  pany  to  the  suit.  If  named  as  a  pany  to  a  law  suit.  Network  Solutions  shall  not 
be  limited  to  the  above  actions,  but  reserves  the  nght  to  raise  any  and  all  defenses  deemed 
appropnaie. 

8.  DISCLAIMER.  REGISTRANT  AGREES  THAT  NETWORK  SOLUTIONS   WILL 

NOT  BE  UABLE  FOR  ANY  LOSS  OF  REGISTRATION  AND  USE  OF  REGISTRANT'S  DOMAIN 
NAME.  OR  FOR  INTERRUPTION  OF  BUSINESS.  OR  ANY  INDIRECT.  SPECIAL.  INCIDENTAL. 
OR  CONSEQUENTIAL  DAMAGES  OF  ANY  KIND  (INCLUDING  LOST  PROFITS)  REGARDLESS 
OF  THE  FORM  OF  ACTION  WHETHER  IN  CONTRACT.  TORT  (INCLUDING  NEGLIGENCE).  OR 
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OTHERWISE.  EVEN  IF  NETWORK  SOLLTIONS  HAS  BEEN  ADNHSED  OF  THE  POSSIBlLrn'  OF 
SUCH  DAMAGES.  IN  NO  EVENT  SHALL  NETWORK  SOLLTIONS-  MAXIMUM  LlABILm 
UNDER  THESE  POUCY  GUIDELINES  EXCEED  FTVE  HUNDRED  ($500.00)  DOLLARS. 

9  f<ytic«.  All  notices  or  reports  permitted  or  required  under  this  Policy  shall  be  in  >k'nting 

and  shall  be  delivered  by  personal  delivery,  facsimile  transmission,  and/or  by  first  class  mail,  and  shall  be 
deemed  given  upon  personal  delivery,  or  seven  (7)  days  after  deposit  in  the  mail,  whichever  occurs  first. 
Initial  notices  to  the  Registrant  shall  be  sent  to  the  Domain  Name  Administrative  Contact  at  the  address 
associated  with  the  Domain  Name  Registrant  listed  in  the  InterNIC  Registration  SerMces'  database  tie.. 
the  address  contained  in  Section  3  of  the  Domain  Name  Registrauon  Agreement  uemplatel) 

10.  Non-Agencv.  Nothing  contained  in  this  Policy  shall  be  construed  as  creating  any  agency, 
partnership,  or  other  form  of  joint  enterpnse  between  the  parties. 

1 1 .  Non-Waiver.  The  failure  of  either  pany  to  require  performance  by  the  other  pany  of  any 
provision  hereof  shall  not  affect  the  full  nghi  to  require  such  performance  at  any  time  thereafter:  nor 
shall  the  waiver  by  either  party  of  a  breach  of  any  provision  hereof  be  taken  or  held  to  be  a  waiver  of  the 
provision  itself. 

12.  Breach.  Registrants  failure  to  abide  by  any  provision  under  this  Policy  may  be 
considered  bv  Network  Solutions  to  be  a  maienal  breach  and  Network  Solutions  may  provide  a  written 
notice,  describmg  the  breach,  lo  the  Registrant.  If.  within  thirty  (30)  days  of  the  date  of  mailing  such 
nouce,  the  Registrant  fails  to  provide  evidence,  which  is  reasonably  satisfactory  to  Network  Solutions, 
that  it  has  not  bi«*ched  its  obUgations.  then  Network  Solutions  may  revoke  Registrant  s  registration  of 
the  Domain  Name.  Any  such  breach  by  a  Registrant  shall  not  be  deemed  to  have  been  excused  simply 
because  Network  Solutions  did  not  act  earlier  in  response  to  that,  or  any  other,  breach  by  the  Registrant. 

13.  Invalidity.  In  the  event  that  any  provision  of  this  Policy  shall  be  unenforceable  or  invalid 
under  any  applicable  law  or  be  so  held  by  applicable  court  decision,  such  unenforceability  or  invalidity 
shall  not  rtsnder  this  Policy  unenforceable  or  invalid  as  a  whole.  Network  Solutions  will  amend  or 
replace  such  provision  with  one  that  is  valid  and  enforceable  and  which  achieves,  to  the  extent  possible, 
the  onginal  objectives  and  intent  of  Network  Solutions  as  reflected  in  the  onginal  provision. 

14  ENTTRET\.  THESE  GUIDELINES.  AS  AMENDED.  AND  THE  REGISTRATION 

AGREEMENT  (TEMPLATE)  TOGETHER  CONSTITUTE  THE  COMPLETE  AND  EXCLUSIVE 
AGREEMENT  OF  THE  PARTTES  REGARDING  DOMAIN  NAMES  THESE  GUIDELINES 
SUPERSEDE  AND  GOVERN  ALL  PRIOR  PROPOSALS.  AGREEMENTS.  OR  OTHER 
COMMUNICATIONS  BETWEEN  THE  PARTIES.  REGISTRANT  AGREES  THAT  REGISTRATION 
OF  A  DOMAIN  NAME  CONSTTTLTES  AN  AGREEMENT  TO  BE  BOUND  BY  THIS  POLICE .  AS 
AMENDED  FROM  TIME  TO  TIME 
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Good  Morning,  Mr.  Chairman,  members  of  the 
Subcomminee,  I  am  Gabe  Battista.  the  Chief  Executive  Officer  of 
Network  Solutions,  Inc.  I  welcome  the  opponunity  to  appear 
before  you  today  to  address  what  we,  at  Network  Solutions, 
believe  to  be  one  of  the  issues  affecting  the  future  development  of 
the  Internet  -  the  trademark-domain  name  controversy. 

In  my  few  minutes  here  this  morning,  let  me  (1)  give  you  an 
overview  of  the  issue;  (2)  a  sense  of  the  legal  problems  involved. 
(3)  tell  you  how  Network  Solutions  has  managed  the  problem.  (4) 
present  some  actual  statistics  indicating  the  size  of  the  problem 
and,  (5)  fmally,  offer  some  observations  for  the  future. 

(1)      When   the   Internet   began,   few   were   worried   about 
trademark  law.    The  Internet,  larcelv  a  militarv.  and  research  and 
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education  medium  for  the  Defense  Department  and  academicians, 
was  not  being  used  for  commercial  purposes.  With  the  onset  of 
commercial  usage  in  early  1995,  conflicts  surfaced  between 
trademark  owners  and  domain  name  holders.  By  its  ver>'  nature, 
the  Internet  is  international;  it  knows  no  borders.  Once  connected, 
the  entire  globe  is  accessible.  It  didn't  take  long  for  the 
commercial  interests  here  in  the  United  States  and  the  international 
community  to  see  the  value  in  this  new  medium  as  a  marketplace. 

Existing  side  by  side  with  this  new  medium  was  the  law  of 
trademarks,  with  all  of  its  complexity.    There  are  common  law 
trademarks,      federally-registered      trademarks,      state-registered 
trademarks,  and  trademarks  which  are  licensed  by  the  owner  to 
others.    Then,  of  course,  there  are  also  trademarks  registered  by 
170  countries  all  over  the  world,  with  differing  standards  and 
procedures      for     registration,     enforcement,     opposition      and 
maintenance,  and  finally,  there  are  various  applicable  iniemalional 
treaties.   There  is  no  uniform,  consistent  body  of  trademark  law  to 
which  the  world  adheres.     International  trademark  protection  is 
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complex,  as  each  country  has  different  rules  and  requirements,  and. 
most  critical  to  our  purpose  here,  none  of  it  speaks  to  the 
relationships  between  trademarks  and  domain  names. 

As  the  Internet  conunercialized,  and  more  and  more  domain 
names   were   registered,   those  domain   names   were   viewed   by 
trademark  owners  as  identical  to  their  trademarks,  or  "similar 
enough,"  to  be  confusing   to  the  public.      The   Internet's  21"' 
Century,  "boundary-free*'  technology  began  to  collide  with  19 
Century  'territorial"  trademark  law.    Two  very  powerful  groups, 
trademark  owners  (approximately  800,000  alone  on  the  U.S.  Patent 
and  Trademark  Office's  active  register)  and  domain  name  holders 
(now,  approximately  1,500.000,  just  at  Network  Solutions)  began 
to  complain  about  each  other. 

Let's  look  at  the  legal  problems. 

(2)  On  the  one  side,  the  trademark  owners  of  the  world  have 
spent  vast  sums  instilling  their  trademarks  with  value.  The  Pepsi- 
Cola  Company,  for  example,  estimates  its  trademark  to  be  worth 
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$30  Billion.  They  are  intent  upon  protecting  it.  To  trademark 
owners,  the  Internet  is  just  another  medium  -  like  billboards,  radio. 
and  television.  Trademark  owners  argue  that  the  use  of  their 
trademarks  by  others  on  the  Internet  confuses  the  public  and 
dilutes  their  valuable  asset.  There  is  a  presumption  in  this  position, 
however.  Trademark  owners  presume  that  a  domain  name  is 
synonymous  with  a  trademark. 

On  the  other  side,  we  fmd  the  domain  name  holders,  who 
have  registered  their  domain  names  on  a  "first-come,  first-served" 
basis,  and  who  may  or  may  not  use  the  name  for  commercial 
purposes.      They    are    affronted    by    "aggressive    and    powerful 
trademark  owners"  (as  they  see  it)  who.  only  now,  see  the  benefit 
of  the  new  and  expanding  medium.    Domain  name  holders  feel 
they  have  ".senior  rights**  to  their  domain  names  on  the  Iniemel, 
through  prior  use,  and  they  have  contracts  with  the  registrar  to 
have  those  domain  names. 

Most  of  these  disputes  settle.     Only  the  most  aggressive 
actually  sue  each  other  to  resolve  the  matter  between  them. 
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Those  trademark  owners  who  do  sue,  sue  for  infringement, 
dilution,    unfair    competition     and    related    causes    of    action. 
Trademark  owners  contend  that  the  domain  name  holder  is  using 
the    domain    name    in    commerce    and    confusing    the    public. 
Trademark  owners  argue  that  the  Internet  crosses  all  borders  and 
affects   their  trademarks   worldwide.      On   occasion,   trademark 
owners  of  the  same  trademark  sue  each  other  over  the  same 
domain  name. 

Domain  name  holders  sue  for  declaratory  relief.   They  point 
to  the  void  in  the  law  where  no  court  has  held  that  a  domain  name 
is  synonymous  with  a  trademark.    They  argue  that  trademarks  are 
"territorial,"  that  is,  that  they  exist  in  each  countr>'  solely  according 
to  that  countr>'"s  statutory  scheme.     They  argue  that  the  entire 
Internet  cannot  be  subjected  to  the  ambiguity  of  the  conflicting 
trademark  laws  of  170  different  countries;  that  the  Internet  is  more 
than  a  commercial  marketplace:  it  is  a  medium  of  free  and  open 
communication.    They  argue  that  domain  name  registration  ha.s 
nothins  to  do  with  a  trademark. 
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There  is  no  simple  solution,  no  quick  fix.  to  this  problem. 
Both  sides  have  rights;  both  sides  have  strong  positions. 

(3)  In  response  to  this  problem,  and  in  an  attempt  to  enhance 
the  growth  of  the  Internet,  in  the   Summer  of   1995.  Network 
Solutions  instituted  a  Dispute  Policy  which  tried  to  recognize  the 
interests  of  both  sides,  while  attempting  to  maintain  the  position  of 
the  registrar  as  a  neutral  pany.    There  have  been  approximately 
150  lawsuits  concerning  domain  names.   In  25  of  them,  trademark 
owners    such    as    Panavision.   Porsche,    YKK,    Hewlett-Packard. 
Mattel  and  Prince  Sports,  have  also  sued  Network  Solutions  in 
their   cases    asainst   domain    name    holders   or   other  trademark 
owners.     Without  immunity  from  suit  in  this  kind  of  case,  and 
without  a  single  court  decision  which  holds  that  what  a  registrar 
does  could  not  constitute  contributor>'  infringement  or  dilution. 
Network  Solutions  instituted  its  Policy. 

The  Policy  was  a  proactive  attempt  to  be  fair  to^oth  sides, 
while  not  creating  any  legal  position  one  way  or  the  other.    The 
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Policy  sets  out  clear  procedures  for  both  sides,  allows  the  Iniemei 
to  grow,  and,  yet,  attempts  to  protect  the  registrar  from  loss.  We 
didn't  ignore  the  problem.  We  took  it  head  on.  and  I'm  ver>'  proud 
of  what  we  have  accomplished  -  to  the  benefit  of  all  parties 
concerned.  I  think  it  was  the  right  thing  to  do. 

Network  Solutions  required  that  every  domain  name  holder, 
who  registered  a  domain  name  with  Network  Solutions,  agree  to 
the  Dispute  Policy,  which  was  implemented  with  the  concurrence 
of  the  National  Science  Foundation.   The  Policy  does  not  resolve 
disputes;  it  was  not  intended  to  resolve  disputes.    It  was  and  is 
intended  to  provide  trademark  owners   with   an   administrative 
avenue  to  deal  with  domain  name  holders,  while  providing  domain 
name  holders   with   five  possible  alternatives   and   the   time   to 
consider  them.    At  the  same  time,  the  Policy  attempts  to  extricate 
the  registrar  from  the  equation.    In  the  absence  of  clear  authority 
over  this  kind  of  situation,  it  was  the  only  practical  approach. 

In  certain  circumstances,  if  the  domain  name  holder  fails  to 
choose  any  of  the  options,  we  will  use  our  limited  discretion  to 
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suspend  a  domain  name.     Please  understand,  when  a  name  is 
"suspended",  the  domain  name  holder  is  not  changed  and  the  name 
is  not  deleted.    It  is  simply  placed  in  suspension  so  that  neither 
claimant  (trademark  owner  or  domain  name  holder)  can  use  it  until 
they  resolve  the  dispute.  This,  of  course,  is  the  provision  to  which 
domain  name  holders  have  objected.   Some  domain  name  holders 
believe  it  is  the  registrar's  duty  to  permit  the  domain  name  to 
continue  in  use  and.  thus,  to  incur  liability  as  a  contributon.- 
infringer  or  diluter.  We  don't  agree.  The  Internet  is  a  volatile  and 
fragile  new  medium  and  marketplace.    A  registrar  must  find  ways 
to  resolve  issues  for  the  benefit  of  Internet  growth,  and  its  own 
viability. 

(4)  Let's  look  at  the  results  of  the  Policy.  Network  Solutions 
has  received  3,137  complaint  letters  from  trademark  owners 
against  domain  name  holders.  Of  those  3,137  complaints,  1,711, 
or  about  half  (54%)  resulted  in  the  application  of  the  Dispute 
Policy.  Of  these  1,700  cases,  659  (or  about  38%)  are  currently 
suspended    under    the    terms    and    conditions    of    the    Dispute 
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Policy... that's  659  out  of  the  approximately  1,560.000  domain 
names  currently  registered,  or  four  hundredths  of  \  9c.  The  proof 
is  in  the  numbers,  and  I  suggest  that,  on  balance,  our  Dispute 
Policy  is  working  very  well.  It  has  significantly  reduced  the  time 
and  cost  of  conflict  between  the  parties.  It  is  a  practical  solution  to 
a  difficult  problem  we  face  every  day.  The  problem  is  no  different 
than  other  intellectual  propeny  issues  (such  as  copyrights)  arising 
in  this  new  medium. 

(5)  Someday,  we  believe,  there  will  be  no  need  for  a  domain 
name  Dispute  Policy.  Time  has  a  way  of  resolving  things. 
Sufficient  legal  precedent  which  defines  the  legal  relationship 
between  trademarks  and  domain  names  will  have  evolved  and  such 
disputes  will  have  diminished.  This  is  exactly  what  happened  in 
other  new  mediums  throughout  histor>'.  We  should  not  overreact 
to  a  situation  that  will  eventually  resolve  itself. 

In  summar>".  we  believe  that  the  world's  population,  not  just 
American  citizens,  should  have  open,  immediate,  and  inexpensive 
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access  to  the  Internet.  It  is  a  wonderful  medium  for  world 
information,  and  for  eliminating  closed  societies  and  governments. 
On  the  other  hand,  the  intellectual  propeny  rights  of  world 
commerce  must  be  respected  and  facilitated.  We  must  all  tr\'  to 
alisn  and  funher  these  two  interests,  and  work  our  way  through  it. 

We  are  accustomed  to  immediate  results;  immediate 
solutions.  Well,  that's  not  the  situation  before  us.  It's  too  complex 
and  it's  too  important  to  rush  to  judgment.  Until  there  is  a 
solution,  we  believe  there  is  no  better  alternative  to  our  current 
Dispute  Policy,  which  maintains  a  cost-effective  approach  and  lets 
the  Internet  grow.  We  address  the  issue  every  day  and  we  tr>'  to 
make  it  fair  for  both  sides. 

I  would  like  to  thank  you,  Mr.  Chairman,  and  the  Members 
of  the  Subconunittee  for  allowing  me  to  reflect  briefly  on  these 
issues.    I  will  be  happy  to  answer  any  questions  that  you  have  to 
the  best  of  my  ability. 
(1656  words) 
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Air.  Coble.  Thank  you,  Mr.  Battista. 
Mr.  John  Wood. 

STATEMENT  OF  JOHN  WOOD,  SENIOR  INTERNET 
CONSULTANT,  PRINCE,  PLC 

Mr.   John  Wood.   Good  morning.   My  name  is  John  Wood  of 

PRINCE  pic.  r     ,    ..  ,1  .u  ^      ■^ 

Mr.  Coble.  Wait  a  minute.  Mr.  Wood,  if  you  can  pull  that  mike 
just  a  little  closer  to  you  so  the  reporter  can  hear  you  clearly. 

Thank  you,  sir.  ^      ^  .        ,, 

Mr  John  Wood.  First  time  user.  Good  mormng.  My  name  is 
John  Wood  of  PRINCE  pic.  PRINCE  is  a  small  UK-based  corpora- 
tion whose  business  is  built  in  part  on  the  Internet.  While  based 
in  the  UK,  we  provide  consulting  services  to  companies  and  organi- 
zations who  desire  to  do  business  globally,  often  operating  from 
very  small  organizational  structures  but  wishing  to  compete  suc- 
cessfully worldwide  through  the  reach  of  the  Internet  and  other  for- 
eign communications  services.  „  ,    .  x-  i  ^ 

In  order  to  reach  its  customers,  PRINCE  felt  it  was  essential  to 
use  a  .com  domain  name  registration,  since  by  1995  .com  had  be- 
come associated  with  international  commercial  entities  like  itself. 
In  February  of  1995,  PRINCE  pic  obtained  the  domain  name 
PRINCE.com  in  the  UK  via  Internet  service  provider  Demon  Inter- 
net Limited  from  Network  Solutions,  Inc.  of  Hemdon,  Virginia  on 

a  first-come  first-serve  basis.  ^,^,„„,  ,.     x  ^u 

In  my  testimony,  I  will  outUne  PRINCE's  concerns  about  these 
issues  and  why  we  are  working  with  others  in  industry  to  address 
the  areas  of  concern.  First,  PRINCE  is  a  small  corporation  whose 
business  is  built  in  part  on  the  Internet.  Second,  we  believe  that 
a  secure  and  commercial-grade  Internet  is  an  absolute  requirement 
for  a  full  growth  of  electronic  commerce  as  it  is  envisioned  both 
here  in  the  U.S.,  in  the  UK,  Europe  and  elsewhere,  and  for  the  suc- 
cess of  our  own  Ijusiness.  i  *  j  4. 

The  present  system  already  has  some  areas  of  concern  related  W) 
trademarks  and  domain  names.  Hoarding  of  domain  names  has  al- 
ready been  mentioned;  the  collision  between  domain  names  and 
trademarks,  prompting  the  U.S.  courts  to  subject  domain  names  to 
trademark  law  and  the  challenges  already  arising  to  the  NSI  dis- 
pute resolution  procedure;  issues  of  how  femious  trademark  holders 
rights  might  be  recognized  as  a  special  category;  reverse  hijacking, 
where  a  trademark  holder  pursues  a  domain  name  already  in  use. 

Over  time,  domain  names  have  become  electronic  brand  names 
by  which  consumers  identify  the  brand  with  the  Internet  address. 
Consequently,  they  have  obtained  commercial  value,  leading  to 
some  of  the  problems  noted  above. 

Now,  however,  we  are  facing  additional  challenges.  In  particular, 
the  proposed  introduction  of  seven  new  TLDs  now  under  consider- 
ation in  the  private  sector  led  initiative  known  as  the  gTLD-MOU. 
This  is  creating  a  potentially  serious  concern  for  trademsu-k  holders 
who  are  already  encountering  serious  challenges  in  policing  their 
marks  and  dealing  with  cyber-squatters. 

WIPO  has  issued  a  set  of  proposed  dispute  resolution  procedures 
for  comment  by  November  21,  1997,  which  many  in  the  industry, 
including  my  own  company,  are  preparing  to  submit  comments  on. 
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However  the  guidelines,  even  with  modification,  cannot  address  all 
STprobleml  which  we  had  outlined  above  and,  in  fact,  may  exac- 

^""The  con'Jlrn  of  many  trademark  holders  is  that  multiple  new 
eTLDs  wm  create  even  more  serious  problems  for  trademark  hold- 
ers in  policing  their  brands  and  in  an  environment  where  there  are 
untested  professes  and  procedures,  thus  adding  to  costs  and  confu- 

''°In  our^v?ew!The  fundamental  differences  between  domain  nanies 
and  trademarks  are  such  that  no  real  long-term  resolution  s  ye 
nroDosed  Whereas  domain  names  are  unique  and  global,  trade 
Ss  are  multiple  and  enforced  on  a  territorial  basis.  The  situa- 
S^n  is  Sf  the  more  urgent  to  address,  because  with  rapid  growth 
and  ihe  popularity  of  the  Internet,  famous  trademark  holders  are 
being  forced  to  dedicate  increasing  amounts  of  their  resources  to 
monftor  domain  name  registrations  and,  where  appropriate,  litigat- 

"f^onverX'^L^^Um^fi^^^^  name  holders  have  come  under  at- 
tack from  tradeSark  registrants  encouraged  by  dispute  resc^ution 
policy  inTo  the  belief  that  they  are  able  to  "reverse  hijack  a  domam 
Tiame  This  is  what  happened  to  my  company. 

"we  had  been  operatSfg,  as  most  -^^rs  of  the  Internet  do  assu^^ 
ing  that  all  is  well  in  the  operational  and  administrative 
underpinnings  which  make  things  happen:  the  assignment  of  do- 
main name  s^he  mechanism  for  dispute  resolutions_  It  was  a  sh^ck 
to  us  to  learn  that  our  address  on  the  Internet  PRINCb.com  was 
about  to  be^anked  away  from  us  and  literally,  without  warning, 

''%\e%S^oX'eT&y  is  intended  to  paint  the  picture  of  the 
average  usTr  of  the  Internet  for  business  purposes  and  to  Provide 
Iroad  n^ap  of  the  issues  which  we  at  PRINCE  believe  should  be 
IdequatTlyVscussed  and  addressed  before  implementation  of  a  sig- 
nificant new  system  occurs  on  the  Internet. 

Although  my  testimony  may  seem  to  indicate  that  there  is  no 
wav  to  resolve  these  concerns,  in  fact,  this  is  not  my  view  nor 
Prince's  experience.  We  believe  that  there  ^J^^^^^'^^l^'^il'^^^^ 
be  taken  in  both  the  short  term  and  the  long  term.  For  instance, 
in  the  long  term,  a  power  action  through  the  Internationa^  harmo- 
nization of  thft^ademark  laws  will  help  alleviate  the  problem^  and 
SSificantly  benefit  global  companies.  The  creation  of  a  searchable 
gffl  database  of  re^gistered  marks  will  also  provide  a  significant 
?esource  to  registrar?  and  help  to  alert  and  avoid  potential  colli- 

''°In'the  near  term,  creation  of  a  "famous  trademark"  database 
which  all  registrars  such  as  NSI  would  search  as  a  part  of  the  do- 
mSn  registr?tion  process  will  be  helpful.  Further,  although  this  is 
SSilv  controversial  with  the  Internet  community,  a  publication  pe- 
Sod  even  a  brief  one,  would  be  useful  for  both  trademark  hoWers 
and  would-be  domain  name  holders,  as  it  could  reduce  the  number 
of  Dotential  litigations  that  may  occur. 

We  ie  parifculariy  critical  of  cyber-squatting  and  raise  ques- 
tions about^these  practices  and  the  negative  impact  on  trademark 
holders  It  seems  to  us  that  clear  and  effective  administrative  pro- 
cedures could  deal  with  this  problem  to  a  significant  degree. 
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Finally,  it  should  be  noted  that  currently  NSI  registers  approxi- 
mately 3,000  domain  names  a  day,  yet  it  is  only  involved  m  34  liti- 
gation proceedings.  It  is  clear  that  there  are  serious  concerns  and 
that  disputes  between  trademarks  and  domain  names  must  be  ad- 
dressed in  a  thoughtful  fashion. 

More  work  is  needed,  including  the  involvement  of  the  United 
States  Patent  Office  and  its  counterparts  in  Europe  and  the  rest 
of  the  world,  along  with  WIPO  and  some  broad  and  representative 
private  sector  entities. 

My  purpose  is  not  to  criticize  either  today's  system  nor  the  pro- 
posed new  approach  under  discussion  by  WIPO,  but  to  note  that  a 
collision  is  under  way  and  one  which,  while  we  may  not  be  able  to 
avoid,  can  be  managed  through  effective  management  and  well 
thought  out  structures  in  order  to  avoid  chaos  in  the  marketplace. 

Our  end  goal  should  be  to  ensure  that  end  users,  consumers,  and 
businesses  who  rely  on  the  Internet  to  reach  each  other  to  do  busi- 
ness to  obtain  information  have  a  high  degree  of  certainty,  that 
they  know  how  to  reach  their  intended  destination,  and  that  the 
companies  who  serve  them  by  the  Internet  have  the  same  cer- 
tainty. Thank  you  very  much,  Mr.  Chairman. 

[The  prepared  statement  of  John  Wood  follows:] 

Prepared  Statement  of  John  Wood,  Senior  Internet  Consultant.  Prince  plc 

Good  Morning.  Thank  you,  Mr.  Chairman,  and  members  of  the  Subcommittee,  for 
the  opportunity  to  testify  today,  and  to  provide  a  viewpoint  which  may  be  somewhat 
unique  in  regard  to  the  role  of  Internet  Domain  Names  and  Trademarks  from  the 
other  witnesses.  My  name  is  John  Wood  and  I  am  senior  Internet  consultant  from 
Prince  plc  a  UK  Information  Technology  (IT)  service  provider,  specializing  in  desk- 
top migration  services  and  information  technology  skills  development  since  1985. 

In  addition  to  my  oral  statement,  I  have  provided  a  more  detailed  written  state- 
ment. Following  my  statement,  I  will  be  pleased  to  respond  to  questions.         ^_ 

In  February  of  1995,  Prince  plc  obtained  the  domain  name  "PRINCE.COM  m  the 
UK  via  its  Internet  Service  Provider  (ISP),  Demon  Internet  Limited.  Like  many 
other  IT  companies  in  general,  and  those  serving  a  global  clientele  in  particular, 
Prince  felt  it  was  essential  that  it  had  a  .COM  domain  name  registration  since  by 
1995  .COM  had  become  associated  with  international  commercial  entities  like  itself. 
Currently,  entities  such  as  ourselves  wishing  to  have  a  .COM  domain  name  space 
obtain  it  from  Network  Solutions,  Inc.  of  Hemdon,  Virginia,  who  operate  the  .COM 
registry  under  a  contract  from  the  National  Science  Foundation,  and  issue  them  on 
a  first-come  first-serve  basis. 

I  will  begin  my  testimony  by  outlining  why  Prince  plc  is  concerned  about  these 
issues,  and  why  we  are  working  with  others  in  industry  to  address  the  areas  of  con- 
cern. First,  Prince  plc  is  a  small  corporation,  whose  business  is  built  in  part  on  the 
Internet.  While  based  in  the  UK,  we  provide  consulting  services  to  companies  and 
organizations  who  wish  to  do  business  globally,  often  operating  from  veiy  small 
bases  and  organizations,  but  desirous  to  compete  successfiilly  through  the  Internet 
and  other  advanced  communications  services. 

Second,  we  believe  that  a  secure,  commercial  grade  Internet  is  an  absolute  re- 
quirement for  the  success  of  our  business,  and  for  the  full  growth  of  electronic  com- 
merce as  it  is  envisioned  both  here  in  the  U.S.,  in  the  UK,  Europe,  and  elsewhere. 

I  will  set  the  stage  for  my  comments,  with  a  brief  background  statement  on  the 
underlying  infrastructure  since  often  these  discussions  have  the  appearance  and 
sound  of  alphabet  soup.  The  accessing  of  Internet  email  and  Web  sites  is  done  using 
an  Internet  address.  Internet  addresses  are  made  up  of  a  domain  name 
(PRINCE.COM)  that  is  the  alphanumeric  equivalent  of  its  corresponding  IP  address 
(194.200.207.65)  by  which  the  Internet  identifies  every  user. 

The  present  system  already  has  some  areas  of  concern  related  to  trademarks  and 
domain  names:  first,  hoarding  of  domain  names  by  entities  in  anticipation  that  reg- 
istered trademark  holders  will  pay  money  for  their  corresponding  domain  name — 
e.g.  cybersquatting;  second,  the  "collision  between  domain  names  and  trademarks, 
prompting  the  U.S.  courts  to  subject  domain  names  to  trademark  law  and  the  chal- 
lenges already  arising  to  the  NSI  dispute  resolution  procedure;  third,  issues  of  how 
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commlrdS  vtlue.  feading  to  some  of  the  problem  areas  noted  above. 

Now  we  are  faced  with  additional  challenges:  consideration 

In  particular,  the  proposed  introduction  ^^  { Jf  ^|  VlImoU   is  creating  potential 

in  the  private  sector  le5  iniUative  known  as  the  ^LD^^  ^^^j. 

serious  concerns  for  trademark  holde^vjo  are  alr^^^^^^^  g^^^^     ^p^ 

lenges  in  poUcing  theu-  marks,  ^^^.i^^^I'^.^f  J'l^^^  dispute  resolution 

hasissue^forcommentbyNovember21.  1997   ase^^  submit'^comments  on. 

^retr^the^Jl^deK  e^rwi\h'm^od7fi^^U"t^^^^^  all  of  the  problems 

SmchTe  have^utUned  above  ^nd  in  fact  may  exacerba^^^^^^^  ^^^^^ 

The  concern  of  many  trademark  holdei^  is  tha^^^  ^^^^  .^  ^^ 

rnXoTm^^^th^re^arettl^terp^ro^^^^^^^^^^^  adding  to  cost 

^t^o-^^^l^^^.'^he^^fmental  difTerences  between  dn^^^^^^^^^ 
are  such  that  no  real  long  term  resolution  is  currency  m  si^^^^^       trademarks  are 
names  are  unique  (there  is  only  ""f  P.^;NCE.C0ML  p^^  and  enforced  on 

multiple  (there  are  ojej  1^0%XS  ^^^V^^^aTetc  X  S  sitaation  is  becoming 
a  territorial  basis  (under  US.  federal  °^  s^w  law  e  ^  popularity  of  the  Internet, 
all  the  more  urgent  because   with  ^^e  rapid  CTOwxnana^^  ^  ^^^^^^  ^ 

which  we  aU  hope  ^,«=°ntinue^    famou^trad^^^^^  ^^^^ 

dedicate  increasing  amounte  oftpeir  resources  J«  »»""  "^^  ^f  ^  lobe.  Conversely, 
tions  and  where  appropnatehtigatog  in  far  flung  pai^o^  tnej  trademark  reg- 
legitimate  doniam  name   hoWers  have   com^  under  attack^Jr^^^^^  ^^^  ^^^  ^^^ 

kir.\}p/l^ScJ^a^dom^^^ 

we^^n^fhe^fperSrind-arf^^^^^  t^J^£^  r^es^o"- 

of  data  w^hich  the  Internet  c^mes  each  day^cross^^^^^^^^^^  PRINCE.COM,  was 

mercial  grade  Internet.  Today,  estimates  are  ^""': ''^J^o,™,  j  d  if  AUantic  here 
S,tSnet.%  my  last  rough  analysis,  '^P'"'? ^^^«  *J*V°Se  E^peTsimilar 
in  the  U.S.  have  over  100  milhon  consumers  as  f*^""',^- ,'"  "' ,'^7  '  ,^1,  „m 
ScSSe  exists.  In  short,  «^»">^'£ '°?J'Si'„''„?e*  A%  ov*  2^tiih^, 
h  Sr"r.S.e  S^"  f  ^  SSr^^fhe'^cSTtlTCnrSSeLrt  will  not  he  ahle 

issisJ5ria°iS.!^;/a'?e'Sirhrgi?hai|^^^^^^ 

suSt^'5ii:Sd's's^f4;a|j£^r^^^-K€^^^^ 
Sis',?irg'^'K*h\fd'?i\td°VoSSf.i'^s4.^^^^       - "  -"lo  "^'p " 

'i?rx?tti?iJidX''n'?^-*.rc;sf,^Ns^^j-^^^^ 

main  niines  a  day,  yet  it  is  "■''y '"™''^»?,"  ?t  SSk  tJIdSSa  and  domain 
^^'ZSr^^SlS^:^l'^^^S^^Sr^'^  more  wor.  is  needed. 
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including  the  involvement  of  the  U.S.  Office  of  Patents  and  Trademarks  and  its 
counterparts  in  Europe  and  other  parts  of  the  world,  and,  of  course,  WIPO,  along 
with  a  broad  and  representative  group  of  private  sector  entities,  both  commercial 
and  non-commercial  in  nature. 

My  purpose  is  not  to  criticize  either  today's  system  nor  the  proposed  new  ap- 
proach under  discussion  via  the  WIPO  comment  process,  but  to  note  that  a  collision 
is  underway,  and  one,  which  while  we  may  not  be  able  to  avoid,  can  be  managed 
and  through  effective  management  and  well  through  out  structures,  can  help  to 
avoid  chaos  in  the  marketplace.  Our  end  goal  should  be  to  ensure  that  end  users- 
consumers  and  businesses— who  rely  on  the  Internet  to  reach  each  other,  to  do  busi- 
ness and  to  obtain  information,  have  a  high  degree  of  certainty  that  thev  know  how 
to  reach  their  intended  destination  and  that  the  compames  who  serve  them  via  the 
Internet  have  that  same  certainty. 

1.  Background 

The  domain  name  represents  the  alphanumeric  equivalent  of  an  Internet  Protocol 
(IP)  address  The  IP  address  comprises  four  sets  of  number  separated  by  dots,  e.g. 
the  PRINCE.COM  domain  name  corresponds  to  the  IP  address  194.200.207.65.  Do- 
main names  can  contain  letters  A  through  Z  and/or  the  numerical  digits  of  0 
through  9  or  other  characters  from  the  ASCII  character  set.  In  all,  there  can  only 
be  up  to  24  characters  in  a  domain  name.  The  IP  address  and  the  domain  name 
together  constitute  the  Internet  address  of  the  computer  or  host  that  is  connected 
to  the  Internet.  The  translation  or  resolution  of  the  domain  name  to  its  correspond- 
ing IP  address  occurs  ultimately  on  a  root  server  via  a  configuration  file  or  "root 
zone  file"  Addresses  are  needed  so  that  users  can  find  computers  which  contain  in- 
formation they  want.  Domain  names  are  easier  to  remember  for  many  users  than 
a  string  of  numbers,  so  they  have  become  more  popular.  The  domain  name  hier- 
archy is  read  from  right  to  left  within  the  domain  name  space.  Levels  are  delineated 
by  dots  Therefore,  the  top  level  domains  (TLDs)-.EDU,  .ORG.,  NET  .COM,  .GOV, 
MIL  AND  .INT,  or  the  country  code  domains  names  based  on  ISO  3166  two  letter 
extensions  e.g.,  .DE,  are  found  in  the  extreme  right  of  the  domain  name  space.  It 
is  to  be  pointed  out  that  the  requirements  and  standards  for  the  administration  and 
management  of  the  TLDs  varies  from  country  to  country.  Thus,  where  the  company 
designation  appears  in  the  string  is  dependent  on  the  re^stration  authority  you  use. 
To  the  immediate  left  is  the  second  level  domain,  e.g.  .CO,  .UK 

The  Internet  Assigned  Numbers  Authority  (lANA)  has  overall  authority  for  IP  ad- 
dresses and  domain  names.  The  administration  of  the  central  database  and  direc- 
tory containing  all  of  the  Internet  addresses  and  domain  names  is  earned  out  by 
the  InterNIC  (Internet  Network  Information  Center).  The  TLDs  including  .COM 
since  1993  have  been  managed  by  Network  Solutions,  Inc.  (NSI)  based  in  Hemdon, 
Virginia  under  a  five  year  Co-operative  Agreement  with  the  National  Science  Foun- 
dation (NSF).  This  agreement  is  due  to  expire  on  March  31,  1998.  NSI  administers 
domain  names  to  would-be  domain  name  holders  on  a  first-come  first-serve  basis. 
Further  it  is  important  to  note  that  the  domain  name  holder  does  not  own  the  do- 
main name,  but  merely  has  a  right  of  use  granted  to  it  by  the  registrar,  m  this  case 
NSI. 

2.  The  Collision. 

With  time  domain  names  have  become  more  than  mere  Internet  addresses.  They 
have  become  electronic  brand  names  associated  with  products,  services,  even  new 
movies  eg  WWW.MICROSOFT.COM,  WWW.KISSTHEGIRLS.COM.  Con- 
sequently, in  the  1995  MTV  case  *  the  U.S.  courts  subjected  domain  names  to  trade- 
mark law.  In  Hasbro,  domain  names  became  subject  to  the  federal  dilution  statute 2. 
However,  Domain  names  and  trademarks  have  made  for  unhappy  bedfellows. 

This  collision  is  exacerbated  by  the  fact  that_ trademarks  are  temtonal  (state  or 
federal)  and  multiple  (from  any  of  42  classes),  while  domain  names  are  global  and 
unique.  Thus,  in  the  realm  of  domain  names,  there  is  no  co-existence  of  identical 
names  related  to  dissimilar  goods  and  services  as  is  the  case  with  trademark  law. 
This  reality  has  led  to  a  phenomenon  called  "cybersquatting"  or  domain  name  pi- 
racy, whereby  domain  names  were  being  registered  by  a  party  other  than  the  cor- 
responding trademark  registrant  with  the  intent  of  selling  the  domain  name  to  the 

latter  for  a  profit.  .    .      ^  j  1       u       -t  • 

With  regard  to  the  designation  of  origin  characteristic  of  a  trademark,  when  it  is 
applied  to  an  ISO  country  code  domain,  the  ability  to  know  the  country  of  oj^in 
is  normally   self  evident.   However,  the  non-country  specific  TLDs-.COM,   .NET, 

^Section  43  (C)  of  the  Lanham  Act.  15  U.S.C.  §  1125  (C);  Hasbro  cite. 
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.ORG,  give  no  hint  of  the  geographic  location  of  the  domain  name  holder.  Nor  do 
domain  names  necessarily  identify  the  goods  or  services  to  which  they  relate  e.g., 
CANDYLAND.COM.  It  is  also  difficult  to  see  how  goodwill  could  attach  to  what  is 
essentially  an  Internet  address.  However,  the  greater  challenge  is  to  create  a  legal 
framework  that  allows  for  global  enablement  and  enforcement  of  trademark  rights 
in  general  and  famous  marks  in  particular  that  relate  to  domain  names.  At  the 
heart  of  the  challenge  is  a  way  to  resolve  the  thorny  issues  revolving  around  venue 
and  jurisdiction  determinations. 

3.  Case  Study:  PRINCE.COM 

Prince  pic,  is  a  UK  Information  Technology  (IT)  service  provider,  specializing  in 
desktop  migration  services  and  information  technology  skills  development  since 
1985.  In  February  of  1995  Prince  pic  obtained  via  its  Internet  Service  Provider 
(ISP),  Demon  Internet  Limited,  the  domain  name  "PRINCE.COM".  Like  many  other 
IT  companies  in  general,  and  those  serving  a  global  clientele  in  particular.  Prince 
felt  it  was  essential  that  it  got  a  .COM  domain  name  registration,  because  by  1995 
.COM  had  become  associated  with  international  commercial  entities  like  itself 

After  almost  two  years  of  unopposed  use  of  the  domain  name  PRINCE.COM,  on 
January  16,  1997,  Prince  Sports  Group,  Inc.  (a  New  Jersey  Corporation)  through  its 
U.S.  Counsel,  Sughrue,  Mion,  Zinn,  Macpeak  &  Seas  wrote  Prince  a  letter  asserting 
that  Prince's  use  and  registration  of  the  Internet  domain  name  PRINCE.COM  was 
an  infringement,  an  act  of  unfair  competition  and  dilution  of  its  US  trademarks.  Ac- 
cordingly, to  avoid  legal  action  in  the  U.S.  it  requested  that  Prince  assign  the  do- 
main name  to  it.  Why  should  we.  Prince  retorted?  How  could  an  IT  business  in  the 
UK  be  confused  with  a  tennis  racket  manufacturer  in  the  US?  Besides,  we  had  got 
there  first,  and  thus  played  by  the  rules  in  place  in  February  of  1995.  In  the  real 
world,  we  could  of  co-existed  Prince  Sports  Group  in  classes  9  and  28  (for  tennis 
rackets)  and  Prince  pic  in  class  41  (for  computer  training  services.  But  not  in  cyber- 
space. 

For  Prince  Sports  Group,  its  salvation  appeaired  to  exist  in  the  Revised  Dispute 
Resolution  Policy  (September,  1996)  of  Network  Solutions,  Inc.  The  policy  seemed 
to  focus  on  protecting  Federal  or  Foreign  Trademark  Registrations  (albeit  to  the  det- 
riment of  State  trademark  registrations  and  common  law  rights,  see  article  5)  from 
pirate  domain  name  holders  and/or  infringement  of  their  trademark  rights.  Further, 
it  appeared  to  assert  trademarks  rights  with  a  lower  burden  of  proof  than  required 
by  the  courts,  by  requiring  only  the  furnishing  of  a  certified  copy  of  trademark  reg- 
istration and  a  warning  letter  to  get  the  process  rolling.  Once  the  certified  copy  of 
the  registration  and  warning  letter  had  been  produced  to  NSI  it  would  trigger  an 
NSI  notification  letter  to  the  domain  name  holder.  Depending  on  the  response,  the 
domain  name  may  first  be  put  "on  hold",  then  later  be  given  to  the  complainant. 
The  "on  hold"  status  in  effect  meant  an  injunction  against  the  domain  name  holder's 
use  of  the  domain  name.  Thus,  the  domain  name  holder  loses  any  value  the  Web 
site  may  have  accrued  and  all  that  it  has  invested  in  it. 

Unlike  a  trademark  appUcation,  there  is  no  waiting/publication  period  nor  search 
undertaken  by  the  registry  body  before  a  domain  name  is  granted.  Thus,  the  domain 
name  holder  is  unaware  that  there  might  be  a  conflict  over  its  domain  name  reg- 
istration. We  certainly  were  oblivious  to  our  predicament.  Interestingly,  Prince  pic 
learned  after  its  registration  of  PRINCE.COM  that  in  fact  there  are  some  53  domain 
names  registered  containing  the  word  "prince",  and  over  1000  trademarks,  service 
marks  etc.  with  the  word  "prince"  in  them. 

On  February  25,  1997,  NSI  sent  Prince  a  dispute  notification  letter  giving  Prince 
pic  30  days  to  respond  in  one  of  three  ways  (1)  provide  proof  of  the  existence  of  a 
corresponding  trademark  registration  to  its  domain  name;  or  (2^  evidence  of  litiga- 
tion in  a  court  of  competent  jurisdiction  in  the  United  States;  or  (3)  an  indication 
of  a  willingness  to  be  assigned  another  domain  name.  At  the  same  time,  we  received 
from  NSI  ovir  renewal  notice  for  the  domain  name.  We  were  therefore  placed  in  a 
catch  22  situation,  if  we  did  not  agree  to  renewal,  we  would  lose  the  domain  name, 
if  we  agreed  to  the  renewal  we  would  be  contracting  to  comply  with  the  dispute  res- 
olution policy  which  was  not  in  place  when  we  obtained  the  domain  name  in  Feb- 
ruary 1995.  The  original  dispute  resolution  policy  did  not  in  fact  get  implemented 
until  July  1995. 

Prince  was  therefore  faced  with  a  30  day  period  in  which  to  act  or  lose  its  name. 
At  that  point  the  process  seemed  to  be  a  victory  for  reverse  hijacking.  Namely, 
trademark  registrants  taking  away  domain  names  from  bona  fide  domain  name 
holders.  Further,  NSI's  private  dispute  resolution  policy  appeared  to  be  in  effect  a 
mechanism  for  the  adjudication  of  Prince's  legal  rights.  Finally,  the  scope  of  the  im- 
pact of  NSI's  dispute  resolution  policy  is  such  that  it  forces  foreign  non-U. S.  domain 
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name  holders  at  great  cost  to  fight  for  their  rights  in  the  U.S.  or  lose  their  domain 

However  nothing  is  ever  what  it  seems.  We  discovered  that  NSI  interpreted  its 
Article  7's  reference  to  "competent  jurisdiction"  to  mean  any  jurisdiction  recognized 
as  being  competent  by  U.S.  Courts.  Thus,  in  the  Harrods  case  it  had  allowed  Har- 
rods  to  defend  its  name  in  a  UK  court.  Fxuther  our  counsel  Willoughby  and  Part- 
ners concluded  that  the  letter  of  January  16,  1995  was  designed  to  comport  with 
Article  5  (b)  of  NSI's  guidelines.  That  is  to  say  the  threat  of  proceedings  was  de- 
signed to  act  as  a  trigger  mechanism  by  which  under  the  dispute  resolution  poUcy 
it  could  attain  the  domain  name.  Accordingly,  a  cause  of  action  existed  under  sec- 
tion 21(1)  (C)  of  the  1994  UK  Trademarks  Act  against  abusive  use  of  a  trademark 
by  virtue  of  it  being  used  as  a  threat.  A  complaint  was  filed  on  April  28,  1997  in- 
cluding this  cause  of  action.  The  court  agreecl  with  Prince  arguments  and  issued  a 
decision  in  similar  terms  on  July  18,  1997.  NSI  for  its  part,  on  the  basis  of  the  suit 
did  not  place  the  domain  name  on  hold.  Consequently,  Prince  Sports  Group  filed  an 
action  on  July  18,  1997  in  U.S.  District  court  for  New  Jersey  alleging  with  regard 
to  Prince  pic  federal  unfair  competition  common  law  unfair  competition  and  Federal 
Trademark  Dilution.  It  made  NSI  a  co-defendant  aUeging  breach  of  contract.  Pnnce 
filed  in  response  on  September  17,  1997,  a  motion  to  dismiss  for  lack  of  jurisdiction. 
The  pivotal  issue  for  Prince  pic  was  whether  contact  with  a  state  based  only  on  hav- 
ing a  web  site  was  sufficient  enough  to  grant  jurisdiction  and  venue  over  the  foreign 
party  Due  to  the  fact  that  Prince  Sports  Group  withdrew  its  action  on  October  15, 
1997  we  will  never  know  the  answers  in  this  case.  Also  Prince  pic  argued  for  a  sum- 
mary dismissal  on  the  merits,  because  Prince  pic's  computer  services  were  so  com- 
pletely unrelated  to  Prince  Sports  Groups  tennis  racquets  that  as  a  matter  of  law 
no  consumer  confusion  was  likely.  However,  in  Bensusan  Restaurant  Corp.  y.  King, 
937  F  Supp  295  (S.D.N.Y.  1996);  aff'd  U.S.  Court  of  Appeals  for  the  second  circuit 
at  1997  WL  560048,  Civ.A.  No.  96-9344,  the  court  held  that  a  Web  site  that  adver- 
tises a  defendant's  services,  standing  alone,  does  not  constitute  sufficient  contacts. 
However,  as  electronic  commerce  becomes  more  and  more  significant  the  pressure 
to  afford  jurisdiction  and  venue  over  a  party  will  grow. 

If  the  case  had  gone  to  trial  it  would  have  focused  on  two  significant  issues  i.e. 
famous  marks  and  the  scope  of  the  dilution  statute.  Currently,  major  trademark 
holders  are  being  forced  into  devoting  increasingly  large  amounts  of  their  resources 
to  monitor  domain  name  registrations  around  the  world  and  where  necessary  file 
actions  in  protection  of  their  famous  marks.  On  the  other  hand  it  should  be  pointed 
out  that  the  tendency  to  enter  the  litigation  arena  m  the  U.S.  is  buoyed  by  the 
Hasbro  decision,  which  subjected  domain  names  to  the  dilution  doctrine  and  enabled 
the  plaintiff  to  stop  a  domain  name  holder  using  its  domain  name  or  registering  a 
"similar"  domain  name  where  dilution  was  found  to  exist.  Due  to  the  wide  scope  of 
the  decision  it  could  have  a  chilling  effect  on  those  with  a  legitimate  right  to  a  do- 
main name,  but  who  are  not  the  holders  of  a  famous  mark.  A  solution  might  be  the 
creation  of  a  famous  mark  database  which  registries  woxild  have  to  consult  to  avoid 
a  conflict. 

4.  Conclusion 

Although  the  issues  are  multiple  and  the  complexities  great,  the  size  of  the  prob- 
lem and  thus  the  ability  to  secure  a  solution  is  manageable  at  this  juncture.  Cur- 
rently NSI  registers  approximately  3,000  domain  names  a  day,  but  it  is  only  in- 
volved in  34  active  litigations  and  cited  in  perhaps  no  more  than  300  related  htiga- 
tions.  However,  the  problem  is  only  going  to  grow  with  time.  So  the  time  to  act  is 
sooner  rather  than  later.  But  only  after  careful  consideration  of  all  the  issues  and 
upon  the  creation  of  a  comprehensive  legal  framework. 
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Suminary  of  Teatimony  of  John  Wood,  Senior  Internet  Consultant.  Prince  pic 

Prince  pic,  which  I  represent,  is  a  small  UK  based  corporation,  whose  business  is  built  in 
part  on  the  Internet.   While  based  in  the  UK,  we  provide  consulting  services  to  companies  and 
organizations  who  desire  to  do  business  globally,  often  operating  from  verv-  small  organizational 
structures  but  wishing  to  compete  successfully  worldwide  through  the  reach  of  the  Internet  and 
other  advanced  communications  services.  In  order  to  reach  its  customers.  Pnnce  felt  it  was 
essential  that  it  used  a  .COM  domain  name  registration,  since,  by  1995,  .COM  had  become 
associated  with  international  commercial  entities  like  itself. 

Access  to  the  Internet  for  email  and  Web  sites  is  done  using  an  Internet  address.  Internet 
addresses  are  made  up  of  a  domain  name  (e.g.,  PRINCE.COM)  that  is  an  alphanumeric  equivalent  of 
its  corresponding  IP  address  (194.200.207.65)  by  which  the  Internet  identifies  every  user.  Domain 
names  relating  to  commercial  entities  are  identified  by  a  top  level  domain  (TLD)  extension--.COM. 
Currently,  entities  such  as  ourselves  wishing  to  have  a  .COM  domain  name  space  obtain  them  from 
Network  Solutions.  Inc.  (NSI)  of  Hemdon.  Virginia.  NSI  administers  .COM  under  a  contract  from  the 
NSF.  Domain  names  are  issued  on  a  first-come  first-serve  basis. 

The  present  domain  name  system  already  has  some  areas  of  concern  related  to  trademarks 
and  domain  names:  first,  the  hoarding  of  domain  names  by  entities  in  anticipation  that  a  registered 
trademark  holder  will  pay  money  for  its  corresponding  domain  name;  second,  the  "collision" 
between  domain  names  and  trademsirks,  prompting  the  U.S.  courts  to  subject  domain  names  to 
trademark  law  and  attempt  to  resolve  the  challenges  arising  to  the  NSI  dispute  resolution  procedure: 
third,  issues  of  how  famous  trademark  holders  rights  might  be  protected  over  the  Internet ;  fourth. 
reverse  hi-jacking,  where  a  trademark  holder  attempts  to  take  a  domain  name  held  by  a  legitimate 
domain  name  holder;  and  finally,  the  pending  and  proposed  change  to  a  new  dispute  resolution 
procedure,  yet  not  fully  developed,  which  would  be  housed  at  WIPO.  in  Switzerland  and 
incorporating  the  assumption  that  there  will  be  a  number  (7)  of  new  gTLDS.  thus  creating  serious 
problems  for  trademark  holders  in  "policing"  their  brands,  and  creating  potential  problems  of  an 
opterational  "surge"  as  new  domain  names  are  added  to  the  "root". 

It  is  clear  therefore  that  there  are  serious  concerns,  and  that  disputes  between  trademarks 
and  domain  names  must  be  addressed  m  a  thoughtful  fashion,  and  that  more  work  is  needed.  The 
way  ahead  must  lead  to  a  global  commercial  solution.  It  must  balance  the  conflicting  interests 
and  hold  them  accountable.  It  must  also  afford  a  clear  legal  definition  and  system  of  redress,  in 
order  to  provide  a  stable  and  secure  commercial  environment  for  the  development  of  electronic 
commerce.  In  the  long  term,  this  will  necessitate  the  intcinational  harmonization  of  the 
trademark  law  and  the  creation  of  a  searchable  global  database  of  registered  marks. 

In  the  near  term,  a  stop-gap  solution  may  be  the  creation  of  a  "famous  trademark" 
database  and  the  requirement  of  registries,  such  as  NSI.  to  search  it  as  part  of  the  domain  name 
registration  process.  Further,  a  publication  period  would  be  useful  for  both  existin{>.  trademark 
holders  and  would-be  domain  name  holders  as  it  would  help  to  reduce  potential  litigation  down 
the  road.  Finally,  it  should  be  noted  that  currently  NSI  registers  3.000  domain  names  a  day;  yet 
it  is  only  involved  in  34  litigation  prcKeedings.  It  appears  clear  that,  given  the  nature  of  the 
issues  involved,  and  the  need  for  the  development  of  an  effective  comprehensive  solution  to  this 
highly  complex  problem  and  its  impact  on  the  future  success  of  electronic  commerce,  that 
sufficient  time  should  be  allowed  to  thoroughly  consider  all  the  issues  pertaining  to  protecting 
trademarks,  enabling  domain  names,  and  resolving  disputes  in  a  fair  and  balanced  manner. 
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Mr.  Coble.  Mr.  Wood,  some  recent  months  ago,  I  had  the  good 
fortune  of  being  in  your  town 

Mr.  John  Wood.  Thank  you,  sir. 

Mr.  Coble  [continuing].  With  intellectual  property  representa- 
tives from  Asia,  Europe,  and  North  America.  And  I  award  high 
marks  to  London.  We  had  a  very  fine  visit  there.  I  think  you  will 
agree,  Mr.  Kirk. 

Mr.  Kirk.  Yes. 

Mr.  Coble.  You  were  very  hospitable  and  we  enjoyed  being  there 

very  much. 

Mr.  John  Wood.  Well,  come  back  soon,  sir. 
Mr.  Coble.  We  woxild  like  to  do  that. 
Mr.  Doug  Wood. 

STATEMENT  OF  DOUGLAS  J.  WOOD,  EXECUTIVE  PARTNER, 
HALL,  DICKLER,  KENT,  FRIEDMAN  &  WOOD,  ON  BEHALF  OF 
THE  COALITION  FOR  ADVERTISING  SUPPORTED  INFORMA- 
TION AND  ENTERTAINMENT  (CASIE) 

Mr.  Doug  Wood.  Thank  you,  Mr.  Chairman.  Recently,  a  com- 
mentator summed  up  the  Internet  in  a  simple  phrase  that,  for  the 
first  time  in  history,  boundaries  have  no  relevance.  And  any  of  us 
who  make  our  living  or  part  of  our  living  in  the  Internet  business 
I  think  appreciate  that  comment  more  than  most.  With  that  demise 
of  the  traditional  boundaries,  however,  we  have  faced  some  new  op- 
portunities and  some  new  dangers  in  the  subject  matter  of  this 
committee's  hearings  today  on  the  trademark  issues. 

For  the  Internet  to  become  the  commercial  vehicle  that  people 
envision  today,  it  is  going  to  need  the  support  of  the  global  brand 
and  regional  brand  owners,  the  trademark  owners  that  we  are  con- 
cerned about  today.  Without  it,  it  is  simply  not  going  to  become  a 
viable  commercial  medium.  And  also,  I  think  it  is  safe  to  say  that 
the  United  States  or  any  foreign  government  is  not  ready  to  pay 
the  costs  of  the  Internet  on  a  continuing  basis  either.  So  that  is 
why  it  is  so  important  that  the  commercial  sector  be  listened  to  in 
this  issue. 

I  am  outside  legal  counsel  for  CASIE.  And  as  the  Chairman  has 
indicated,  it  is  a  joint  coalition  of  the  Association  of  National  Ad- 
vertisers and  the  American  Association  of  Advertising  Agencies. 
The  ANA  and  four  A's  represent  the  bulk  of  the  investment,  the 
dollars  invested  on  much  of  the  World  Wide  Web,  the  part  of  the 
Internet,  the  commercial  sector  of  the  Internet  that  has  spent  mil- 
lions and  will  continue,  and  probably  before  the  end  of  this  decade 
are  expected  to  spend  billions  of  dollars  in  developing  and  building 
the  Internet. 

That  all  comes  with  one  catch,  however.  And  that  is  protection 
of  their  brand  names  and  their  trademarks.  As  indicated  by  an  ear- 
lier speaker,  Pepsi  put  the  value  of  their  trademark  at  30  billion. 
And  that  may  be  an  underestimate.  These  brands  have  been  lead- 
ers in  the  world  for  many,  many  years  and  need  to  be  addressed 
and  protected. 

The  membership  of  the  ANA  includes  companies  like  Pepsi  and 
Coca-Cola,  Visa,  American  Express,  Kodak,  Polaroid,  Reebok,  and 
the  likes  of  the  people  who  have  true  global  trademarks.  It  also  in- 
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eludes  many  companies  with  regional  trademarks  that  are  just  as 
equally  important,  Procter  &  Gamble  among  them. 

The  4  A's  is  the  largest  advertising  association  in  the  world  and 
includes  the  leading  advertising  agencies  throughout  the  globe.  As 
a  collective  group  they  have,  as  I  said,  spent  the  bulk  of  the  invest- 
ment or  a  huge  part  of  it,  and  also  are  some  of  the  most  technically 
savvy  in  the  group. 

As  the  Internet  has  grown,  we  have  heard  the  reference  to  cyber- 
squatters  and  trademark  warehousers.  We  have  had  trademark 
squatters  and  trademark  warehousers  before.  That  is  not  a  new 
concept  for  trademark  owners,  people  trying  to  take  advantage  of 
trademark  rights.  But  on  the  Internet,  it  is  rather  unique  because 
of  this  unusual  domain  address  system  that  we  have,  this  second 
level  domain  and  the  limited  number  of  generic  top  level  domains, 
the  .com,  .org  and  .net. 

These  issues,  in  our  view,  fall  into  essentially  four  different  cat- 
egories that  need  to  be  addressed:  One  is  the  brand  development 
protection;  the  second  is  the  domain  name  dispute  resolution  sys- 
tem for  the  second  level  domain  names,  the  Coca-Cola  and  Coca- 
Cola.com;  the  addition  and  potential  proliferation  of  additional 
gTLDs;  the  gTLD  MOU  has  proposed  by  firm,  dot  store,  dot  a  num- 
ber of  others;  and,  finally,  and  perhaps  most  importantly,  the  port- 
ability issue,  the  portability  of  going  from  one  domain  to  another. 

The  Internet,  we  want  to  point  out,  as  I  think  everyone  has  said 
here,  and  the  Chairman's  comments  I  think  indicated  it  earlier  as 
well,  it  is  a  little  premature  to  be  coming  to  a  regulatory  solution 
to  this.  The  Internet  is  very  much  a  self-healing  organization — 
organ.  And  it  has  shown  quite  a  bit  of  ability  in  the  past  to  address 
its  own  problems.  And  that  is  what  the  likes  of  NSI  and  the  Inter- 
national Ad  Hoc  Committee  are  trying  to  do,  unfortunately,  more 
separately  than  together;  but  they  are,  nonetheless,  each  trying  to 
find  those  solutions  somewhere  in  the  Internet  world. 

On  the  brand  development  and  protection,  unfortunately,  on  the 
Internet,  all  trademarks  are  not  created  equal.  There  are  those 
that  are  truly  unique  marks,  like  Coca-Cola,  Pepsi,  Reebok  and 
others.  As  to  those,  they  deserve  the  right  to  have  complete  exclu- 
sivity on  the  generic  top  level  domains.  No  one,  in  the  view  of  these 
companies,  should  be  allowed  to  use  the  name  Coca-Cola  or  other- 
wise on  any  of  the  proposed  gTLDs. 

But  they  are  not  the  bulk  of  the  users  of  the  Internet.  The  bulk 
of  the  users,  of  trademark  users,  are  those  users  that  have  names 
that  are  regional  trademarks,  are  not  global  trademarks,  are  marks 
like  Exxon,  for  example.  As  was  mentioned  earlier,  it  is  Exxon  in 
the  United  States  but  it  is  Esso  overseas.  Nonetheless,  they  are 
very  important  and  very  valuable  marks. 

Those  brands  need  to  be  protected  on  the  Internet  to  the  extent 
that  use  by  others  will  prove  confusion  under  standard  trademark 
theories  and  also  prevent  the  natural  expansion  of  the  global  mar- 
kets. But  that  is  the  dilemma. 

Delta,  for  example.  Delta.com.  Who  should  that  be  owned  by? 
Delta  Airlines,  Delta  Facilities  or  its  current  owner,  Delta.com  De- 
velopment, an  Internet  service  provider?  Or,  Yale.com.  Should  it  be 
owned  by  Yale  University,  Yale  Lock  Company,  or  its  present 
owner,  Yale  Materials  Handling  Company,  a  forklift  manufacturer? 
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There  are  not  easy  solutions  to  any  of  those  issues,  and  it  is  pos- 
sible that  a  directory-based  system  similar  to  some  that  have  been 
proposed  may  be  the  answer. 

Third,  the  geographically  dispersed  companies  that  have  marks 
that  are  identical  or  very  similar  and  in  their  individual  regions 
have  every  right  to  use  of  the  mark;  as  to  those,  again,  perhaps  a 
directory  is  a  solution. 

And,  finally,  there  are  those  domain  names  that  use  totally  ge- 
neric words  as  their  second  level  domain,  soap.com  for  example,  or 
toys.com.  By  doing  so,  they  effectively  monopolize  an  entire  cat- 
egory. 

Now  as  to  those,  no  one  should  have  any  single  exclusive  owner- 
ship of  toys.com  per  se,  and,  again,  perhaps  a  directory  solution  is 
a  direction  to  go. 

But  let  me  just  say  as  to  the  directory  solution  which  people  have 
mentioned  earlier  in  the  testimony  today,  that  is  not  necessarily 
the  solution  that  it  first  appears  to  be.  It  will  depend  entirely  on 
how  sophisticated  these  directories  are,  how  these  directories  them- 
selves police  the  inclusion  of  names  in  their  directory.  There  is 
nothing  to  prevent  somebody,  for  example,  on  a  standard  directory, 
as  they  do  in  the  yellow  pages,  of  putting  a  bunch  of  A's  in  the 
front  of  their  name  so  they  get  there  first  on  the  list.  And  if  you 
have  that  kind  of  allowance  in  these  directories,  the  Coca-Colas  in 
this  world  will  just  simply  find  themselves  preceded  by  AAAA 
Coca-Cola,  ABAA  Coca-Cola,  and  the  like.  So  the  directory  needs 
to  also  be  policed.  So  the  directory  solution  is  not  necessarily  a  pan- 
acea. 

But,  most  importantly,  from  the  perception  or  perspective  of 
CASIE,  is  the  need  for  portability.  The  proposals  differ  in  substan- 
tial degree  on  this  issue.  Under  one  concept,  .com,  .org,  .net,  or  any 
of  these  new  gTLDs  would  be  owned  exclusively  by  a  given  reg- 
istrar. Under  another  proposal,  these  databases  should  be  shared 
equally  among  everyone.  There  is  a  difference  between  moving  your 
address  and  moving  your  long  distance  telephone  carrier.  It  is  im- 
portant, and  CASIE  is  adamant  on  its  position,  that  there  be  possi- 
bility of  these  trademark  second  level  domains.  So  if  I  want  to 
move  my  domain  from  one  registrar  to  another,  I  don't  have  to 
change  it  from  Coca-Cola.com  to  Coca-Cola.firm.  We  don't  believe 
that  makes  any  sense  whatsoever. 

Thank  you  for  the  time  to  testify  today,  and  CASIE  remains 
available  for  any  other  questions  you  have. 

[The  prepared  statement  of  Mr.  Douglas  Wood  follows:] 

Prepared  Statement  of  Douglas  J.  Wood,  Executive  Partner,  Hall,  Dickler, 
Kent,  Friedman  and  Wood,  on  behalf  of  the  Coalition  for  Advertising  Sup- 
ported Information  and  Entertainment  (CASIE) 

introduction 

The  Issues  Before  this  Subcimmittee 

The  controversy  sxirrounding  the  protection  and  development  of  brand  names  and 
trademarks  on  the  Internet  is  the  subject  of  this  Testimony  and  the  Subcommittee's 
Hearing.  ^ 


1  Many  of  the  acronyms  used  on  the  Internet  are  confusing.  To  assist  the  reader,  attached  is 
an  Appendix  explaining  the  acronyms  referred  to  in  this  Testimony. 


159 


Trademarks  and  brand  names  are  among  the  most  valuable  assets  owned  and/or 
deveS  and  promoted  by  the  American  and  global  marketing  commumties  In 
manv  ways  the  value  of  an  established  and  respected  brand  name  is  immeasurable^ 
WWle  The  internet  provides  unprecedented  means  to  increase  global  awareness  of 
brand  names,  it  also  presents  new  challenges  and  threats  to  these  assets  on  a  global 
sralp  in  diverse  jurisdictions  applying  incompatible  trademarks  laws 

Therefore  thesThearing  are  critical  to  the  debate  on  the  resolution  of  the  many 
coSicated  trademark  islues  that  challenge  the  future  of  the  Internet  as  a  viable 
commercial  medium. 

Why  CASIE  is  Testifying  ,,         .  ,        ,"AX^A"^  o„^ 

CASIE  is  a  coalition  of  the  Association  of  National  Advertisers,  Inc.  (  ANA  )  and 
fhp  American  Association  of  Adveri^ising  Agencies  ("AAAA"),  two  trade  associations 
tSlt^l^ctWely  present  most  of  the  major  players  in  the  global  advertising  and 
advert^sfng  agency  industries.  CASIE's  purpose  is  to  foster  the  growth  of  advertising 

sunnorted  information  and  entertainment  on  the  Internet.  

BasSiuponUie  latest  estimates,  ANA  and  AAAA  members  will  spend  more  than 
$2  bmlon  on  advertising  on  the  Worid  Wide  Web  by  the  year  2000.  Those  numbers 
II  not  include  the  evenligher  investment  in  building  and  mamtai^^ngw^bs^^^^^^^ 
nenditures  that  have  been  the  major  driving  force  in  the  growth  ot  the  World  wiae 
W^bs^ce  industry.  In  sum,  ANA  and  the  AAAA  coUectiyely  represent  an  enor- 
mous l^unt  of  both  the  present  and  future  investment  in  the  Internet.  And  with- 
TtthaT  investment,  it  is  quite  possible  that  there  would  be  no  World  Wide  Web 
as  we  know  it  or  commercial  viability  of  the  Internet.  ,    ,     ,  ^^  ^f +v,a 

'The  members  of  CASIE  are  not  only  global  «^°'"P?.^«^-,^,yt  also  o^  some  ^ 
most  valuable  global  and  regional  trademarks  and    brands    in  the  world,  iney  are 
representee  of  the  brand  owners  most  affected  by  policies  relating  to  the  protec- 
tion of  trademarks  on  the  Internet. 
CASIE  and  Its  Involvement  in  the  Internet 

ANA'S  membership  is  a  cross-section  of  not  only  American  industry,  but  most  ot 
themafor  glXal  marketers,  including  retailers,  manufacturers,  and  service  pro^d^ 
ers  ANA  has  225  corporate  members  and  through  them  represents  more  than  7  400 
separatradvert^ising  entities.  Among  its  corporate  members  are  such  global  giants 

as: 

United  States-Based  Members: 

AmPrican  Airiines'  American  Express;  Anheuser-Busch;  Apple  Computer; 
AT^T;  Bnstd-M?erk  sSuibb;  Chase  Manhattan  Bank,  Chevron  Chrysl^er 
Coro.  Citicorp;  The  Coca-Cola  Co.;  Colgate-Palmolive;  Compaq;  Delta  A^- 
linS-  Digital;  Dow  Chemical  Co.;  DuPont;  Eastman  Kodak;  Exxon;  Federal 
Express  Ford  Motor  Co.;  General  Electric;  General  Motors;  Grand  Metro- 
ooHtan  Hasbro-  Hewlett-Packard;  IBM;  Intel;  Johnson  &  Johnson;  KPMG 
PeSan^crtucen  Technologies;  MasterCard;  McDonald's;  Microsoft;  M 
&  M  MaTcorp.;  Mobil  OU  Co^.;  Motorola;  Norelco;  Northwest  Airlines; 
Panasonic;  Pepsico;  Pfizer;  Phillip  Morris;  Polaroid;  Procter  &  Gamble 
Reebok-  RJR  Nabisco;  Rockwell  International;  Schenng-Plough;  SheU  Oil, 
SmXknne  Beecham  Sprint;  Texaco;  Texas  Instruments;  Unocal;  United 
Airlines;  Upjohn;  Viacom;  Visa;  Warner  Brothers;  Westinghouse;  Xerox, 

Foreign-Based  Members: 

Allied  Domecq;  Bacardi;  Bayer;  Benckiser;  Betts,  Dearborn;  BMW; 
Cadbuiy-Schweppes;  Guinness;  Heineken,  The  House  of  Seagram  s 
Hyundai  LEGO;  Loew's;  Nestle;  Nissan;   Sega;  Shiseido;  Saab;  Siemens, 

Th^ere'mlSrri'^Ytmorg  the  most  active  users  of  the  Internet.  According^  to 
FaU  1996  numbers,  90%  of  ANA  members  reported  having  at  least  one  website,  with 
an  averaged  2  5  websites  per  company.  Forty-nine  percent  of  ANA  members  re- 
porTd  using  the  Internet  fo?  their  company's  intranet.  In  the  last  year,  these  per- 

•^'^ffi  If  IL°?i'rg'esra"sodation  of  advertising  agencies  in  the  world.  SimUar  to 
the^SjA  its  members  are  a  cross-section  of  the  advertising  agency  industry;  local, 
national  and  global   Liong  its  members  are  the  following  U.§.-based  global  agen- 


cies 


Ammirati  Puris  Lintas;  BBDO  Worldwide;  Bozell  Woridwide;  Campbell- 
Ewald  Messner  Vetere  et  al.;  D'Arcy  Masius  Benton  &  Bowles;  DDB  Need- 
ham  Worldwide;  Grey  Advertising;  J.  Walter  Thompson  Co.;  Leo  Burnett 
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Co.;  McCann-Erickson  Worldwide;  Ogilvy  &  Mather  Worldwide;  Saatchi  & 
Saatchi;  True  North;  Young  &  Rubicam; 

The  U.S.  offices  of  other  global  agencies  are  members  as  well,  including: 

Bates  Advertising  (Bates  Worldwide);  DCA  Advertising  (Dentsu);  Euro 
RSCG  Tatham;  Hakuhodo;  Lowe  &  Partners/SMS  (Lowe  &  Partners  World- 
wide); Publicis/Bloom  (Publicis  Communication);  TBWA/Chiat  Day  (TBWA 
International);  Wells  Rich  Greene  (BBDP/GGT  Worldwide); 

AAAA's  agencies  represent  many,  if  not  most,  of  today's  global  marketers,  both 
in  the  United  States  and  throughout  the  world.  As  such,  their  interests  and  exper- 
tise are  essential  ingredients  in  the  proper  administration  of  the  Internet.  Their 
members  also  include  some  of  the  most  creative  and  technically  savvy  people  in  the 
marketing  industry. 

Focus  of  CASIE's  Testimony 

Since  January  1996,  CASIE  has  been  monitoring  and  evaluating  the  Internet 
issues  which  affect  its  members,  including  attending  key  meetings  in  Geneva,  Swit- 
zerland, Washington,  D.C.  and  New  York  City  to  meet  with  representatives  of  the 
three  entities  currently  at  the  center  of  the  debate  regarding  the  future  administra- 
tion of  the  Internet.  These  entities  are:  (1)  the  interagency  committee  addressing 
global  electronic  commerce  on  the  Internet  chaired  by  Ira  Magaziner,  Senior  Advisor 
to  the  President  for  Policy  Development;  (2)  the  interim  Policy  Oversight  Committee 
("iPOC")  of  the  now-defunct  International  Ad  Hoc  Committee  ("lAHC"),  proponent 
of  the  generic  Top  Level  Domain  Memorandum  of  Understanding  ("gTLD-MoU"); 
and  (3)  Network  Solutions,  Inc.  ("NSI")  the  contractor  currently  responsible  for  reg- 
istering and  administering  commercial  domain  names  in  the  United  States. ^ 

In  these  meetings,  and  through  the  experience  of  CASIE's  members,  CASIE  has 
identified  a  number  of  issues  which  are  critically  important  to  its  members'  contin- 
ued investment  and  participation  in  the  Internet.  Included  among  the  many  issues 
of  concern  to  CASIE  are  protection  of  brand  names  and  trademarks,  the  structure 
of  Internet  governance  in  the  future,  the  selection  of  registrars  to  compete  with  NSI 
after  its  contract  expires,  the  increasing  registration  of  generic  words  as  second-level 
domain  names  ("SLDs"),  privacy  rights  in  data  obtained  from  consumers  using  the 
Internet,  e-commerce  encryption  and  security,  copyright  protection,  and  content  re- 
strictions. 

As  previously  stated,  this  first  issue — the  protection  and  development  of  brand 
names  and  trademarks  on  the  Internet — is  the  subject  of  this  Testimony  and  the 
Subcommittee's  Hearing.  It  is  important  to  note,  however,  that  these  other  issues 
are  also  of  critical  importance;  the  regulatory  and  Internet  communities  are  urged, 
at  the  appropriate  time  and  in  the  appropriate  forum,  to  thoroughly  consider  them 
as  well. 

Currently,  the  most  important  Internet  trademark  issues  to  CASIE's  members  are 
(1)  brand  development  and  protection,  (2)  domain  name  dispute  resolution,  (3)  the 
effects  of  the  proposed  proliferation  of  new  generic  top-level  domains  ("gTLDs")  and 
(4)  maintaining  tne  portability  of  domain  names  when  switching  domain  name  reg- 
istrars and/or  Internet  service  providers  ("ISPs"). 

CASIE  does  not  purport  to  have  solutions  to  all  of  these  issues.  Instead,  in  this 
Testimony,  CASIE  articulates  the  concerns  of  its  members  and,  where  possible,  en- 
dorses certain  proposals  which  may  lead  to  resolution  of  the  issues.  "The  Internet 
continues  to  evolve  and  our  understanding  must  evolve  along  with  it.  The  views  ex- 
pressed in  this  Testimony  are  preliminary  views  based  on  information  available  to 
date;  however,  CASIE's  operational  position  may  change,  subject  to  developments  in 
the  industry. 

CASIE  cautions  this  Subcommittee  and  all  of  the  members  of  the  Internet  com- 
munity to  proceed  slowly  and  carefully  in  addressing  these  issues.  Unduly  burden- 
some regulations  could  chill  the  substantial  economic  contributions  of  the  advertis- 
ing and  marketing  communities  to  the  commercial  development  of  the  Internet. 

Finally,  CASIE  urges  all  of  the  participants  in  the  debate  to  recognize  that  tech- 
nology may  offer  solutions  far  superior  to  hasty  and  restrictive  over-regulation  of  the 
Internet.  'To  date,  the  Internet  has  been  a  remarkably  self-healing  mediimi.  Unlike 
traditional  issues  that  have  prompted  government  intervention  to  address  concerns 


2  As  the  Subcommittee  is  no  doubt  aware,  the  National  Science  Foundation  ("NSF")  has  an- 
nounced that  it  does  not  intend  to  renew  its  contract  with  NSI  upon  its  expiration  in  March, 
1998,  but  instead  intends  to  transfer  responsibilitv  for  the  Internet  to  the  world  community. 
There  are  also  unconfirmed  rumors  that  NSF  will  extend  the  NSI  contract  for  six  months. 
CASIE  supports  this  extension  so  that  decisions  that  need  to  be  made  are  considered  without 
pressure  of  an  imp>ending  deadline. 
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such  as  automobile  safety  and  air  quality,  the  Internet  does  not  yet  appear  to  re- 
quire aggressive  government  oversight  in  order  to  improve  its  safety,  security,  ac- 
countability, or  accessibility.  We  should  not  rush  to  regulate  the  Internet  simply  be- 
cause regulation  has  been  deemed  necessary  in  different  contexts  in  the  past.  More- 
over, rapid  changes  in  Internet  technology  will  make  it  difficult,  if  not  impossible, 
to  promulgate  effective,  relevant  legislation  which  can  keep  pace  with  tne  tech- 
nology. 

DEVELOPMENT  AND  PROTECTION  OF  TRADEMARKS  ON  THE  INTERNET 

/.  BRAND  PROTECTION 

SUMMARY:  Not  all  trademarks  and  brand  names  are  created  equal  on  the  Inter- 
net and  the  protection  to  be  afforded  depends  on  the  nature  of  the  mark  and  a  bal- 
ancing of  competing  interests.  Where  possible,  technological  advances  may  provide 
solutions  superior  to  regulation.  In  general,  those  unique,  famous  marks  which  are 
universally  identified  with  one  source,  such  as  the  COCA-COLA  mark,  should  re- 
ceive the  greatest  protection.  The  owners  of  such  marks  should  be  able  to  prevent 
others  from  using  their  marks  within  every  gTLD.  Those  marks  which  enjoy  re- 
gional strength  or  fame  should  be  protected  to  the  extent  that  use  by  others  could 
cause  provable  likelihood  of  confusion  or  dilution  and  to  the  extent  that  unjustified 
use  by  others  limits  the  natiiral  expansion  of  a  brand  into  global  markets.  Finally, 
in  those  cases  involving  geographically  diverse  owners  of  identical  marks  with  local 
reach,  who  have  equal  rights  to  a  domain  name,  technological  solutions,  such  as  on- 
Une  directories,  may  work  best. 

DISCUSSION:  The  most  prevalent  trademark  debates  on  the  Internet  arises  out 
of  the  registration  of  SLDs  which  function  as,  or  incorporate,  trademarks.  CASIE's 
members  are  concerned  about  potential  abuses  of  their  trademarks  and  the  denial 
of  opportunities  for  using  their  brand  names  on  the  Internet. 

Initially,  domain  names  were  intended  to  function  as  addresses,  nothing  more. 
The  domain  name  trademark  problems  addressed  by  this  Subcommittee  might  have 
been  avoided  if  an  Internet  address  were  simply  identified  by  the  unique  string  of 
numbers  assigned  to  it  (known  as  the  IP  address)  to  direct  the  flow  of  data  to  the 
proper  user. 

A  minority  of  Internet  users  have  suggested  "turning  back  the  clock"  to  eliminate 
domain  names  and  use  only  numeric  IP  addresses  much  like  telephone  numbers. 
While  this  solution  is  superficially  appealing  (if  it  is  technologically  possible),  the 
proliferation  of  and  enormous  equity  in  domain  names  makes  this  suggestion  unac- 
ceptable. Domain  names  have  become  extremely  valuable  commodities  as  the  result 
of  the  owners'  significant  investments  in  their  development  and  these  owners  will 
be  loathe  to  part  with  them  now.  Nor  is  there  any  reason  to  take  such  a  draconian 
approach.  Instead,  the  focus  must  be  on  finding  workable  solutions  to  the  trademark 
problems  attendant  to  domain  names  and  to  use  the  technology  that  underpins  the 
Internet  as  the  source  of  the  solutions. 

The  present  trademark  controversy  over  SLDs  can  be  roughly  divided  into  four 
categories,  each  of  which  raises  different  issues,  requiring  a  careful  balancing  of  how 
far  to  go  to  protect  them.  The  first — and  easiest — category  consists  of  those  arbitrary 
or  fanciful  marks  which  are  famous  globally  and  are  universally  identified  with  one 
owner.  Examples  include  the  COCA-COLA,  PEPSI-COLA,  REEBOK,  NIKE, 
KODAK,  POLAROID,  SEIKO,  TIMEX.  PANASONIC,  and  SONY  marks. 

CASIE  beUeves,  and  U.S.  trademark  law  would  support  this  belief,  that  the  owner 
of  such  a  mark  should  have  the  right  to  use  it  with  any  appropriate  gTLD  and,  more 
importantly,  the  owner  should  have  the  right  to  prevent  anyone  else  from  using  the 
mark  within  any  gTLD.  Thus,  The  Coca-Cola  Company  should  be  able  to  prevent 
the  registration  of  the  COCA-COLA  second  level  domain  name  or  any  confusingly 
similar  mark  (such  as  COCACOLA  or  COKE)  within  the  gTLDs  .COM,  .NET,  .ORG, 
etc.  Traditional  trademark  principles  serve  well  in  this  category  because  use  of  the 
mark  by  another  would  cause  consumer  confusion  and/or  could  dilute  the  mark.^ 

The  second  category  consists  of  those  strong,  even  famous,  marks  which  enjoy  re- 
gional or  national  recognition,  but  are  not  known  globally.  In  some  cases  brand 
names  owned  by  global  marketers  are  used  on  a  regional,  rather  than  global,  basis 
despite  the  worldwide  markets  addressed  by  those  marketers.  For  example,  Exxon 
Corporation  uses  the  EXXON  mark  in  the  United  States  for  gasoline,  but  uses  the 
ESSO  mark  for  the  same  product  in  Europe.  Nonetheless,  these  marks  may  have 
asset  values  as  high  as  some  global  marks. 


3  Of  course,  this  discussion  presupposes  that  the  mark  in  question  is  easily  categorized  as 
unique,  famous,  and  global.  Deciding  which  marks  qualify  for  such  protection  can  be  very  com- 
plicated and  is  beyond  the  scope  of  this  Testimony. 
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What  recourse  should  the  owners  of  strong  regional  marks  have  if  someone  seeks 
to  register  a  similar  or  identical  domain  name?  At  first  blush,  many  agree  that  a 
company  such  as  Exxon  probably  should  have  the  exclusive  right  to  register  its 
EXXON  mark  as  an  SLD  within  .COM,  the  primary  commercial  domain  currently 
used  on  the  Internet.  But  should  a  company  such  as  Exxon  be  able  to  prevent  the 
registration  of  the  same  or  similar  mark  in  other  domains,  e.g.,  .EDU  or,  if  the  pro- 
posed additional  gTLDs  are  created,  .ARTS  or  .NOM?  Is  there  a  likelihood  of  confu- 
sion (the  standard  test  in  the  U.S.  for  trademark  infringement)  or  the  nsk  of  dilu- 
tion of  the  goodwill  associated  with  the  mark  (a  standard  only  recently  adopted  on 
a  federal  basis  in  the  U.S.-*)?  Conversely,  would  allowing  a  conflicting  use  unreason- 
ably limit  a  company's  expansion  of  an  established  regional  brand  into  the  global 

There  is  no  clear  answer  to  these  questions  and  a  further  analysis  of  the  facts 
only  makes  these  questions  harder  to  resolve.  For  example,  what  if  two  identical 
marks  exist  for  different  products  and  each  mark  has  regional  strength  or  strength 
for  certain  goods?  For  instance,  who  should  be  entitled  to  register  DELTA.COM 
(Delta  Airlines  Delta  Faucets,  or  its  present  owner,  deltaComm  Development,  an 
Internet  service  provider),  YALE.COM  (Yale  University,  Yale  Lock  Company,  or  its 
present  owner,  Yale  Materials  Handling  Company,  a  forklift  manufacturer),  or 
AMERICAN.COM  (American  Airlines,  American  Greetings,  or  its  present  owner, 
American  Internet,  a  company  that  services  computer  networks)? 

One  suggested  solution  for  this  last  category  is  the  creation  of  a  directory,  tech- 
nology permitting,  similar  to  a  telephone  directory,  which  would  allow  Internet 
users  to  choose  from  a  variety  of  Ustings  which  share  the  same  name.  For  instance, 
when  a  user  types  DELTA.COM  into  a  search  engine,  the  user  would  be  presented 
with  a  directory  of  all  registered  "Delta"  entities  from  which  to  choose.^ 

The  third  category  consists  of  the  variety  of  marks  used  on  products  or  services 
throughout  the  world,  none  of  which  are  necessarily  strong  enough  to  justify  pre- 
cluding registrations  by  others.  Examples  of  these  include  suggestive  marks  such  as 
RELIABLE  for  repair  shops,  transportation  services,  courier  services,  or  house 
cleaning  services «  or  BEAUTY  for  make-up,  hair  salons,  or  photography  studios.'' 
In  those  cases,  should  one  trademark  owner  be  able  to  prevent  others  from  register- 
ing domain  names  using  the  mark? 

The  reality  is  that,  to  date,  suggestive  domain  names  have  been  registered  on  a 
first  come,  first  served — or,  more  accurately,  first  come,  only  served — basis.  Thus, 
the  company  that  enters  the  Internet  marketplace  first  obtains  an  inexpensive  mo- 
nopoly on  an  address  that,  if  examined  under  traditional  trademark  theories,  would 
never  be  available  on  an  exclusive  basis. 

The  final  category  are  those  domain  names  which  are  entirely  descriptive  of  the 
category  they  embrace.  Examples  include  SOAP.COM  for  soaps  and  detergents «  or 
TOYS  COM  for  toy  manufacturers  and  retailers.^  Others  are  generic  words  that 
seem  totaUy  misplaced  in  their  association.  ADVERTISING.COM  for  example,  is 
owned  by  an  on-line  dating  service.  *"  It  is  impossible  to  justify  under  any  accepted 
principals  of  trademark  law  that  any  one  company  should  have  exclusive  rights  to 
such  a  domain  name.  In  this  instance,  the  directory  solution  is  particularly  attrac- 
tivc 

CASIE  does  not  offer  a  simple  solution  to  all  of  the  brand  and  trademark  protec- 
tion problems  which  are  illustrated  in  these  categories.  As  the  directory  example 
demonstrates,  however,  new  technology  may  be  an  integral  part  of  any  solution.  In 
considering  how  to  address  these  issues,  CASIE  urges  exercising  caution,  recogmz- 
ing  that  the  amount  of  protection  granted  to  a  trademark  owner  must  be  balanced 
against  the  weight  of  the  interests  at  stake  and  that  a  "one  size  fits  all"  solution 
to  trademark  protection  would  Ukely  prove  prohibitive  to  any  future  investment  in 
the  Internet  by  brand  owners. 


♦Federal  Trademark  Dilution  Act.  15  U.S.C.  §  1125(c)  (1996). 

6  An  interesting  example  of  a  directory  approach  appears  at  CLOTHING.COM.  a  website  that 
claims  to  link  to  over  500  clothing  sites. 

8  RELIABLE.COM  is  presently  owned  by  a  general  office  supply  company. 

'  Interestingly,  BEAUTY.COM  is  owned  by  a  broker  of  Internet  domain  names.  At  its  website, 
it  claims  that  the  average  sale  price  of  names  that  it  has  brokered  is  $4,855  and  that  the  mim- 
mum  bid  it  accepts  is  $1,000.  ,        j     a- 

« SOAP.COM  is  presently  owned  by  Hill  Manufacturing  Company,  an  Atlanta  based  omce 
services  company  that  supplies,  among  other  things,  cleaning  products. 

9TOYS.COM  is  currently  owned  by  an  on-line  toy  store. 

»o  Perhaps  the  most  extreme  example  of  warehousing  generic  terms  can  be  found  at  the 
website  of  Imediat  Digital,  an  entity  that  describes  itself  as  a  design  company.  It  claims  to  own: 
cologne.com.  makeup.com,  perfume.com.  exercise.com,  vitamins.com,  and  automobile.com,  among 
many  others. 
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//.  DOMAIN  NAME  DISPUTE  RESOLUTION 

SUMMARY:  Brand  owners  want  an  efficient,  inexpensive,  reliable,  and  consistent 
method  to  resolve  second  level  domain  name  disputes.  The  current  combination  of 
NSI's  dispute  resolution  procedure  with  conflicting  court  opinions  based  on  diflerent 
countries  trademark  laws  is  cumbersome  and  expensive  and  has  created  disparate 
and  unfair  results.  An  administrative  challenge  procedure  based  on  the  model  pro- 
posed in  the  gTLD-MoU  may  be  preferable,  but  before  it  is  workable,  any  system 
of  arbitration  must  provide  arbitrators  with  the  authority  to  engage  in  fact-finding, 
to  alter  second  level  domain  names  to  resolve  disputes,  and  to  enforce  their  deci- 
sions. Finally,  a  realistic  abihty  to  resort  to  judicial  resolution  must  be  available, 
at  least  in  the  short  term,  while  the  administrative  process  evolves. 

DISCUSSION:  To  date,  trademark  owners  have  resorted  to  a  variety  of  methods 
to  attempt  to  protect  their  rights  regarding  domain  names,  including  instituting 
suits  in  local  courts  throughout  the  world  or  submitting  to  NSI's  dispute  resolution 
procedure.  The  results  generated  by  these  competing  forums  have  created  a  patch- 
work of  conflicting  opinions  based  on  different  substantive  bodies  of  trademark  law. 

The  ciurent  NSI  oomain  name  dispute  resolution  policy  is  not  the  answer  to  this 
problem  because  it  is'  inequitable  and  contravenes  accepted  principles  of  trademark 
law.  In  fact,  earlier  this  year,  the  International  Trademark  Association's  Internet 
Subcommittee  released  a  paper  which  "propose(d)  that  the  current  NSI  Dispute  Pol- 
icy be  recognized  as  a  failure  and  eliminated,  (and)  that  domain  name  disputes  be 
left  to  the  courts."  In  brief,  NSI's  current  dispute  resolution  procedure  automatically 
favors  a  trademark  owner,  even  when  (1)  the  cited  registration  is  not  for  Internet- 
related  services,  (2)  the  challenger  is  not  using  the  mark  on  the  Internet,  or  (3)  the 
mark  at  issue  has  very  limited  notoriety.  Through  rigid  application  of  its  poUcy,  NSI 
may  suspend  SLDs  with  disregard  for  domain  name  registrants'  rights,  which,  in 
our  view,  could  damage  the  registrants'  businesses  and  brand  equity. 

The  unsatisfactory  results  of  the  last  five  years  demonstrate  that  NSI's  approach 
is  unacceptable.  Resort  to  local  courts  would  continue  to  be  expensive  and  slow  and 
would  generate  conflicting  results  under  the  radically  different  trademark  laws  of 
various  countries. 

On  the  other  hand,  the  gTLD-MoU  recommends  estabUshing  a  self-regulatory 
process  administered  by  the  World  Intellectual  Property  Organization  ("WIPO"),  in 
which  owners  of  international  trademarks  can  bring  domain  name  disputes  in  on- 
line proceedings  before  Administrative  Challenge  Panels  ("ACF').i» 

The  WIPO-administered  approach  is  a  good  beginning  but  should  not  be  consid- 
ered a  finished  work.  In  general,  an  alternative  dispute  resolution  process  is  attrac- 
tive because  it  would  offer  consistency  and  would  be  relatively  inexpensive.  "There 
are,  however,  a  number  of  issues  which  remain  to  be  resolved  if  such  an  administra- 
tive process  is  undertaken: 

(1)  Any  administrative  body  or  arbitrator  must  have  the  authority  to  engage  in 
fact-finding.  This  function  will  be  particularly  important  in  cases  involving 
"cybersquatters,"  those  registrants  of  domain  names  who  do  not  have  a  legitimate 
interest  in  a  msirk,  but  hold  the  registration  for  ransom  from  the  legitimate  owner 
of  the  mark.  In  those  cases,  the  trademark  owner  needs  immediate  and  inexpensive 
access  to  a  body  which  can  determine  the  rights  in  the  domain  name. 

Such  a  solution  is  far  preferable  to  the  suggestion  of  some  that  potential  domain 
name  registrants  be  required  to  demonstrate  rights  in  the  second-level  domain 
name  before  it  is  registered  or  to  wait  for  a  registrar  to  determine  rights  in  the 
neime  before  it  is  registered.  It  would  be  counterproductive,  anticompetitive,  and  un- 
fair to  slow  down  the  domain  name  registration  process  for  the  sake  of  stopping  the 
registration  of  infringing  names.  At  most,  CASlE  would  be  amenable  to  requiring 
potential  registrants  to  sign  declarations  stating  that  they  believe  they  are  entitled 
to  a  particmar  domain  name  and  that,  to  the  best  of  their  knowledge,  no  one  else 
has  superior  rights  to  the  name  (much  like  a  trademark  appUcation). 

(2)  In  those  categories  discussed  above  in  which  more  than  one  party  may  have 
legitimate  rights  to  a  domain  name,  an  arbitrator  should  have  the  authority  to  ad- 
just the  domain  name  to  remedy  the  situation.  For  example,  a  challenge  between 
competing  domain  name  owners  might  be  resolved  by  altering  the  second  level  do- 
main names.  Or,  if  additional  gTLDs  are  created,  the  competing  SLDs  could  be 
moved  to  different  gTLDs  which  reflect  the  owners'  different  products  or  services. 

(3)  Most  importantly,  an  arbitrator  must  have  the  authority  to  enforce  its  deci- 
sions. It  is  not  clear  at  this  point  whether  it  wovild  be  sufficient  for  the  arbitrator 
to  have  enforcement  ability  only  over  the  domain  names  or  whether  the  arbitrator 


1' There  are  also  options  for  arbitration  and  mediation  in  the  proposed  WIPO  proceedings. 
These  options,  however,  require  the  consent  of  both  parties.  The  ACP  procedure  is  a  mandatory 
first  step  under  the  gTLD-MOU  and  is  therefore  the  centerpiece  of  the  proposal. 
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also  would  need  enforcement  power  over  the  parties,  such  as  the  ability  to  mandate 
actions  or  levy  fines.  This  subject  requires  substantial  debate  and  attention. 

(4)  Finally,  it  is  important  to  stress  that,  given  the  evolving  nature  of  the  gTLD- 
MoU  proposal,  local  courts  must  retain  jurisdiction  to  resolve  disputes  de  novo, 
should  any  party  contesting  ownership  of  a  second  level  domain  name  feel  the  ad- 
ministrative procedure  denied  them  due  process  or  failed  to  address  materijil  issues. 
While  this  availability  necessarily  retains  some  of  the  cumbersome  and  expensive 
aspects  of  the  present  system,  it  would  be  foolish  to  assume  brand  owners  are  pre- 
pared to  leave  decisions  regarding  such  valuable  assets  to  an  unproven  system,  re- 
gardless of  how  attractive  it  may  be  in  theory.  It  remains  unclear  to  CASIE  how 
effective  local  courts  will  be  in  resolving  disputes  between  companies  and  individ- 
uals who  are  dissatisfied  with  the  gTLD-MoU  alternative  dispute  resolution  proce- 
dures. That  lack  of  clarity  must  be  addressed. 
III.  gTLD  PROLIFERATION  AND  DOMAIN  NAME  PORTABILITY 

SUMMARY:  The  addition  of  new  gTLDs  may  be  desirable  as  a  technological  and 
business  solution  to  current  problems  with  trademarks  on  the  Internet.  However, 
the  creation  of  new  gTLDs  should  be  gradual  and  controlled  to  prevent  a  prolifera- 
tion of  gTLDs  which  contribute  to,  rather  than  lessen,  consumer  confusion.  If  and 
when  new  registrars  are  permitted  to  compete  with  NSI,  all  of  the  gTLDs  should 
be  available  to  all  of  the  registrars  in  a  shared  database  so  that  owners'  domain 
names  are  portable  between  registrars.  This  portability  will  ensure  that  changes  in 
registrars  are  transparent  to  the  public  and  wUl  enable  domain  name  owners  to  pre- 
serve the  equity  they  have  created  in  their  domain  names. 

DISCUSSION:  Currently,  NSI  administers  the  registration  of  SLDs  in  the  three 
commercial  gTLDs:  .COM,  .NET  and  .ORG.  Registrants  can  choose  which  gTLD 
they  want  to  use,  although  each  gTLD  was  intended  to  operate  as  a  designator  of 
the  tjT)e  of  entity  registering  the  domain  neime.  In  practice,  however,  NSI  has  not 
uniformly  prohibited  a  company  or  individxial  from  registering  in  any  of  the  gTLDs, 
a  practice  that  has  been  one  of  the  primary  reasons  cybersquatters  have  been  so 

SUCCGSSftzl.^*^ 

For  different  reasons,  both  the  gTLD-MoU  and  NSI  recommend  the  creation  of 
additional  gTLDs.  In  theory,  adding  gTLDs  may  be  an  effective  solution  to  certain 
trademark  issues  on  the  Internet.  For  example,  with  the  addition  of  the  .ARTS 
gTLD  for  entities  offering  cultural  and  entertainment  activities  and  .FIRM  for  com- 
mercial business  entities,  the  Getty  Museum  could  register  the  domain  name 
GETTY.ARTS  and  would  not  be  likely  to  cause  confusion  with  a  Getty  Oil  Company 
domain  name  at  GETTY.FIRM.  In  such  a  case,  the  technology  would  obviate  the 
need  for  regulation.  However,  in  order  for  this  solution  to  be  effective,  entities  must 
use  the  proper  gTLD  so  that  consumers  can  draw  reliable  inferences  about  an  entity 
from  its  gTLD."  It  is  important  to  remember,  however,  that  the  simple  solution  of 
adding  gTLDs  to  resolve  disputes  is  not  the  panacea  it  may  at  first  appear.  Owners 
of  internationally  famous  marks  and  owners  of  strong,  fancifiil  regional  marks  have 
justified  concerns  that  the  uncontrolled  addition  of  new  gTLDs  may  make  their 
trademark  policing  and  enforcement  efforts  complicated  and  costly  and  may,  in  fact, 
open  the  door  to  a  new  generation  of  cybersquatters. 

As  in  almost  all  things,  the  gTLD-MoU's  and  NSI's  respective  approaches  to  the 
addition  of  gTLDs  are  radically  different.  For  CASIE's  purposes,  the  gTLD-MoU 
proposal  is  far  superior  to  that  of  NSI. 

The  gTLD-MoU  proposes  the  creation  of  seven  new  gTLDs  ^'*: 

.FIRM — for  businesses  or  firms 
.STORE — for  businesses  offering  goods  to  purchase 
—         .WEB — for  entities  emphasizing  activities  related  to  the  World  Wide  Web 
.ARTS — for  entities  emphasizing  cultiiral  and  entertainment  activities 
.REC — for  entities  emphasizing  recreation/entertainment  activities 
.INFO — for  entities  providing  information  services 
.NOM — for  those  wishing  individual  or  personal  nomenclature 


>2In  addition,  each  country  has  been  assigned  an  ISO  3166  two-letter  country  code  gTLD, 
such  as  .GR  for  Germany,  .JP  for  Japan  and  .US  for  the  United  States.  However,  the  vast  ma- 
jority of  commercial  domain  names  do  not  include  these  codes  and  are  unlikely  to  do  so  in  the 
future.  r        J         J 

13  Under  this  approach,  the  gTLDs  would  function  as  the  International  Classes  of  goods  ana 
services  function  for  trademark  registrations. 

"Based  on  recent  questionnaires  published  by  the  iPOC,  there  is  reason  to  believe  that  these 
seven  new  gTLDs  may  be  modified  or  that  additional  gTLDs,  e.g.,  .XXX,  will  be  added.  This 
memorandum,  however,  proceeds  imder  the  assumption  that  these  seven  new  gTLDs  will  be  the 
initial  additions. 
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Under  the  gTLD-MoU,  additional  gTLDs  would  be  created  on  a  controUed,  as- 

'^^I'hf  ^LtM^lTpia^a&otl^^^^^^  addition  o^new  registrars  to  compete  ^th 
NSI's  domain  name  registration  services  via  a  shared  database  of  all  SLD  registra- 
tions woSde.  The  r^strars  would  have  to  meet  certain  financial  and  other  ehgi- 
bmtyTeq^ements.  In  fact,  the  iPOC  has  already  met  with  potential  registrars  and 
currentlv  is  in  the  process  of  appointing  the  registrars.  The  proposed  registi-ar  over- 
sSht  orianization.^the  CouncU  of  Registrar  ("CORE").  wUl  be  holding  its  first  an- 
niial  mpptine  in  Tokvo,  Japan,  on  November  8,  1997.  _,.  t^  «       . 

Onrof  the^most  slln'ificant  kspects  of  the  gTLD-MoU  plan  is  that  SLDs  are  "port- 
able"-a  company  can  choose  to  use  any  registrar  to  register  and/or  admimster  its 
SLD  and  c^n  change  registrars  at  any  time.  Such  a  move  would  not  require  a 
change  in  Tntemet  address  and  would  be  transparent  to  consumers,  much  like  a 
chanle  in  long-  distance  telephone  carriers.  No  regista-ar  would  have  exchisive  nghts 
to  relister  domain  names  in  a  gTLD:  every  registrar  could  register  domam  names 

'"Brc^ntr'ail^Nsflro^oses  that,  upon  the  expiration  of  its  contract  with  NSF.  NSI 
would  keep  and  "oV the  .COM,  "^NET  and  .ORG  gTLDs  and  aU  of  the  domain 
n^mes  registered  in  those  gTLDs. ^^  Marketplace  demands,  without  meaning  ad- 
miSItratiVe  controls,  would  dictate  whether  new  registrars  and  new  gTLDs  are 
formed  to  compete  with  NSL  If  new  registi-ars  do  materialize,  they  would  not  be  al- 
Kd  to  register  domain  names  in  NSI's  gTLDs,  but  would  have  to  create  their  own 
pTLD  which  they  could  promote  to  potential  registrants.  . 

AxTv  proposal  including  NSI's.  that  does  not  allow  complete  portabUity  is  unac- 
ce^ble  to^CASIE  for  thfee  reasons.  First,  it  would  allow  for  virtually  unconti-olled 
proUferltion  of  gTLDs.  As  a  result,  conflicting  gTLDS  could  emerge  to  cause  greater 
?ons£^er  confufion,  rather  than  lessen  it,  For  -stance  if  an  independent  re^strar 
created  the  gTLD  .TIME  and  anotiier  registi-ar  created  the  gTLD  WATCH,  consum- 
ers would  not  know  within  which  gTLD  tiie  owner  of  tl^f.™EX  mark  had  re^^^ 
istered  In  addition,  the  TIMEX  mark  owner  would  bear  the  burden  of  momtonng 
the  addition  of  new  registrars  and  new  gTLDs  and  might  have  to  maintain  multiple 

""leconTthe^faTlure^of  such  plans  to  impose  minimum  eligibility  requirements  on 
reSstrar^  would  contribute  to  the  instebUity  of  the  electronic  marketplace  If  a  reg- 
[stVar  went  out  of  business  because  it  was  undercapitalized  or  because  only  a  small 
nSbeT  of  website  owners  wanted  to  use  its  gTLD.  any  domain  names  registered 
with  the  registi-ar  could  disappear  overnight.  Thus,  a  website  under  e.g.,  a  -DRINK 
^main  name  might  be  here  today,  but  gone  tomorrow  This  l^ck  of  security  woiUd 
discourage  investment  in  brand  name  protection  and  development  on  the  Internet. 
Finally   the  lack  of  portabiUty  of  an  SLD  together  with  its  gTU)  poses  a  signifi- 
cant problem  for  brand  owners.  Since  brand  names  are  often  embedded  m  the  do- 
mSn^namrchanges  are  undesirable.  In  addition,  the  task  of  notifying  customers 
^fTchrge  should  a  registi-ant  change  to  another  gTLD  is  unnecessary  and  cum- 
bersome.  Under  NSI's  plan,   second  level  domain  names  would  not  be  portable 
amon?  registi-ars  unless  an  owner  is  (1)  wiUing  to  change  the  gTLD  and  (2)  the  do- 
m^°n  na^  is  available  within  the  new  gTLD.  To  illustrate  the  differences  between 
S^sTlS^MoU  and  NSI's  plans,  under  tiie  gTLI^MoU    The  Coca-Cola  Company 
co^d  reSter  the  domain  name  COCA-COLA.COM  with  any  registi-ar  and/or  ISP 
and  later  change  registi-ars  or  ISPs  without  notifying  its  customers  or  changing  any 
of  its  materials  on  tiie  Internet.  Under  the  NSI  Plan.  The  Coca-Cola  Company  could 
renter  the  domain  name  COCA-COLA.COM  only  with  NSI.  If  The  Coca-Cola  Com. 
pany  later  decided  to  switch  registrars,  it  would  have  to  switch  gTLDs,  e^g.    to 
COCA-COLA  FIRM  (or  whatever  gTLD  its  new  registrar  owned),  notify  its  cus- 
tomers   and  make  all  of  the  necessary  programming  and  creative  changes  on  its 
^temet  and  Supporting  materials.  Under  the  gTLD-MoU  Pfop««,^l.^;=*l^;?gVth  "Se 
istrars  would  be  transparent  to  the  consumer.  The  result  is  better  for  both  the 
brand  owner  and  the  public. 

CONCLUSION 

CASTE'S  primary  concern  is  that  the  Internet  be  a  stable  medium  for  the  deUvery 
of  product  and  service  information  and  commercial  messages  to  consumers,  as  well 
as  a  secure  environment  for  global  commerce.  Any  system  must  respect  brands,  mm- 

i^At  some  public  seminars  conducted  by  organizations  interested  i"  *^ '/^s"f  at  hamd  NSI 
representatives  have  intimated  that  NSI  would  be  wilhng  to  share  ,'^?P,'3°i^gTLDs.  but  it 
is  ^clear  what  their  concept  of  sharing  entails  or  how  their  plan  would  be  implemented. 
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imize  consumer  confusion,  and  avoid  unnecessary  administrative  expenses  in  doing 


so. 


CASIE  woxild  like  to  thank  the  Subcommittee  for  this  opportunity  to  present  its 
views  and  remains  at  the  Subcommittee's  disposal  should  any  of  its  members  or 
staff  have  any  questions  regarding  CASIE's  submission  and  testimony. 

APPENDIX 

The  following  are  explanations  for  the  acronyms  used  in  CASIE's  Testimony: 

ACP  Administrative  Challenge  Panels  _mT  t^ 

ACPs  are  the  alternative  dispute  resolution  panels  proposed  in  the  gTLD- 
MoU  to  resolve  domain  name  disputes.  Under  the  gTLI>-MoU  plan,  the  ACPs 
would  be  administered  by  WIPO. 

CORE  Council  of  Registrars  . 

CORE  is  the  domain  name  registrars  oversight  committee  proposed  in  the 
gTLD-MoU. 

gTLD  Generic  Top  Level  Domain  0/-.11* 

gTLDs  are  the  domain  names  that  appear  "after  the  dot,"  for  example,  .COM, 
.ORG,  .NET,  .EDU,  .GOV  and  .MIL. 

gTLD-MoU  Generic  Top  Level  Domain  Memorandum  of  UiiCerstanding 

The  gTLD-MoU  is  the  proposal  for  future  governance  of  the  Internet  promul- 
gated by  the  lAHC  in  May  1997,  and  offered  for  signatiire  by  parties  interested 
in  endorsing  the  proposal. 

lAHC  International  Ad  Hoc  Committee 

The  lAHC  was  formed  several  years  ago  by  various  trade  associations  and 
quasi-governmental  organizations  concerned  about  future  governance  of  the 
Internet.  After  completing  the  gTLD-MoU,  the  lAHC  was  dissolved.  Its  succes- 
sor is  the  iPOC. 

iPOC  Interim  Policy  Oversight  Committee 

The  iPOC  is  the  organization  proposed  by  the  gTLD-MoU  to  be  responsible 
for  the  oversight  and  administration  of  the  Internet.  The  iPOC  has  replaced  the 
lAHC  and  is  in  place  until  the  full  POC  is  appointed. 

ISP  Internet  Service  Providers 

ISPs  are  companies  that  provide  initial  access  to  the  Internet  network  by 
users  such  as  consumers  and  corporations. 

NSI  Network  Solutions,  Inc. 

NSI  is  the  company  which  currently  holds  an  exclusive  contract  with  NSF  to 
register  aU  SLDs  in  the  United  States  under  the  .COM,  .ORG  and  .NET  gTLDs. 
NSI's  contract  with  NSF  expires  on  March  31,  1998,  although  NSF  does  have 
an  option  to  extend  the  contract  for  six  months. 

NSF  National  Science  Foundation 

NSF  is  an  agency  of  the  United  States  government  dedicated,  in  part,  to  the 
development  of  new  business  in  the  science  and  technology  sector.  NSF  contrib- 
uted to  the  early  development  of  the  Internet  and  has  appointed  the  various  en- 
tities which  currently  administer  the  Internet,  including  NSI.  NSF  has  an- 
nounced that,  upon  the  expiration  of  its  contract  with  NSI  on  March  31,  1998, 
it  will  not  renew  the  NSI  contract  and  plans  to  relinquish  control  of  the  Inter- 
net to  the  world  community,  although  there  are  rumors  that  NSF  may  exercise 
its  option  to  extend  the  NSI  contract  for  six  months. 

SLD  Second  Level  Domain  Name 

SLDs  are  the  identifying  letters  and  numbers  that  immediately  precede  the 
gTLD  in  an  Internet  address,  e.g.,  COCACOLA.COM. 

WIPO  World  Intellectual  Property  Organization 

WIPO  is  an  arm  of  the  United  Nations  based  in  Geneva,  Switzerland,  which 
reviews  and  proposes  global  laws  and  treaties  relating  to  intellectual  property. 
Under  the  gTLD-MoU,  WIPO  would  administer  the  ACPs. 

Mr.  Coble.  Thank  you,  Mr.  Wood. 

Gentlemen,  thank  you  all  for  your  testimony.  And  I  apologize  to 
Mr.  Stimson  and  Mr.  Kirk  again  because  I  had  to  momentarily 
leave.  But  I  will  examine  your  statements  in  more  detail  subse- 
quently. 

Mr.  Battista,  you  indicated  that  many  people  anticipate  or  prefer 
immediate  results  and  immediate  solutions.  We  live  in  an  era  now 
when  you  want  instant  satisfaction  to  all  problems.  Earlier  today, 
the  commissioner  indicated  that  we  were  not  ready  to  mark  up 
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today.  Well,  in  this  city,  generally,  and  on  this  Hill  specifically, 
when  people  start  speaMng  in  terms  of  marking  up,  the  implication 
is  that  there  is  legislation  waiting  to  be  dropped  in  the  hopper. 
Don't  anyone  have  any  anxiety  surrounding  that  fear  today.  That 
is — we  are  not  there  yet.  And  I  don't  think  we  should  be  there  yet, 
unless  someone  by  dark  of  night  has  gone  out  and  hammered  out 
legislation  unknown  to  me.  So  with  that  in  mind,  let  me  visit  with 
you  for  a  minute  or  two. 

Mr.  Battista,  the  responses  to  the  Department  of  Commerce  in- 
quiry attached  to  your  written  testimony  indicate  that  you  believe 
that  until  legislation  or  case  law  defines  the  relationship  between 
the  various  intellectual  property  rights  and  domain  names,  there 
can  be.  no  answer  as  to  what  trademark  rights,  if  any,  should  be 
protected  on  the  Internet  vis-a-vis  dom^ain  names.  Do  you  believe 
it  is  wise  for  this  subcommittee  to  prepare  legislation  which  does 
define  those  relationships? 

Mr.  Battista.  Mr.  Chairman,  we  would  agree  with  Mr.  Lehman 
that  spoke  earlier,  that  we  are  still  in  that  evolutionary  role.  And 
we  believe  the  testimony  that  the  size  of  the  problem  at  the  present 
time  impacting  a  key  part  of  the  commercial  enterprise  and  trade- 
mark owners  and  domain  name  holders  is  not  of  the  scope  that  re- 
quires legislation  at  this  time. 

We  believe  that  the  precedents  now  being  established,  some  of 
which,  the  dispute  policy  we  have  put  in  place,  are  starting  to 
make  it  clear  to  both  domain  name  owners  and  trademark  owners 
that  there  are  two  sides  of  the  story  and  that  intellectual  property 
rights  must  be  respected  in  any  commercial  environment. 

So,  in  conclusion,  at  this  time  we  do  not  believe  that  legislation 
is  the  avenue,  but  we  do  believe  that  the  evolution  of  core  prece- 
dent is  the  right  approach. 

Mr.  Coble.  Mr.  Kirk,  some  would  argue  that  the  market  will 
take  care  of  itself  as  the  Internet  evolves.  And,  in  fact,  we  see  some 
evidence  of  that  in  particular  cases.  The  implication  to  this  position 
is  that  Congress  should  stay  out  of  the  way  and  out  of  the  fray. 
What  are  your  thoughts  on  this? 

Mr.  Kirk.  Mr.  Chairman,  we  would  agree  with  the  witnesses 
that  have  spoken  today  that  it  is  premature  for  legislation.  The 
market  is  developing;  the  legal  precedents  are  developing,  at  least 
in  the  United  States;  the  antidilution  statute,  et  cetera,  are  all 
moving  in  the  right  direction. 

However,  there  does  remain  the  problem  that  trademark  owners 
are  being  put  to  unnecessary  expense;  albeit  a  few  cases,  still  they 
are  being  put  to  that  expense.  There  is  the  problem  of  trademark 
owners  who  share  the  same  mark  for  different  goods  and  services 
or  share  the  same  mark  in  different  territories. 

It  is  in  that  direction  that  we  believe  that  more  work  should  be 
done,  looking  at  the  possibility  of  a  directory  system.  And  we  be- 
lieve that  could  be  implemented  along  the  lines  that  Mr.  Doug 
Wood  just  indicated,  in  a  way  that  the  discrimination  of  the  reg- 
istration system  could  take  into  account  some  of  the  problems  cre- 
ated registering  a  trademark  as  a  domain  name  by  simply  putting 
a  dash  or  a  "."  or  "US"  in  the  front  or  the  rear  of  the  name.  It 
would  certainly  seem  that  certainly  technology  is  sufficiently  ad- 
vanced today  that  all  of  these  could  be  taken  care  of  in  a  very 
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quick,  up-front  screening  procedure  that  would  not  delay  the  proc- 
ess at  all. 

Mr.  Coble.  And  I  am  not  in  disagreement  with  that  conclusion. 
I  would  imagine  that  would  probably  be  close  to  the  unanimous 
opinion  in  this  hearing  room. 

Mr.  Stimson,  your  written  testimony  indicates  an  endorsement  of 
the  lAHC  plan.  What  role,  if  any,  do  you  see  this  subcommittee 
having  in  endorsing  this  or  any  other  proposed  plan  for  the  future 
of  assigning  domain  names?  Ajid  we  sort  of  envisioned  a  little  bit 
the  shadow  of  this  all  morning.  But  I  will  be  glad  to  hear  from  you. 

Mr.  Stimson.  Well,  Mr.  Chairman,  I  want  to  emphasize  that 
INTA  has  endorsed  the  lAHC  plan  as  the  best  plan  which  has  cur- 
rently been  presented.  We  do  have  a  number  of  concerns  with  the 
lAHC  plan,  specifically  on  the  issue  of  creating  new  gTLDs.  Also 
we  have  some  concerns  about  the  dispute  resolution  provisions. 
And,  INTA  has  put  forward  some  other  proposals.  As  I  mentioned 
in  my  testimony,  we  are  very  willing  to  look  at  other  proposals  be- 
cause we  think  lAHC  is  definitely  not  a  perfect  proposal.  There  is 
room  for  improvement. 

I  would  just,  at  the  expense  of  perfect  harmony  or  the  danger  of 
having  perfect  harmony  on  the  panel,  just  echo  what  has  been  said: 
that  I  don't  see  this  is  an  issue  for  the  subcommittee  at  this  time. 
I  certainly  would  not  urge  them  at  this  point  to  endorse  a  specific 
plan,  because  I  think  that  plans  are  being  developed,  and  there 
may  well  be  improvement  on  the  lAHC  plan.  I  think  there  is  U.S. 
Government  involvement  already  in  the  system,  and  so  there  may 
be  involvement  by  this  subcommittee  or  the  Science  Subcommittee 
in  deciding  what  the  government's  role  should  be  in  the  Internet. 
But  on  the  specific  issue  of  domain  names  and  trademarks  I  don't 
see  anything  that  the  subcommittee  needs  to  do  at  this  point. 

Mr.  Coble.  Thank  you  Mr.  Stimson.  As  an  aside,  on  my  way 
back  from  my  brief  departure  earlier,  I  stopped  in  the  men's  room. 
Oftentimes  you  can  exchange  some  good  ideas  in  the  men's  room. 
And  my  friend,  I  think  he  was  with  NSI,  he  and  I  were  talking 
about  today's  hearing.  And  I  thought  it  was  appropriate  that  he 
used  these  words.  He  said:  I  think  the  importance  of  today's  hear- 
ing is  that  we  flush  out  the  problems. 

And  I  thought  that  was  appropriately  timed.  And  that  is  why  we 
are  here.  We  are  here  to  flush  out  problems  and  issues  and  engage 
in  dialogue.  And  I  think,  with  that  in  mind,  I  think  it  is  been  a 
good  hearing. 

Mr.  John  Wood,  share  with  us  if  you  will,  some  idea,  or  your 
opinion  of  the  difficulties  a  unified  international  registry  system 
faces  in  terms  of  dispute  resolution,  terminology,  jurisdiction  for 
disputes,  foreign  and  common  law  interpretation,  or  other  similar 
ancillary  problems. 

Mr.  John  Wood.  Thank  you,  sir.  I  think  that  it  is  very  important 
to  realize  that  we  don't  live  in  a  vacuum,  but  that  trademark  law 
has  been  developed  on  the  national  basis,  both  in  terms  of 
enablement  and  enforcement. 

The  first  issue  that  arises  is  clearly  the  issue  of  jurisdiction  and 
venue.  Where  is  it  that  one  gains  redress?  If  we  take  different  situ- 
ations for  example,  we  have  a  domain  name  holder  like  yourself 
that  was  in  the  UK;  Network  Solutions  is  obviously  placed  here  in 
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the  United  States.  The  question  that  arises,  then,  is  one  of 
extraterritorial  reach,  a  question  of  constitutionahty,  and  a  ques- 
tfon  of,  qu^te  candidly,  the  cost  of  flying  either  one  party  from  one 

'°The7e'rs'i'so'^obviously,  the  question  of  the  level  of  rights,  the 
tyjes  of  rights  that  the  individulls  have.  The  issues  are  for  exam- 
Se  does  one  of  those  parities  have  a  strong  mark  or  a  less  strong 
mark  the  issue  of  famous  marks  and  definitions.  -^  +>,;« 

So  if  one  looks  at,  first  and  foremost,  the  issue  of  where  is  this 
eoins  to  occur,  you  immediately  run  into  the  issue  of  sovereignty 
Ind  ?onst°tSuonality  and  also  the  issue  of  due  process.  Systems  op- 
erate at  different  speeds  and  in  different  ways. 

If  one  then  looks  at  the  parties  involved,  y^^  J^"J\^^^  ^^f  J^% 
have  state  marks,  in  some  situations  common  law  rights.  Ihose  are 
SifferlntaS  placed  in  different  parts  of  the  worid  on  a  different 
level  than,  say,  a  Federal  trademark. 

In  ou?  own  case,  cleariy,  what  the  system  seems  to  suggest  is  the 
fact  that  you  need  a  Federal  trademark  registration.  The  first  sug- 
gestion was  that  you  had  to  have  some  kind  of  demonstrabe  right. 
However,  how  thkt  may  be  demonstrated  may  be  different  in  dif- 

^^TSeStvS'^of  questions  is  obviously  the  issues  that  relate  to 
how  the  case  could  be  resolved.  If  we  use  arbitration  panels,  what 
wm  be  the  criteria  for  those  arbitration  panels?  WUl  you  have  the 
ability  to  gain  redress?  Will  it  cut  your  rights  off  from  actually 
going  into  your  national  courts?  Very  quicWy,  because  th^s  is  a 
|?obll  media,  we  could  escalate  the  costs  and  run  into  dead  ends^ 
So  there  is  a  real  need  to  recognize  that  there  will  need  to  be  a 
Sered  sysiem  that  recognizes  thit  small  players,  such  as  ourselves, 
and  laSe  players  need  to  be  on  a  free  and  fair  and  equal  playing 

^'lo*  that,  therefore,  there  needs  to  be  choice  so  ^hat J-edress  is 
qukk  in  terms  of,  say,  a  piracy  situation,,  but  is  fair  where  it  con^ 
cerns  sav  a  small  player  like  ourselves  in  the  arena  with,  say,  a 
llrge  flmo'us  trademark  holder,  or  in  an  arena  that  is  far  from  part 

^'lo^he^rf arf^  fa?|eTumber  of  issues  which  really  mean  that  we 
need  to  stop,  take  stock,  and  look  at  the  complexities  of  it. 

Siother  aspect  is  arbitration.  Some  countries  are  not  overwhelm- 
ing? disposed  to  arbitration;  for  example,  Belgium.  So  we  have  to 
coL^ider  the  ways  in  which  rights  can  be  /airly  ad^esse^  but  in 
speedy  process,  because  the  Internet  does  demand  that.  Thank  you. 

Mr.  Coble.  Thank  you,  sir.  r4^„„ 

Mr.  Wood,  I  previously  addressed  you  or  introduced  you  as  Doug. 
Do  you  prefer  Doug  or  Douglas? 

Mr.  Doug  Wood.  Doug  is  fine. 

Mr.  Coble.  Doug. 

Mr.  Doug  Wood.  Yes,  sir.  t^^^^^t, 

Mr  Coble  Mr.  Doug  Wood,  let  me  ask  you  a  question.  Inciden- 
tally I  think  everyoni  is  entitled  to  be  called  the  name  of  his 
choke   Thlt  is  whi  I  ask  you  that.  If  I  were  a  Doug,  I  would  be 

^  Mr""  DOUG  Wool.^' Interestingly,  there  is  an  old  joke  in  the  adver- 
tising industry  that  if  you  are  an  account  executive,  and  your  client 
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is  introduced  to  you,  and  the  client  says  to  you,  "I  am  sorry,  what 
was  your  name?"  the  proper  answer  is,  What  would  you  like  it  to 

be? 

Mr.  Coble.  I  can't  improve  on  that. 

Mr.  Doug  Wood,  in  your  written  testimony,  you  described  the 
Internet  as  a  remarkably  self-healing  medium.  I  am  revisiting  this 
issue.  Would  you  say  the  organizations  you  represent  are  more  con- 
cerned, A,  about  government  interference  in  this  area;  or,  B,  is 
there  a  perceived  need  for  some  governmental  involvement  to  en- 
sure the  integrity  of  trademarks? 

Mr.  Doug  Wood.  Oh,  I  think  it  is  clearly  A,  Mr.  Chairman,  that 
we  are  concerned  with  government  intervention  at  this  stage  of  the 
game.  There  are  some  very  legitimate  proposals  that  are  on  the 
table  from  NSI  and  from  the  lAHC  and  others  who  have  made 
some  suggestions.  There  is  a  great  deal  of  dialogue  going  on,  and 
we  believe  that  at  least  in  the  short-term,  if  given  time,  that  a  lot 
of  these  issues  will  be  resolved. 

One  of  the  things  that  I  think  this  committee  can  do  to  help  that 
process  is  to  urge  the  National  Science  Foundation  to  extend  the 
network  Solution,  Inc.  contract  for  an  additional  six  months.  I  be- 
lieve under  their  contract  they  can  extend  it  another  six  months, 
giving  us  more  time  as  an  industry,  and  move  back  this  March 
deadline  to  at  least  another  six  months,  allowing  for  more  time. 
But  absolutely,  I  think  it  is  A;  we  believe  this  system  should  be  al- 
lowed to  evolve  with  some  time  now. 

Mr.  Coble.  Well,  gentlemen,  you  all  have  been  very  helpful  and 
I  appreciate  you  for  coming  this  morning.  I  don't  want  anybody  to 
think  that  we  have  slammed  the  door  on  legislation.  I  am  not  say- 
ing that  there  absolutely  won't  be  any.  But  we  must  visit  this  in 
a  deliberate,  thorough  manner  and  continue  to  flush  out  the  prob- 
lems, as  my  friend  and  I  discussed  earlier.  And  with  your  help  I 
hope  that  we  will  come  up  with  perhaps,  Mr.  Battista,  not  an  im- 
mediate solution,  but  a  solution  with  which  we  can  all  live. 

I  thank  you  all  for  your  testimony.  I  thank  those  in  the  hearing 
room  for  your  attendance.  This  concludes  the  Oversight  Hearing  on 
Internet  Domain  Name  Trademark  Protection.  The  record  will  re- 
main open  for  one  week,  so  if  you  all  have  any  additional  infonna- 
tion  you  would  like  to  submit  to  us,  you  have  seven  days  in  which 
to  do  that. 

Thank  you  again.  The  subconmiittee  stands  adjourned. 

[Whereupon,  at  11:40  a.m.,  the  subcommittee  adjourned.] 
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Introduction 
Despite  its  unspectacular  beginnings.'  the  Internet"  has  blossomed  from 


•  J.D.  Candidate.  1998.  Washingion  Colleee  ol"  Law.  American  Univcrsiiy:  ».A.. 
University  of  Mai>iand.  1994  Note  &  Comment  Editor.  Administrative  Law  Rf.vikw. 
1997-98 

1  See  Don  Mitchell  cl  al .  In  Uhose  Domain  Same  Service  In  Adolescence  (visited 
July  14.  1997)  <http://Vsgw*^»  har\ard.edu/iip'Cai.bradner.html>  (explaining  that  Internet 
began  as  research  project  in  protected  environment  where  bureaucratic  interference  was  un- 
necessary ). 

2  The  Internet  began  as  a  Depanment  of  Defense  (DOD)  project  called  "Arpanet" 
which  the  DOD  designed  to  promote  miliiarv  research.  See  James  West  Marcovit/. 
ronaldiimcdonalds.com  -  '(Owning  .4  Bitchm'"  Corporate  Trademark  as  an  Internet  Ad- 
dress •  ' Infringement >.  17  Cardozo  L.  Rev  85.  89  n.23  (1995)  (citing  HAIU.EY  HaUN  & 
Rjck  Stout.  The  Intwnet  Complete  Reference  2  ( 1994)).  The  Internet  exists  as  a  group 
of  networked  computers  which  contain  several  million  "host"  or  "site"  computers  that  sup- 
ply information  to  one  another.  Id 

No  single  authority  owns  or  controls  the  Internet.    Id.  at  90.    The  internet  Society 
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a  loose  network  of  researchers  and  defense  contractors  into  a  powerful 
marketing  tool,  essential  to  commercial  enterprises  on  a  global  scale.  As  a 
result  of  its  rapid  growth,  the  cultural  ethics  of  the  Internet,  which  emerged 
from  within  a  small  community  of  technological  engineers,  can  no  longer 
govern  the  Internet/  Commentators  have  suggested  that  if  the  Internet  is  to 
survive  in  the  commercial  world,  the  culture  and  customs  of  the  online 
community  must  be  legally  and  operationally  institutionalized.' 

Two  of  the  many  legal  issues  concerning  the  internet^  are  whether  to 
grant  trademark^  protection  to  domain  names,*  which  are  words  used  to 
identify  Internet  addresses.**  and  whether  the  current  Domain  Name  System 


(ISOC).  a  voluntao  membership  organization,  runs  the  pnman  funaions  of  the  Internet. 
Id.  The  purpose  of  the  ISOC  is  to  "(plromote  global  information  exchange  through  Internet 
technology"  fd  at  90  n.30  (citing  Ed  Kjioi„  The  Whole  Internet  18-19  (2J  ed.  1994)). 

3.  Richard  Zaitlen  &  David  Victor.  The  \ew  Iniernei  Domain  Same  Guidelines:  Still 
ninner-Take-AU.  1 3  COMFUTER  Law.  12.  12  (May  1996V  Companies  consider  the  Internet 
as  the  "ultimate  marketing  tool'  for  the  computer  age  because  they  can  attract  millions  of 
potential  customers  simply  b>  setting  up  an  Internet  site.  Id  A  web  site  may  consist  of 
games  or  activities  to  keep  viewers  interested  and  to  remind  people  of  the  sponsor's  name 
and  products.  Id.  The  cost  of  setting  up  and  maintaining  an  Internet  site  is  minimal  com- 
pared to  other  modes  of  advertising.  Id. 

4  See  Mitchell  et  al..  supra  note  I . 

5  See  id 

6  See  generally  Mark  Aaron  PalcN.  Note.  A  Model  Softy,are  Peine  Patent  Act.  12 
Santa  Clara  Computer  Ik.  High  Tech  L.J  301  (1996)  (discussing  proposed  legislation 
dealing  uith  patents  and  cop\ rights  for  computer  software):  Nati  Davidi.  Comment.  Patrol- 
ling the  Red  Light  District  of  the  Information  Superhighway.  49  ADMIN.  L.  Rtv  429  ( 1997) 
(explaining  why  FCC  should  not  become  in\olved  with  Internet  content  regulation  but  to 
instead  aliov^  industr>  to  self-regulate).  While  the  advent  of  the  Internet  presents  many 
other  legal  challenges,  including  the  resolution  of  international  trademark  disputes,  they  arc 
beyond  the  scope  of  this  paper 

7  The  author  w  ill  use  the  terms  "trademark"  and  "mark"  intcrchangeabU  throughout 
this  Comment 

8  See  Comp  Examiner  Agenc\  \  Juris.  Inc..  No  9M)2I3-WMB  1996  WL  376600. 
at  'I  (CD  Cal.  Apr.  26.  1996)  (applying  trademark  law  to  Cyberspace  by  issuing  prelimi- 
nary injunction  to  prevent  Comp  Examiner  from  using  "juris.com"  as  its  domain  name  for 
purpose  of  selling  similar  goods  when  Juris.  Inc  already  held  registered  trademark  in  name). 

9  See  Marcovitz.  supra  note  2.  at  89  Any  business,  individual  or  entity  that  wishes 
to  establish  a  web  page  on  the  Internet  must  have  us  own  Internet  address.  Id  The  address 
of  the  entity  or  "host"  is  actually  a  numeric  "IP"  (Internet  Protocol)  address  which  is  simply 
a  series  of  numbers  separated  by  dots  {i  e  .  76S.2S4  94S  88).  Andre  Brunei.  Billions  Regis- 
tered. But  So  Rules  The  Scope  of  Trademark  Protection  for  Iniernei  Domain  .\ames.  7  J. 
Proprietary  Rts.  2.  2  ( I99S)  To  make  these  addresses  more  readily  available  to  users,  the 
numbers  are  matched  with  mnemonic  domain  names  (such  as  "name't/sprintcom")  which 
are  easy  to  remember.  Id  Each  Internet  host  has  a  conversion  table  which  automatically 
converts  the  mnemonic  name  into  the  corresponding  numeric  address  of  the  host  site  so  that 
viewers  onlv  sec  the  mnemonic  domain  name.  Id. 
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(DNS)"*  needs  restructuring.  Network  Solutions.  Inc.  (NSI)."  a  private 
Virginia  company  under  contract  with  the  National  Science  Foundation 
(NSF)  through  March  1998,'*  implements  the  registration  and  maintenance 
of  domain  names."  This  Comment  analyzes  several  intellectual  property 
concerns  regarding  the  use  of  domain  names  as  trademarks.  Part  I  explains 
the  function  of  domain  names,  describes  their  use.  and  provides  a  brief  de- 
scription of  trademark  law.  Part  II  discusses  the  structure  of  the  current 
registration  system  and  provides  a  history  of  domain  name  dispute  cases. 
Part  III  compares  domain  names  with  other  forms  of  trademarks,  discusses 
legal  problems  with  NSI's  administration  system,  and  analyzes  proposed 
solutions.  Finally,  Part  IV  recommends  federalizing  the  DNS  to  provide 
greater  protection  to  domain  name  holders  and  trademark  owners  through 
the  formal  administrative  system  of  the  United  States  Patent  and  Trade- 
mark Office  (PTO). 

I.  Background 


A.  Domain  Names 
Every  Internet  domain  name  consists  of  two  levels."  The  top  level  do- 


10  See  generally  James  W.  Morando  &.  Christian  H.  Nadan.  Can  Trademark  Law 
Regulate  the  Rave  to  Claim  tniernei  Domain  Sames'.  13  COMPUTER  Law.  10.  10  (Feb. 
1996)  (suggesting  changes  to  Internet  domain  name  registration  polic>  that  might  solve 
some  problems).  Network  Solutions.  Inc.  (NSU  is  the  current  domain  name  rcgistr> .  Id  at 
10.  NSI  does  not  have  the  time  or  personnel  to  thoroughly  review  applications.  Id  The 
most  protection  NSI  gives  to  trademark  holders  is  prevention  of  others  from  registenng  a 
name  which  a  trademark  holder  has  alrcad>  registered  IJ  NSI  rejects  applications  only 
when  It  IS  clear  that  the  applicant  is  not  entitled  to  a  particular  name.  I J 

11  See  Evan  Ramstad.  Cybersftaces  Hated  Cop.  BtiFF  News.  Sept  9.  1996.  at  A9. 
available  in  1996  WL  586S79  NSI  is  a  small  government  contractor  located  in  llemdon. 
Virginia  Id  It  is  primarily  responsible  for  maintaining  the  ONS  b>  registering  Internet 
domain  names.  Id 

12.  The  National  Science  Foundation  may  implement  programs  to  promote  the  devel- 
opment of  computer  technologies.  42  U.S.C.  §§  1862(aM4).  (b)(1994)  Network  Solutions 
plans  to  maintain  its  registry  after  its  contract  with  the  government  expires.  See  David  S. 
Hilzenrath.  .\>/Hor4  Solutions  Dropped  as  Registrar  of  Internet  Domains.  Wash.  Post. 
Apr.  24.  1997.  at  El 

13.  See  G.  Andrew  Barger.  Cybermarks  .4  Proposed  Hierarchical  .Modeling  System  of 
Registration  and  Internet  .Architecture  for  Domain  Sames.  29  J.  MarsiiaU.  L.  Rev.  623. 
631  ( 1996).  InierNic.  which  operates  as  the  Internet's  central  resource  center,  has  three  divi- 
sions that  were  established  by  the  NSF:  ( I )  the  Internet  Activities  Board  (lAB):  (2)  the  In- 
terNic  Registration  Services  (PMRS).  and  (3)  the  Internet  Assigned  Numbers  Authority 
(lANA).  Id  NSI  IS  a  commercial  organization  which  is  a  subsidiary  of  the  Science  Appli- 
cations International  Corporation  (SAIC).  Id 

14     See  Richard  L.  Baum  &  Robert  C.  Cumbow.  First  Use   Key  Test  in  Internet  Do- 
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main  (TLD),"  which  refers  to  the  portion  immediately  following  the  final 
period  at  the  end  of  the  domain  name,  describes  the  type  of  organization 
using  the  name."*  For  example,  organizations  may  be  categorized  as  edu- 
cational, commercial,  or  international.'^  which  correspond  to  the  TLDs 
".edu",  ".com",  and  ".int".  The  second  level  domain,  or  domain  name, 
which  directly  precedes  the  TLD.  signifies  the  unique  name  or  identifier  of 
the  host.'*  TLDs  may  refer  to  numerous  entities,  but  only  one  host  or  web 
site  may  use  an  individual  domain  name."  Because  no  universal  phone 
book  for  Internet  addresses  exists,  most  users  who  wish  to  access  a  par- 
ticular site  often  locate  the  domain  name  through  trial  and  error.*°  Search 
engines  exist,  but  they  are  often  incomplete  and  difficult  to  use.''  Due  to 
the  complexity  of  locating  information  online,  many  companies  have 
sought  to  register  their  trademarks  as  domain  names  in  order  to  help  users 
locate  their  Internet  sites. 

B.    Trademark  Law 

A  trademark  may  be  any  word.  name,  symbol,  or  device  used  to  identify 
and  distinguish  goods  and  ser\'ices."  Trademarks  help  consumers  decide 
which  products  to  buy  because  they  provide  information  about  the  quality 
and  source  of  the  goods  and  services.*'  and  represent  the  goodwill  of  the 
business  selling  the  product."^  In  the  United  States,  federal  ownership 
rights  to  a  trademark  are  established  through  its  use  in  interstate  com- 
merce.'' The  PTO  registers  all  qualifying  trademarks  according  to  a  unique 


mam  Disputes.  NArt  L.J..  Feb.  12.  1996.  at  CI 7 
I  5      ief  id 

16  -SVe  Michcle  A  I  arber.  SSI  Domain  Same  Dispute  Policy-  Statement  Trademarks 
in  Cyberspace.  451  PLI/Pat  133.  136  (1996)  (stating  that  there  arc  se\eral  top  loci  do- 
mains currcntK  in  use:  "  cdu"  (cducaiional  organization),  "com"  (commercial  organization), 
"net"  (computer  sue  or  network).  "  ore"  (miscellaneous  organization).  "  int"  (intcmaiionul 
database  and  organization),  "mil"  (T  S  militan  )  and  "gov"  (governmental  organiz^ition)) 

1 7  See  id 

18  See  Baum  &  Cumbow.  supra  note  14.  at  CI7. 

19  See  id 

20  See  Morando  &.  Nadan.  supra  note  10.  at  10. 

21.  See  fsencralh  Yahoo  (visited  Aug  7.  1997)  <http://search.yahoo.com>.  txcitc 
(visited  Aug  7.  1997)  <http;//\^\vw  excilc.com>:  Inroseek  (visited  Aug  7.  1997) 
<hnp://wuw  infoscck.com-':  Lycos  (\isited  Aug.  7.  1997)  <http://ww»  lycos. com>  (dem- 
onstrating unreliable  use  of  major  search  engines) 

22  Se*  15  U.S.C  l>  1127(1994) 

23  See  id 

24  5«r  Alexander  Gigantc.  "Domain-ia"  The  Growing  Tension  Between  the  DSS  and 
Trademark  Lam  (visited  July  14.  1997)  <hnp://ksgwww. harvard.edu/iip/cai/gigante.html> 

25  See  15  U.SC.§  105 1(a)  (1994) 
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classification  system.'^  Marks  fall  into  distinct  categories  depending  on  the 
type  of  product  or  service  they  represent."'  The  level  of  protection  given  to 
each  mark  is  based  on  the  classification,''  geographic  location,'^  and 
strength  of  the  mark.^° 

Businesses  may  obtain  federal  trademark  registration  by  filing  an  appli- 
cation form  with  the  PTO  and  submining  it  along  with  a  filing  fee.  a  draw- 
ing page,  and  in  some  cases,  specimens  indicating  how  the  business  will 
use  the  mark  in  commerce.^'  Businesses  may  also  obtain  federal  trademark 
registration  prior  to  actual  use  in  commerce  by  submitting  a  written  appli- 
cation to  the  PTO.^'  The  application  must  include  a  formulation  of  a  "bona 
fide"  intent  to  use  the  mark  in  interstate  commerce.'^  an  explanation  of  how 
the  applicant  will  use  the  mark.^  and  a  S24S.00  application  fee."  In  addi- 
tion, multiple  parties  may  obtain  concurrent  rights  to  a  single  mark  when 
they  conduct  business  in  different  geographic  locations  and  sell  dissimilar 
products,  or  when  the  mark  is  unlikely  to  create  confusion  as  to  the  source 
of  the  goods.^' 


26.  See  generally  David  Ehrlich.  Domestic  Registration  of  Licensed  Trademarks  and 
Copyrighu.  445  PLI/Pat  219  (19%)  (including  lists  and  explanation  of  PTO  classincation 
system). 

27  &*  15  use.  §  1112(1994). 

28  See  id 

29.  See  Hanover  Star  Mining  Co  v  Metcalf.  240  US.  403  (1916)  (holding  that  under 
common  law.  trademark  rights  arc  enforceable  in  tcrriiones  where  owner  has  achieved  mar- 
ket penetration). 

30  See  20th  Ccntur>  Wear.  Inc.  \  Sanmark-Stardust  Inc..  747  F  2d  81  (2d  Cir  1984) 
(discussing  classification  of  strength  of  mark  according  lo  distinctiveness). 

31  See  15  U.S.C.  $  1051  (1994).  ,Wf  also  Jesse  N  Marshall.  Domain  \amcs  and 
Trademarks:  Ai  the  Intersection  (visited  July  14.  1997) 
<hnp://w'ww.isoc.org/isoc/whati&/conferencevinct/96/proceedingvf4/f4_3.htm>  (discussing 
requirements  for  trademark  registration >.  Because  the  PTO  obtains  its  jurisdiction  under  the 
Commerce  Clause  of  the  U  S  Constitution,  marks  Ihai  applicants  present  for  registration 
must  be  used  by  the  applicants  in  a  t\pc  of  commerce  that  Congress  ma>  regulate.  IJ 
Typically  this  means  that  a  mark  must  move  between  at  least  two  states  along  with  the 
products  or  services  it  represents    IJ 

32.  See  Anne  H taring.  Principles  of  Trademark  Law.  45 1  PLI/Pat  7.  37  ( 1996). 

33.  I5U.S.C.§  1051(b)  (1994) 

34.  See  Hiaring.  supra  note  32.  at  38.  Sections  I  and  23  of  the  Lanham  Act  set  forth 
the  statutory  requirements  for  the  contents  of  a  registration  application.  Id  at  37-38.  De- 
tailed rules  that  supplement  these  requirements  are  published  in  the  Rules  of  Practice  in 
Trademark  Cases.  United  States  Patent  and  Trademark  Oftice.  Rules  of  Practice  in 
Trademark  Cases  wmi  For.ms  and  Statutes  ( 1952).  and  the  Trademark  Manual  of  Ex- 
amining Procedure.  Jerome  Gilson  &.  Jeffrey  M.  Samuals.  Trademark  Manual  uf 
Examining  Procedure  ( 1 997 ) 

35.  See  Hiaring.  supra  note  32.  at  38. 

36.  See  Marcovitz.  supra  note  2.  at  107  n.!25  (citing  Safe  Flight  Instrument  Corp.  v. 
Siencel  Aero  Engg  Corp..  323  F   Supp  279.  284  (W.D.N  C.  1970))  (holding  thai  "|i|t  is 
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Once  an  application  has  been  submitted,  a  PTO  Trademark  Attorney  will 
examine  the  proposed  trademark  for  conflicts  with  existing  marks.  If 
there  are  no  conflicts  with  other  marks,  the  Trademark  Anoniey  will  pass 
the  mark  for  publication  in  the  Official  Gazette  of  the  PTO.  If  no  one 
files  an  opposition  to  the  mark  within  thirty  days  of  the  publication  date, 
the  PTO  approves  the  application  for  registration."  If  a  challenger  files  an 
opposition  pursuant  to  section  13  of  the  Lanham  Act.  the  PTO  conducts  an 
administrative  hearing  before  the  Trademark  Trial  and  Appeal  Board. 
The  Board  may  also  conduct  cancellation  proceedings  when  a  challenger 
files  an  opposition  to  a  registered  trademark."  Parties  may  appeal  Board 
decisions  to  the  United  States  Court  of  Appeals  for  the  Federal  Circuit  or  to 
a  United  Sutes  District  Court.^* 

Once  trademark  rights  have  been  established,  trademark  owners  (TMOs) 
can  enforce  their  rights  against  subsequent  users  of  the  marks.  Trademark 
infringement  occurs  when  the  use  of  a  mark  by  someone  other  than  the 
TMO  is  likely  to  create  confusion  among  consumers  as  to  the  source  of  the 
goods  or  services."  In  1995.  Congress  passed  the  Trademark  Dilution 
Act**  which  federalized  state  dilution  law.*'    Trademark  dilution  occurs 


established  law  that  where  identical  marks  are  used  by  difTerent  parties  for  different  prod- 
ucts there  is  no  infringement"). 

37  Set  Hiaring.  lupra  note  32.  at  38  (suting  that  PTO  Trademark  Attorneys  check  for 
compliance  with  trademark  rules  and  verify  that  marks  arc  distinctive  and  not  "confusingly 
similar'  to  other  registered  marks) 

38  See  id  The  purpose  of  the  publication  is  lo  give  notice  to  others  of  the  applicant  s 
claim  of  rights  in  the  mark.  IJ 

39  Seetd 

40  See  id  at  42-43  The  Board  grants  panics  time  to  conduct  depositions  and  discov- 
ers and  to  submit  trial  bnefs  U  at  43  If  requested,  the  Board  will  conduct  a  heanng  to 
decide  whether  or  not  it  will  sustain  opposition  Id  Sve  generally  Ehrlich.  supra  note  26.  at 
294  (explaining  where  to  obtain  information  on  trademark  opposition,  cancellation,  and 
concurrent  use  proceedings) 

41  See  Hiaring.  supra  note  32.  at  43  t  staling  that  these  proceedings  are  inexpensive 
and  provide  viable  alternatives  to  litigation  because  infringing  parties  are  likely  to  relinquish 
use  of  their  marks  when  challenged)  Cf  id  (staling  timely  opposition  might  persuade  in- 
fringers to  cease  use  of  challenged  mark). 

42  See  id. 

43  See  id 

44  Federal  Trademark  Dilution  Act  of  1995.  Pub  L.  No.  l(V4-98.  109  Stat.  985  (codi- 
fied as  amended  at  15  U.S.C.  §§  1125(0.  1127  (1996)).  The  Trademark  Dilution  Act  of 
1995  defines  "dilution"  as  the  lessening  of  the  capacity  of  a  famous  mark  to  identify  and 
distinguish  goods  or  services,  regardless  of  the  presence  or  absence  of  ( I )  competition  be- 
tween the  owner  of  the  famous  mark  and  other  parties  or  (2)  likelihood  of  confusion,  mis- 
take, or  deception  Id  The  Act  prescribes  remedies  for  dilution  of  famous  marks  and  lists 
eight  critena  for  determining  whether  a  mark  is  distinctive  or  famous.  Id 

45  See  Kenneth  Sutherlin  Dueker.  Trademark  Law  Lost  in  Cyberspace:  Trademark 
Prpiection/or  Internet  Addresses.  9  HaRV.  J  L.  &  TECH.  483.  491  ( 1996)  (staling  ihat  Acts 
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when  subsequent  users  adopt  famous  marks  to  use  in  connection  with  dis- 
similar products,  resulting  in  the  lessening  of  the  strength  of  the  original 
mark/*  Although  the  Trademark  Dilution  Act  affords  heightened  protec- 
tion to  famous  marks,"*^  it  does  little  to  resolve  disputes  between  parties 
who  use  common  law  and  non-famous  marks^'  as  Internet  domain  names. 
The  advent  of  the  Internet  as  an  important  marketing  tool  has  created  con- 
flicts both  between  TMOs  who  wish  to  use  their  trademarks  as  domain 
names  and  those  who  have  already  registered  those  marks  as  domain 
names,  and  between  concurrent  rights  holders,  each  of  whom  wish  to  reg- 
ister the  same  mark  as  a  domain  name. 

II.  Domain  Names  AS  Trademarks 


A.  NSrS  Current  Registration  System 

NSI  governs  the  DNS  according  to  its  own  administrative  policies.  In 
1996.  NSI  released  its  current  policy  on  the  resolution  of  domain  name  dis- 
putes.'" The  present  system  of  domain  name  registration  functions  on  a 
first-come,  first-served  basis."  The  lack  of  clear  guidelines  in  NSI's  regis- 
tration policy"  has  led  to  litigation  concerning  both  domain  name  owners' 


purpose  IS  to  give  dilution  protection  to  federal  marks  and  to  grant  owners  of  "famous" 
marks  cause  of  action  for  dilution  in  absence  of  any  likelihood  of  confusion).  The  amend- 
ment does  not  invalidate  state  law  but  instead  prevents  panics  from  bringing  action  under 
sute  law  regarding  federally  registered  marks  tJ  The  Act  also  allows  for  a  cause  of  action 
even  where  no  competition  exists  between  parties.  JJ 

46  See  BLACKS  Law  Dictionary  458  (6ih  cd  IV90V 

47  See  Duekcr.  supra  note  45. 

48  See  RICHARD  Raysman  et  al..  MuLTiMtDiA  Law:  Forms  &  Analysis  §  10.04(1 1 
(1996)  Common  law  trademark  rights,  based  on  use  of  the  mark,  apply  only  to  the  geo- 
graphic region  where  the  mark  defines  products  or  services  IJ  at  5j  I004|3|(b|  Use  ol 
common  law  marks  as  Internet  addresses  might  cause  problems  because  the  Internet  is  ac- 
cessible worldwide.  Id  Therefore,  a  common  law  mark  holder  from  a  relatively  small  geo- 
graphic area  could  bar  other  trademark  holders  from  using  their  registered  marks  as  Internet 
addresses  IJ  The  present  DNS  does  not  allow  concurrent  use  of  a  name.  See  Barger.  su- 
pra note  13.  at  652  Under  the  Lanham  Act.  however,  different  registrants  in  separate  parts 
of  the  country  may  obtain  registration  of  the  same  mark.  IJ 

49  See  Carl  Oppcdahl.  Analysts  and  Suggestions  Regarding  SSI  Domain  Same 
Trademark  Dispute  Policy  (visited  July  14.  1997)  <http://www.paients.com/nsi/iip.sht> 
(staling  that  approximately  less  than  one  percent  of  trademarks  are  distinctive). 

50  \etwork  Solutions'  Domain  Same  Dispute  Policy.  (Revision  02.  EfTcciive  Sept.  9. 
1996).  <ftp://rs.intcmic.net/policy/intemic.donuiin.policy>  |heretnalter  'SSI  Policy"^ 

51.  See  Farber.  supra  note  16.  at  138. 

52.  S«e  SSI  Policy,  supra  note  50  (suting  in  its  policy  that  "by  registering  a  domain 
name.  Ne(v»ofk  Solutions  does  not  determine  the  legality  of  the  domain  name  registration. 
Of  othe?v,  jss  evaluate  w  hether  that  registration  or  use  may  infringe  upon  the  rights  of  a  third 
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(DNO)  and  trademark  owners'  intellectual  property  rights.' 

Two  types  of  trademark  conflicts  frequently  arise  under  the  registration 
system.-''  The  first  type,  known  as  "domain  grabbing.""  occurs  when  com- 
panies that  are  slow' to  register  their  trademarks  as  Internet  addresses  find 
that  competitors-*  or  speculators''  have  already  registered  their  trade- 
marked  names  with  NSI.  Companies  often  register  their  competitor's 
trademarks  as  domain  names  to  prevent  their  competitors  from  usmg  the 
names  themselves"  and  to  display  their  own  desired  messages  at  that  site. 
Speculators,  on  the  other  hand,  register  famous  trademarks  as  domain 
names  with  the  hope  of  selling  them  back  to  the  trademark  owners  at  in- 
flated prices.**  The  owner  of  the  trademark  is  protected  either  by  NSI's 


53.     See  discussion  mfra  Pan  IKB)  (discussing  domain  name  dispute  cases). 

54     See  Morando  &  Nadan.  supra  note  10.  at  10. 

53.    Brunei,  iupra  note  9.  at  2.  „     .  j 

56  See  eg  Duekcr.  iupra  note  45.  at  502  (dcscnbing  how  Princeton  Review  returned 
its  domain  name,  "kaplancom.".  to  Kaplan  Education  Center);  see  also  Morando  &  Nadaiu 
supra  note  10.  at  10  (citing  Joshua  Quinner.  Billions  Registered.  Wired.  Oct.  1994.  at  50 
(explaining  how  Spnnt  registered  "mci.com".  to  prevent  MCI  from  registering  name,  but 
was  forced  bv  InterNic  to  return  it  one  week  later)). 

57  Se*  Brunei  supra  note  9.  at  2  (explaining  how  speculation  began  x%ith  article  pub- 
lished in  Wired  Magazine  titled.  'Billions  Registered  Right  Sow.  There  Are  So  Rules  to 
Keep  You  From  O^nrng  a  Bilchm'  Corporate  Same  as  Your  Own  Internet  Address,  'i  The 
author  of  the  article.  Joshua  Quittner,  gave  McDonalds  Corporation  ("McDonalds")  a  first- 
hand  view  of  the  lawlessness  of  the  current  Domain  Name  System.  Id  He  registered 
-mcdonalds  com"  as  his  domain  name  Id  After  a  few  unsuccessful  attempts  to  retrieve  us 
coveted  trademark.  McDonalds  cventualK  consented  to  Uuittners  ransom  request  bv  mak- 
ing a  three  thousand  dollar  contribution  to  a  New  York  Cit>  public  school    Id 

58  See  Dueker.  supra  note  45.  at  509  (stating  "MCI.  a  telecommunications  companv. 
was  caught  with   its  v.nual  pants  down  when   Sprint  was  able  to  highjack  the  name 

'mci.com'").  .  ^        r.         .      D 

59  See  e  g  Morando  &.  Nadan.  supra  note  10.  at  1 1  (explaining  how  Princeton  R«.- 
Mcw  a  standardized  test  preparation  compan>.  registered  name  of  its  rival.  Kaplan  Kduca- 
tion  Center  for  purpose  of  setting  up  site  establishing  Princeton  s  superiority  to  Kaplan) 

60  See  SalK  M  Abel.  Trademark  Issues  in  Cyherspacc  Tlie  Bra\e  Sew  Frontier  451 
PLI/Pat  151  1 58  ( 1 996)  Manv  corporations  have  had  unpleasant  experiences  with  domain 
name  p.ratinc  including  Coke.  Henz.  Nasdaq.  Viacom.  MTV.  Avon.  B  Dalton  and 
Readers  Digest  Id  Further,  many  companies  have  found  that  other  businesses  or  indi- 
viduals have  registered  variations  of  their  marks  which  are  confusingly  similar  Id  For  in- 
stance if  Microsoft  registered  "microsoft.com"  as  us  domain  name,  someone  else  may  still 
register  "micrOsofi  com"  or  "microsoft  com"  Id  Another  problem  related  to  domain  name 
pirating  is  that  registries  in  other  parts  of  the  world,  not  afTiliaicd  with  NSI.  may  register 
identical  domain  names,  as  long  as  the  TLD  is  different  Id  As  a  result  there  could  be  a 
"microsoft  uk"  in  England  hosted  by  someone  other  than  Microsoft  Id  See  Morando  & 
Nadan  supra  note  10.  at  10  (stating  that  I4».  of  Fortune  500  companies  have  had  their  logi- 
cal choice  domain  names  grabbed  by  someone  else);  see  also  Gigante.  supra  note  24  (stat- 
ing that  Microsoft  paid  $10,000  for  name  "slate.com"  for  us  new  WWW-bascd  interactive 
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haphazard  policy/'  dilution  law,^*  or  arbitration  settlements.'''^ 

The  second  type  of  dispute  arises  when  different  parties  with  concurrent 
rights  to  the  same  mark  seek  to  use  the  mark  as  a  domain  name  for  their 
web  sites.^  In  this  situation,  two  or  more  companies  have  the  same  name 
as  their  trademark,  but,  due  to  the  design  of  the  DNS.  only  one  company 
may  register  it  as  a  domain  name.'*  On  the  Internet,  only  one  business  may 
have  a  particular  name  no  matter  what  it  sells  or  where  it  is  located.**  As  a 
result  many  TMOs  have  found  that  when  they  anempt  to  register  their 
marks  as  domain  names,  another  business  with  concurrent  rights  to  the 
same  mark  has  already  registered  it.*^ 

NSI  addressed  the  first  type  of  dispute,  domain  grabbing,  in  its  initial 
policy  revision  in  1995.**  With  this  policy.  NSI  instituted  a  "one  name  per 
organization"  rule."  hoping  that  this  would  prevent  companies  from  regis- 
tering the  names  of  others."  This  rule,  however,  prevented  companies  that 

magazine). 

6 1 .     SSI  Policy,  supra  note  30. 

62  See  Cornelia  Grumman,  tt'eb  of  Internet  Same  Game  Getting  Tangled.  Chi.  Trib.. 
March  25.  1996.  at  CI  (discussmg  how  Avon  won  control  over  name  'avon.com*  after 
claiming  dilution,  trademark  infringement  and  unfair  competition  as  result  of  defendant's 
registration  of  name);  .Antidilution  Trademark  Law  Gets  First  Court  Case:  Personal  Care 
Company  Sues  to  Retrieve  Computer  Domain.  iNFO.  L.  ALERT.  Feb.  9.  1996  (stating  that 
Clinton  signed  Federal  Trademark  Dilution  Act  just  days  before  Avon  Tiled  suit  and  that 
Internet  growth  contributed  to  passage  of  Act). 

63.  See  Dueker.  supra  note  4S.  at  302  (stating  that  when  Stanley  Kaplan  Company  re- 
fused Princeton  Review's  offer  to  return  domam  name,  "kaplan.com".  in  exchange  for  case 
of  beer,  arbitration  panel  required  Pnnceton  Review  to  relinquish  name). 

64  See  Zaitlen  &.  Victor,  supra  note  3.  at  12  and  accompanying  text  (noting  that  com- 
pany may  discover  someone  else  using  domain  name  it  selected). 

63  See  id  at  16  (describing  recent  dispute  between  Fry's  Electronics.  Inc..  a  California 
retailer  of  electronic  goods,  and  Frcnchy  Fry  s.  a  Seattle.  Washincton-bascd  vending  ma- 
chine repair  service)  French)  Frys  registered  the  name  "fry scorn"  and  set  up  an  Internet 
site  advertising  its  repair  services.  Id  Fry's  Rlcctronics  sought  damages  for  trademark  in- 
fringement and  asked  the  court  to  issue  an  injunction  prohibiting  Frcnchy  FrNs  from  using 
the  name  as  its  Internet  address  Id  Frcnchy  Fnes  filed  a  motion  to  dismiss,  claiming  that 
no  mfringement  existed  because  us  products  and  services  are  not  confusingly  similar  to  the 
plaintifTs.  Id 

66  See  Gigante.  supra  note  24  (suting  that  1996  Manhattan  telephone  directory  lists 
under  name  "Acme"  an  awning  company,  belt  manufacturer,  cash  register  company,  dry- 
cleaner,  exterminating  service,  nail  salon,  refinery,  safe  company,  and  uniform  supplier). 
There  may  be  hundreds  of  "acmes",  but  only  one  "acme.com"  on  the  Intemet.  Id 

bl  See  David  J.  Loundv.  Internet  Same  Game  Gets  Sew  Set  Of  Rules.  Clll.  DAILY  L. 
BlAL..  Sept.  12.  1996.  at  5  (staling  if  there  arc  several  businesses  all  with  same  tradcmarked 
name,  only  one  will  gel  to  register  it  as  a  "com"  address  on  intemet). 

68     See  .S'SI's  Domain  Same  Dispute  Policy,  supra  note  50. 

69.  Abel,  supra  note  60.  at  1 38 

70.  Dueker.  supra  note  43.  at  300.  This  policy  created  problems  because  many  organi- 
zations hold  multiple  trademarks.    Id    Also,  the  term  "organization"  was  nut  well-defined. 
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have  more  than  one  trademarkcd  product  from  registering  each  as  a  domain 
name."  In  response  to  complaints  about  this  policy,  NSI  instituted  a  new 
policy  in  1996  whereby  it  revoked  anv  domain  name  not  in  use  after  a  pe- 
riod of  time;-  It  also  initiated  a  fee  of  one  hundred  dollars  to  register  a 
name  for  two  years''  By  instituting  these  requirements,  NSI  sought  to  dis- 
courage people  from  engaging  in  domain  name  speculation. 

The  second  type  of  dispute,  which  occurs  when  holders  of  concurrent 
rights  to  a  single  mark  seek  to  register  that  mark  as  a  domain  name,  pres- 
ents greater  problems  for  NSI."  Although  NSI  has  claimed  that  it  will  not 
act  as  an  arbitrator  of  disputes,  it  has  essentially  become  just  that.  Under 
NSI's  present  policy,  any  TMO  may  challenge  a  DNO's  registration  by 
writing  a  lener  to  the  DNO  and  NSI.  enclosing  a  verified  copy  of  the 


and  it  led  to  contusion  about  *^ho  could  have  more  than  one  name.   Id    Finall> .  the  policy 
was  unfair  because  it  allowed  the  670  companies  «hich  had  already  registered  multiple 

names  to  keep  them.  Id.  /■ ,  ■ 

71  See  Bmnel.  supra  note  9.  at  5.  This  rule  prevented  subsidiaries  of  large  conglom- 
ernes  from  registering  their  own  established  marks  as  domain  names.  Id.  Likewise,  the 
rule  precluded  companies  which  had  already  registered  their  house  names  from  registcnng 
the  names  of  individual  products  or  services  which  ihev  may  seek  to  promote  on  a  separate 

*  n.  See  SSI  PoUcv  supra  note  50  (stating  that  in  event  that  applicant  docs  not  make 
•regular  use"  of  its  assigned  domain  name  for  period  of  90  days,  it  will  terminate  registration 
upon  request):  see  also  Morando  &  Nadan.  supra  no.e  10.  at  1 1  (noting  that  'failure  to  use 
the  domain  name  mav  result  in  cancellation  of  the  registration") 

73     See  Abel,  supra  note  60.  at  158  The  new  Ices,  however,  have  raised  questions  ol 
whether  NSI  is  merelv  lakmg  advamagc  of  its  monopoly  status  to  benefit  financially   5t-t' 
Roben  Shaw.  Imemei  Domain  Sames    Hhnse  IJomam  Is  Tlus'  (visited  July   !•»    <^7) 
<hnp  //www  «u  ini/inireg/dns.html>  (explaining  that  there  has  been  much  criticism  «'  NSI  s 
monopoly  on  international  name  resources)    One  estimate  showed  that  NSI  earned  %.0  mil- 
lion in  fees  in  the  first  six  months  of  1996  under  the  new  policy  and  projected  it  would  earn 
around  $60  million  bv  September  1996    Id    Although  the  costs  of  maintaining  a  domain 
registry  are  unclear.  NSI  retains  70».  of  the  profit  and  deposits  30^.  into  an  Internet    Inicl- 
lectual  Infrastructure-  fund  administered  by  NSF     Id  but  see  Kvan  Ramstad.  The.\eis 
Traffic  Cop   .\eiMork  Solutions  Has  Gained  Influence  and  Enemies  with  Its  Domain  Keftis- 
tr^    Sety^ork  Solutions  Rules  in  Cyberspace.  AUSTIN  AM   STATESMAN.  Sept.  2.  1996.  at  Dl 
(Staling  that  NSIs  profit  is  not  as  great  as  it  seems  because  many  registrants  have  not  paid, 
and  manv  speculators  have  registered  domain  names  to  sell  to  people  who  realh  want  to  use 
them  as  Internet  addresses)   In  fact,  in  June  1997.  the  Justice  Department  requested  docu- 
ments  relating  to  NSIs  registration  business  to  determine  whether  the  process  of  assigning 
domain  names  violates  antitrust  laws    Rajiv  Chandrasekaran.  Internet  ■^'^'^'■'"J"'^"Y'" 
Urtmia  is  Focus  of  Justice  Department  Antitrust  Prohe.  WASH  POST.  July  6.  1997.  at  Al  3 

74  See  Gieantc.  supra  note  24.  at  1 5  NSIs  latest  revision  to  its  dispute  policy,  known 
as  the  "1996  Amendment."  became  effective  on  September  9.  1996  Id  This  revision 
marks  the  founh  change  m  NSIs  policy  m  just  over  a  year    Id 

75  See  SSI  Policy,  supra  note  50  ( stating  policy  for  handling  disputes  between  DNUs 
and  TMOs). 
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owner's  trademark  registration/'  Upon  receipt  of  such  a  lener,  NSl  will 
place  the  name  "on  hold"  for  thirty  days  during  which  time  no  one  will  be 
allowed  to  use  the  name.  ^  During  this  period,  the  DNO  risks  losing  the 
name  permanently  unless  it  produces  a  valid  registered  trademark  of  its 
own. '  NSI  will  terminate  a  DNO's  registration  unless  the  DNO  registered 
the  trademark  before  the  date  of  NSI's  request  for  proof  of  ownership  or  the 
date  of  the  challengitig  party's  notice  of  a  dispute  to  the  registrant,  which- 
ever occurred  earlier.  Once  the  DNO  has  met  all  of  these  requirements, 
NSI  will  continue  to  allow  the  DNO  to  use  the  name  subject  to  a  court  or- 
der. If,  however,  the  DNO  cannot  produce  proof  of  registration,  the  name 
will  be  placed  on  hold  and  neither  party  will  be  allowed  to  use  it  until  a 
court  resolves  the  issuer."  As  discussed  later.  NSI's  policy  presents  prob- 
lems for  both  DNOs  and  TMOs. 


76.  See  Carl  Oppedahl.  SSI  Domain  Same  Dispute  Policy  Puis  Owners  at  Significant 
Risk  N.Y.LJ.  S.  May  21.  1996.  at  S  (noting  that  trademark  holders  may  word  'wammg" 
letters  to  domain  name  owners  any  way  they  wish,  'specifying  unequivocally  and  with  par- 
ticulaht>'  that  the  registration  and  use  of  the  registrant's  domam  name  violates  the  legal 
rights  of  the  trademark  owner').  One  month  after  NSI  initiated  this  policx.  NSI  had  already 
terminated  approximately  ten  domain  names,  and  the  numbers  increased  to  rift>-  by  March 
1996.  Oppedahl.  supra  note  49  By  May  1996.  NS!  had  terminated  at  least  200  names.  Id. 
TMOs  and  DNOs  began  to  realize  that  these  proceedings  always  resulted  in  the  loss  of  the 
name.  Id.  DNOs  began  to  pnvately  hand  their  names  over  to  TMOs  to  avoid  the  NSI  ad- 
ministrative procedures  designed  to  grant  TMOs  the  "special  rclier  thc>  would  inevitably 
receive.  Id 

77  See  Oppedahl.  supra  note  49.  at  6  (noting  that  trademark  owner  docs  not  automaii- 
cally  obtain  domain  name  simpK  b>  winning  challenge  proceeding).  To  release  the  name 
from  "on  hold'  status,  the  TMO  must  cither  obtain  a  court  order  or  pay  the  DNO  to  relin- 
quish the  name.  Id 

78  Oppedahl.  supra  note  49.  at  6  Under  this  policy  it  is  insufTicicm  that  the  DNO  is 
not  infringing  on  anyone's  trademark:  it  must  produce  a  trademark  of  its  own.  Id  This  pre- 
sents serious  problems  lor  the  DNO  because  ii  take:*  months,  and  sometimes  years,  to  obtain 
a  trademark.  Id  Furthermore,  in  the  United  Stales  the  ON(3  cannot  obtain  a  trademark  un- 
less It  can  show  that  it  will  use  the  name  inconjunction  v^ith  products  or  services  sold  in 
interstate  commerce.  Id  Therefore,  small  businesses  that  do  not  engage  in  interstate  com- 
merce, and  businesses  that  only  wish  to  associate  a  domain  name  with  their  company  name, 
cannot  obtain  a  trademark  from  the  PTO.  Id 

79  SSI  Policy,  supra  note  50 

80.  See  Morando  &  Nadan.  supra  note  10.  at  12  (stating  that  party  most  likely  to  pre- 
vail in  this  scenario  is  party  who  was  first  to  register  mark,  regardless  of  how  long  other 
party  has  been  using  mark).  Abel,  supra  note  60.  at  IS9  (stating  that  DNO  must  be  able  to 
show  cither  that  it  has  valid  registration  or  that  its  use  of  domain  pre-dates  effective  date  of 
TMO's  registration  of  mark). 

81  See  Abel,  supra  note  60.  at  159.  The  DNO  is  granted  a  90  day  phase  out  period  to 
relinquish  the  name.  Id  At  this  point  the  name  is  unavailable  to  either  pany  pending  the 
outcome  of  the  dispute.  Id 
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B.  Domain  Name  Dispute  Cases 

The  failure  of  NSI's  policy  to  resolve  these  disputes  has  led  to  a  rise  in 
the  litigation  of  domain  name  conflicts.   Several  recent  cases  illustrate  how 
courts  have  applied  trademark  law  to  domain  name  disputes.  In  AciMedia. 
Inc.  V.  Active  Media  Int'l.  IncS'  the  United  States  District  Court  for  the 
Northern  District  of  Illinois  ruled  that  Active  Media  International's  regis- 
tration of  the  domain  name  "actmedia.com"  infringed  upon  ActMedia's 
federally  registered  trademark  for  the  name.*'  The  court  ruled  that  the  de- 
fendant's use  of  the  name  was  likely  to  cause  confusion  that  the  plaintiff 
and  the  defendant  were  affiliated  and  that  the  plaintiff  sponsored  the  defen- 
dant's products  and  services.*^    So  holding,  the  court  granted  the  plaintiff 
permanent  injunctive  relief,"  concluding  that  an  injunction  was  appropriate 
because  ActMedia  had  no  remedy  at  common  law.  and  the  public  interest 
would  be  best  served  by  saving  ActMedia  from  the  irreparable  harm  it 
would  suffer  due  to  the  unauthorized  use  of  its  name. 

In  Panavision  International.  LP.  v.  Toeppen^  a  California  district  court 
considered  whether  Panavision.  a  motion  picture  business,  had  personal 
jurisdiction  to  sue  Toeppen  in  California."  The  Court  held  that  Panavision 
had  jurisdiction  because  Toeppen  registered  the  domain  name,  "panavi- 
sion.com."*"  with  the  intent  to  harm  Panavision's  business,  which  was  prin- 
cipally located  in  California."  In  Panavision.  Toeppen  acted  as  a  "spoiler" 
of  other  businesses  on  the  Internet'"  because  he  had  registered  many  other 
corporations'  trademarks  as  domain  names  in  addition  to  Panavision's 
trademark. 


82.     No  96-C3447.  1W6  Wl.  466527.  'I  (N  D  III  JuK  17.  I«)W>I. 
X3      Wai'2 

84  See  id 

85  See  td  The  iniunciion  prevented  .\ctivc  MeUia  Imcmaiional  from  using  the  name 
and  forced  it  to  rchnquish  all  rights  in  the  domain  name  to  ActMedia    tJ 

86  See  id 

87.  938  F  Supp  616  (CD  Cal   19961. 

88.  /<yat6l8 

89  Id  Mbl9.20 

90  Id 

91  Id  at  621-22  Toeppen  had  efTectively  prevented  Panavision  from  using  its  trade- 
mark as  a  domain  name.  Id. 

92  See  Panavision.  938  F.  Supp.  ai  621  (stating  Panavision  asscned  that  Toeppen  reg- 
istered name  hoping  Panavision  would  discover  that  it  was  precluded  from  using  lis  trade- 
mark as  iniemei  address  and  pay  Toeppen  for  name  rather  than  expending  time  and  expense 
of  suing  him)  Panavision  brought  claims  against  Toeppen  lor  trademark  dilution,  unfair 
competition,  intentional  and  negligent  inierlcrence  with  prospective  economic  advantage, 
and  breach  of  contract.  Id 

93  See  id  at  619  (citing  list  of  Toeppen's  domain  names  including:  aircanada.com. 
anaheimstadium  com.  camdenyards  com.  eddiebauer.com.  deltaairlincs.com.  Iufthansa.com. 
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In  A/7T  Networks  v.  Curry^  MTV  Networks  ("MTV")  sued  one  of  its 
fonner  video  jockeys,  Adam  Curry,  for  trademark  infringement  in  connec- 
tion with  his  web  site,  "mtv.com"."  MTV  sued  for  infringement  when 
Curry  refused  to  stop  using  the  "mtv.com"  Internet  address  after  he  was  no 
longer  employed  by  MTV.**  Curry  counterclaimed.  and  MTV  filed  a  mo- 
tion to  dismiss  the  claims.'^  The  court  dismissed  MTV's  motion,  holding 
that  the  web  site  was  a  joint  venture  between  the  parties  because  MTV  en- 
couraged Curry  to  develop  the  site.''*  Curry  finally  returned  the  name  pur- 
suant to  a  senlement  agreement  with  MTV." 

In  addition,  in  Hasbro,  Inc.  v.  Internet  Entertainment  Group.  Ltd.}"'^  the 
United  States  District  Court  for  the  Western  District  of  Washington  issued 
a  preliminary  injunction  preventing  the  Internet  Enteruinment  Group  from 
using  the  name  "candyland.com"  as  an  address  for  its  Internet  pornography 
service.""  Hasbro  has  owned  the  federally  registered  name  "Candyland" 
since  195 1  as  the  name  of  a  popular  children's  board  game.'***  The  coun 
held  that  Hasbro  would  likely  prevail  on  its  federal  dilution  claims.'" 

III.   ANALYSIS 


A.  Comparison  of  Domain  Names  to  Trademarks 

Two  competing  theories  attempt  to  explain  the  relationship  between  do- 
main names  and  trademarks.   The  first  theor>  assumes  that  trademark  law 

yankeesiadium.com.  and  frenchopen.com.  to  name  (cv, ) 

94  867  F  Supp  202  (S.D  N  Y   1994) 

95  Id  at  203-04  Curry  alleged  that  he  consulted  with  MTV  Vice  President  Matthew 
Farber  m  June  1993.  and  Karbcr  encouraged  him  to  contmuc  developmg  his  web  site  at  his 
own  expense  U  at  204.  MTV  asserted  that  it  had  not  made  an>  contractual  agreements 
allo%^ing  Curr>  to  develop  the  site  and  that  n  maintained  any  and  all  nghis  to  the  name 
"mtv.com".  Id  at  204 

96  Id  at  204  (explaining  how  MTV  I'ormally  requested  that  Currx  cease  use  of  ad- 
dress, and  just  a  few  months  later  it  was  estimated  that  millions  of  users  had  accessed  ad- 
dress). 

97  See  id  at  204-06. 

98  See  id  at  208 

99  See  Came  Weinfeld.  Carne'uonulrevonuedu:  Internet  Domain  Sames  and 
Trademark  Infringement.  23  Ohio  N  U  L.  Rtv  229.  239  (1996). 

100  40  U.S.P.0  2d  1479.  1480  (WD  Wash.  1996) 

101  Id 

102  Id. 

103  See  Porn  Page  Ordered  to  Stop  Using  Hasbro  Trademark  in  Internet  Address. 
WEsrs  Legal  News  701.  Feb.  9.  1996.  available  in  1996  WL  258458  Internet  Entertain- 
ment Group.  Inc.  argued  that  due  to  the  contents  of  its  site,  there  was  little  chance  of  confu- 
sion among  consumers.  Id  Hasbro's  concern,  however,  was  that  its  image  would  be  tar- 
nished. Id 
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does  not  confer  rights  to  domain  name  owners  because  domain  names  act 
solely  as  Internet  addresses.""  NSI's  preferential  treatment  of  TMOs  in 
domain  name  disputes  exemplifies  this  theory  in  that  NSJ  does  not  regard 
domain  names  as  intellectual  property.""  Many  Internet  "anarchists" 
further  argue  that  the  phenomenal  rate  at  which  the  Internet  is  growing  will 
make  it  impossible  for  trademark  law  to  govern  the  use  of  domain 
names.""  Finally,  the  use  of  a  domain  name  solely  as  a  trade  name  may  be 
insufficient  to  obtain  trademark  or  service  mark  rights."" 

An  alternative  theory  recognizes  domain  names  as  trademarks.  Domain 
names,  like  trademarks,  may  be  words,  names,  symbols,  or  devices.  Be- 
cause they  may  identify  the  source  and  quality  of  products  and  services  as- 
sociated with  specific  Internet  sites,  domain  names  used  by  someone  other 
than  the  TMO  are  often  likely  to  cause  mistake  or  confusion  by  consum- 
ers.'"* Furthermore,  some  domain  names  have  acquired  commercial  value 
and  goodwill  for  businesses  over  the  Internet  the  same  way  that  trademarks 
create  goodwill  in  other  types  of  advertising.'"  Thus,  some  courts  have 
begun  to  recognize  domain  names  as  trademarks."* 

B.  Legal  Problems  with  NSI'S  Current  DNS 

NSI's  administrative  policy  presents  several  distinct  problems.  First,  as 
previously  discussed.  NSI's  policy  fails  to  prevent  disputes  between  TMOs 
and  DNOs  from  arising."'    Second.  NSI's  policy  of  suspending  domain 


104  See  Baum  &.  Cumbow.  supra  note  U.  at  CIS 

105  See  id.  Internet  users  do  not  "own"  their  dumain  names  in  the  wax  that  one  'owns" 
rights  to  a  trademark.  Id  DNOs  arc  only  licensed  to  use  their  names  by  NSl.  and  NSI  may 
revoke  those  names  tor  a  number  o(  reasons.  Id 

106  .Mitchell  et  al .  supra  note  I.  at  3  Although  pmud  of  its  anarchical  nature,  the 
Iniemei  community  recognizes  that  it  must  create  ne«  authorities  based  on  globally  credible 
institutions  of  go\  emance  to  ensure  isolation  and  protection  for  that  anarchy    /•/. 

107  See  id  at  6 

108  See  Barger.  supra  note  13.  at  642  (stating  that  there  must  tic  nexus  between  ust  of 
name  in  commerce  and  person  or  organization  rendering  services  for  use  of  domain  name  to 
rise  to  level  of  ser%  ice  mark  use). 

109  See  Morando  &  Nadan.  supra  note  10.  at  II 

1 10  See  id 

111  See  Gigante.  supra  note  24.  at  4  The  PTO  will  register  domain  names  as  trade- 
marks, and  many  legal  scholars  have  also  accepted  domain  names  as  trademarks.  Id 

112  See  Viaona  Slind-Flor.  The  Domain  \aine  Game  is  Healing  Lp  the  Internei: 
Roadrunner.  Candy  land.  Youmame  Com  heed  Litigation  as  Companies  Move  to  Sail  Down 
Trademarks  in  Cvberspace.  NAtL  L.J..  June  3.  IW6.  at  Bl  (staling  that  in  Comp  Examiner 
.Agency.  Inc  v  Juris.  Inc..  No  96-02 1 3- WMU.  1996  WL  376600.  at  *\  (CD.  Cal  Apr.  26. 
1996).  court  held  for  first  time  that  Internet  domain  names  enjoy  trademark  protection  |. 

113  See  Loundy.  supra  note  67.  at  4  (slating  that  NSI  will  grant  domain  name  to  first 
pany  that  applies  for  it.  and  ii  does  not  determine  whether  name  may  infringe  upon  existing 
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names  upon  receipt  of  a  competing  trademark  registration  discriminates 
against  DNOs  by  exposing  them  to  the  risk  of  losing  their  domain 
names."^  Finally,  the  policy  fails  because  it  affords  no  protection  to  com- 
mon lawTMOs.'" 

NSI's  Domain  Name  Dispute  Policy  fails  to  provide  the  procedural  safe- 
guards of  legal  preliminary  injunction  proceedings.  In  preliminary  injunc- 
tion proceedings,  a  party,  or  in  this  case  a  TMO,  seeking  an  injunction  must 
perform  a  reasonableness  inquiry  prior  to  filing  suit  where  the  TMO  must 
demonstrate  a  likelihood  of  success  on  the  merits  as  well  as  a  likelihood  of 
irreparable  harm.'"  Additionally,  the  TMO  may  have  to  present  proof  that 
it  is  likely  to  carry  the  heavier  burden  in  a  balancing  of  hardships  analy- 
sis.'" Finally,  a  TMO  is  required  to  post  a  bond  payable  to  the  defendant 
in  the  event  that  a  court  overrules  the  injunction  at  trial.'"  All  of  these 
steps  must  be  satisfied  before  a  court  will  grant  a  preliminary  injunction. 
In  contrast.  NSI's  policy  does  not  require  a  showing  of  any  likelihood  of 
success  or  evidence  of  trademark  infringement  by  the  DNO.  "  Once  the 
TMO  produces  a  valid  trademark  registration  of  the  name.  NSI  will  put  the 
domain  name  on  hold.'''  Thus.  NSI's  policy  favors  the  rights  of  TMOs 
over  the  rights  of  DNOs.'"' 


trademark). 

114.  But  see  Gigante.  supra  note  24.  at  3  (explaining  that  NSI's  policy  is  harmful  to 
TMOs  as  Mcll  because  it  allows  DNOs  to  avoid  suspension  if  the>  can  produce  trademark 
registration  obtained  anywhere  in  world).  American  law.  in  contrast,  grants  even  an  unreg- 
istered senior  user  of  a  United  States  mark  priority  over  a  junior  registration  of  the  name  in 
another  country .  I J 

1 15  See  Raysman  f.t  al..  supra  note  48.  at  3.  Common  law  trademark  rights  pcnain  to 
the  geographic  location,  time  and  scope  of  the  mark's  use.  Id  NSI's  policy  effectively  ig- 
nores anv  common  law  rights.   U 

1 16  See  Oppedahl.  supra  note  76.  at  S  (stating  that  lawyer  ma>  face  Rule  1 1  sanctions 
if  he  or  she  fails  to  pcrt'orm  reasonable  inquiry). 

117  See  id 

118  Seetd 

119  Seetd 

120  See  id 

121.  See  Id  The  only  remedv  the  DNO  has  is  to  produce  a  trademark  registration  that 
pre-dates  use  of  the  name  or  to  show  proof  of  first  use  that  occurred  prior  to  the  TMO's  reg- 
istration of  the  name.  Id  see  Loundy.  supra  note  67.  at  24  (staling  that  TMO  initiates  proc- 
ess by  sending  notice  of  its  registration  to  NSI.  and  TMO  is  not  required  to  claim  trademark 
infringement):  but  see  id  (explaining  that  there  have  been  six  lawsuits  filed  against  NSI  ini- 
tiated by  DNOs  trying  to  block  injunctions).  As  a  result.  NSI  has  amended  its  policy.  Id 
When  served  with  a  complaint.  NSI  will  relinquish  to  the  coun  complete  control  of  the  dis- 
puted name,  while  allowing  the  DNO  to  continue  using  the  name.  Id 

122.  See  Oppedahl.  supra  note  76.  at  5  (stating  that  '*for  trademark  owners,  the  policy 
has  proven  to  be  a  dream  come  true.  For  domain  name  owners  the  policy  presents  a  great 
risk  of  loss  of  one's  domain  name"). 
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C.   Problems  with  Proposed  Solutions 

The  rwo  most  commonly  suggested  solutions  to  the  Internet  domain 
name  dilemma  are  either  to  increase  the  number  of  TLDs'*^  or  to  create  a 
comprehensive  directory  to  aid  users  in  locating  particular  sites.'*  Al- 
though these  options  may  be  helpful  in  expanding  business  and  user  access 
to  the  Internet,  they  do  little  to  resolve  trademark  disputes.''^  Increasing 
the  number  of  TLDs  will  only  exacerbate  this  situation  by  allowing  more 
businesses  to  register  famous  marks  as  their  domain  names.'*^  Further- 
more, the  PTO  does  not  recognize  TLDs  as  part  of  a  trademark. '"'  Conse- 
quently, regardless  of  how  many  TLDs  are  created,  there  still  may  only  be 
one  registered  owner  of  any  particular  mark. 

Although  comprehensive  search  directories  would  be  useful  for  locating 
domain  names  as  an  alternative  to  trial  and  error  searches,  creation  of  such 
directories  will  not  eliminate  trademark  disputes.  While  such  directories 
would  lessen  the  need  for  domain  names  to  be  directly  identifiable  to  a  spe- 
cific business,  many  companies  will  still  wish  to  maintain  their  trademarks 
as  domain  names  so  that  users  may  easily  associate  the  name  with  the  com- 
pany and  locate  the  site  later  without  the  aid  of  a  directory.'"'  In  this  re- 
spect, domain  names  are  comparable  to  telephone  mnemonics,  which  are 
still  considered  trademarks  although  they  are  easily  found  in  telephone  di- 
rectories.'^ 


123.  Slind-Flor.  iupra  note  1 12.  at  BN2.  The  Intcmci  Society  adopted  a  plan,  signed  in 
Geneva  in  early  Ma>  by  members  of  the  Inicmaiional  Ad  Hoc  Committee,  to  create  sex  en 
new  TLDs  Jon  Swart/  &.  Juiu  Angv*in.  JIV*  to  Get  ItiJcr.  SI  CliRON..  May  2.  1997.  at 
Al 

124  St;e  Mitchell  et  al .  mpra  note  I.  at  6  (stating  that  only  long-run  solution  is  well- 
designed  and  implemented  directory  SL^rvicc  which  will  provide  an  eas>  way  to  locale  peo- 
ple and  resources  on  Internet) 

125  See  generally  Ahcl.  iupra  note  60.  at  163-64  (discussing  how  new  domain  name 
systems  still  have  potential  for  trademark  contusion) 

126.  See  iJ  at  164  Another  potential  problem  with  increasing  the  number  of  domain 
levels  IS  that  there  will  be  an  increase  in  costs  to  companies  as  they  attempt  to  register 
names  in  multiple  top-level  domains  to  prevent  contusion.  IJ  at  29. 

127  .V*"*  PTO  Issues  Siaiemeni  on  the  Regisiraiion  of  Domain  \ames.  13  COMPUTER 
Law  29  (1996)  (stating  that  PTO  is  already  developing  policy  to  deal  with  domain  names, 
which  distinguishes  between  content,  service,  and  link  providers,  and  docs  not  consider 
TLDs  as  factors  in  analysis). 

128  See  generally.  Mitchell  ct  al..  supra  note  I.  at  4  (explaining  that  it  is  unrealistic  to 
merely  rely  on  names  to  provide  sufficient  information  to  distinguish  entities  with  same 
name  from  one  another). 

129  Gary  W  Hamilton.  Trademarks  on  the  Internet:  Confusion.  Collusion  or  Dilution'. 
4  Tex.  Intell.  Prop  L  J  I.  9  (1995).  Many  couns  have  held  telephone  mnemonics  to  be 
protectable  as  trademarks.  IJ  Likewise,  the  protection  of  telephone  mnemonics  as  trade- 
marks may  influence  the  protectabilit\  of  domain  names  over  the  Internet.    Id    Mnemonic 
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III.   RECOMMENDATIONS 

Federalizing  the  DNS  by  shifting  the  responsibility  of  registering  do- 
main names  from  NSI  to  the  PTO  would  solve  these  problems  through  the 
adoption  of  administrative  procedures  to  resolve  domain  name  conflicts. ' 
The  PTO,  as  an  administrative  office,  possesses  the  ability  to  affect  the 
rights  of  private  parties  through  adjudication  and  rulemaking.        To  the 
extent  that  the  PTO  treats  domain  names  as  trademarks,  it  has  the  authority 
to  issue  rules  and  regulations  affecting  DNOs*  rights,  and  to  decide  cases 
between  private  parties  or  between  a  private  party  and  the  PTO.  *  Its  deci- 
sions are  often  based  on  a  higher  level  of  expertise  because  a  team  of  staff 
members,  many  of  whom  are  specialists  on  a  particular  subject,  considers 
each  case.'^'  Registering  a  domain  name  with  the  PTO  would  be  much  like 
registering  a  trademark.  The  PTO  would  check  if  the  name  was  already  a 
registered  mark  before  issuing  it,  thereby  precluding  companies  from  using 
the  registered  mark  of  another.'"    Parties  to  domain  name  dispute  cases, 
therefore,  may  benefit  from  the  PTO's  particularized  expertise  as  it  applies 
to  administrative  adjudication  and  rulemaking  with  regard  to  trademark 
disputes. 

Thus  far.  the  PTO  has  elected  not  to  intervene  in  the  domain  name  con- 
troversy. The  PTO  has  concluded  that  domain  names  issued  by  NSI  may 
be  registered  as  trademarks  if  they  are  used  as  such  in  interstate  com- 
merce.'" Domain  names  which  arc  registered  as  trademarks  in  the  PTO 
enjoy  protection  that  NSI  does  not  give  to  its  registrants.  '  Many  domain 
name  holders,  however,  are  concerned  about  becoming  the  targets  of  law- 
suits by  trademark  owners  and  consequently  losing  their  domain  names. 


codes  arc  easy  to  remember,  help  lo  establish  recognition  of  a  company's  name,  an  J 
strenBthen  a  company's  goodwill  or  going  concern  value  in  connection  with  its  Internet  site. 
See  Abel,  supra  note  60  at  154  "lAj  domain  is  an  important  corporate  ideniiner:  beyond 
being  the  name  under  which  the  company  sends  and  receives  mail,  like  any  other  trademark 
or  trade  name  it  might  potentially  become  a  s\mbol  ol  the  company's  goodwill  and  recogni- 
tion in  the  marketplace  "  Id 

1 30.  Under  the  current  system.  InterNic  and  NSI  behave  as  private  intermediaries  lor  the 
federal  government.  Id  at  5.  Bui  see  Mitchell  ct  al..  supra  note  I.  at  2  (stating  that  NSF  and 
other  federal  agencies  should  begin  to  withdraw  support  from  Internet  registration  and  re- 
lated functions  and  relinquish  authority  to  Internet  community). 

131.  See  Bernard  Schwartz,  administrative  Law  §  1.5  (3d  ed.  1991 ». 

132  Seeid^Xb 

1 33  See  Glen  O.  RoBtNsoN  ET  AL..  The  Administrative  Process  I .  at  I.C. 
1 34.    See  Hiarmg.  supra  note  32.  at  38. 

135  See  Hamilton,  supra  note  129.  at  5  The  PTO  reached  its  decision  partly  by  com- 
panng  domain  names  to  telephone  number  mnemonics  and  radio  station  call  letters.  Id 

136  See  Dan  L  Burk.  Trademarks  Along  the  Infobahn  A  First  Look  at  the  fjnerging 
Law  of  Cybermarks.  I  RICH.  J.L.  &  Ttcii  I.  24  (1995)  (stating  Lanham  Act  provides  na- 
tional registry  which  generates  protection  for  both  registered  and  unregistered  marks). 
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As  a  result,  domain  name  holders  have  begun  approaching  the  PTO  with 
trademark  reeistration  applications. 

In  1996  the  PTO  published  a  policy  statement  on  the  registration  of  do- 
main names  as  trademarks.'"    The  PTO  policy  focuses  on  whether  the 
mark  is  a  "link  provider"  or  a  "content  provider.""     The  policy  defines  a 
"link  provider"  as  nothing  more  than  an  address  or  business  location  that  is 
not  eligible  for  registration.'*"    A  content  provider,  which  provides  infor- 
mation about  a  product  or  service,  may  be  registered  with  the  PTO.       In 
contrast  to  PTO  procedures.  NSI  has  no  system  of  classification  for  its  do- 
main names."^    NSI  does  not  distinguish  between  "link  providers"  and 
"content  providers."'*^     Furthermore,  NSI  does  not  allow  companies  to 
register  the  same  name  using  a  business  modifier  to  distinguish  them  from 
one  another.'"    As  a  result,  strong  common  law  trademarks  receive  no 
more  protection  from  NSI  than  names  that  serve  only  as  addresses.    Be- 
cause manv  of  the  "link  providers"  also  ser\e  as  "content  providers"  under 
the  PTO's  classification  system,  the  PTO  could  register  both  classifications 
as  trademarks,  much  as  they  have  with  other  dual-puipose  marks,  and  thus 
grant  the  protection  that  NSI's  policy  fails  to  provide.'*' 


137     See  Oppedahl.  supra  note  49.  at  5-6  (noting  that  rapid  growth  in  domain  name  reg- 
istrations will  most  likely  result  in  thousands  of  new  trademark  applications  filed  wiih 

!  38  See  Jessie  Marshall.  Registration  ot  Domain  Names  and  Classification  of  Computer 
Activities  in  the  Trademark  Office  (Apr.  4.  19961  (unpublished  manuscript,  on  file  with 

PTO)  .     ,. 

139  Id  at  2     A  "link  provider"  transports  services  over  telecommunications  lacilities. 
providine  a  technical  connection  h>  which  people  ma>  communicate     /./    A  "content  pr.»- 
vider"  disseminates  information  (such  a.s  financial  information  services),  and  it  is  classilied 
bv  the  tvpe  of  information  provided    W  at  I     The  means  by  which  the  "ciMitent  provider 
disseminates  us  information  is  onlv  incidental  and  is  not  a  weighing  factor    U 

140  See  Marshall,  supra  note  I3S.  at  2  (noting  that  domain  names  are  olten  presemcd 
on  business  cards  and  advertisements  as  are  addresses  and  telephone  numbers)  If  a  name 
merelv  provides  infonnation  about  how  to  contact  the  entity,  the  PTO  will  not  perceive  it  as 

a  service  mark.  Id. 

141  See  id  at  1-2.  If  the  sue  includes  non-commercial  information  such  as  recipes  or  a 
products  history,  it  is  more  likely  to  be  accepted  for  registration  than  the  name  of  a  site 
which  mcrclv  advertises  and  sells  a  product.  Id  at  2. 

1 42  See  generally  SSI  PoUcv.  supra  note  50  ( failing  to  include  classification  system l 

143  Id 

144  Id 

145  Buri  supra  note  1 36.  at  30  (stating  that  although  domain  names  appear  to  serve  as 
both  names  and  addresses,  this  division  is  not  absolute)  The  PTO  has  registered  other 
fonns  of  trademarks  which  serve  this  dual  nature  isuch  as  telephone  mnemonics  and  radio 
station  frequencies)  Id  at  33  To  the  extent  that  trademark  law  recognizes  these  locators  a^ 
trademarks  the  same  principles  mav  be  applicable  to  domain  names.  Id  The  Trademark 
Manual  of  Examining  Procedure  for  the  PTO  Trademark  Trial  and  Appeal  Board  slates  thai 
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Additionally,  parties  to  disputes  would  benefit  from  the  PTO's  dispute 
resolution  proceedings. '''^  The  Trademark  Trial  and  Appeal  Board  senles 
many  disputes  before  they  go  to  coun.''*^  The  Board's  administrative  law 
judges  make  decisions  in  accordance  with  established  principles  of  trade- 
mzak  law.'^'  The  PTO  could  facilitate  registration  of  identical  common 
law  marks  as  domain  names  by  using  additional  descriptive  words  to  dis- 
tinguish them  from  one  another.'^'  For  example,  there  could  be  a  "ze- 
bra.grocefy.com"  and  a  "zebra.hardware.com".  both  with  registered 
marks.'^  Thus,  companies  with  the  same  trademarks  could  register  their 
names  as  long  as  their  products  are  dissimilar.  NSI.  on  the  other  hand,  does 
not  have  an  administrative  dispute  resolution  procedure.  Instead.  NSI  has 
attempted  to  indemnify  itself  from  all  disputes,  leaving  parties  with  no 
other  alternative  but  litigation."' 

Conclusion 
NSI's  DNS  is  inadequate  to  meet  the  needs  of  name  holders  and  trade- 

'among  other  things,  sounds,  fragrances,  numeric  radio  frequencies  and  alpha-numeric  tele- 
phone numbers*  are  capable  of  protection  under  the  Lanham  Act.  Marcovitz.  supra  note  2. 
at  99-100.  In  addition,  the  National  Information  Infrastructure  Task  Force  recently  noted 
that  under  the  Lanham  Act  the  electronic  transmission  of  data  is  a  service  and  is  therefore  a 
valid  use  of  a  trademark.  Id.  at  101. 
146.    Hianng.  supra  note  32.  at  43. 

147  See  eg.  In  re  Meinplex.  Inc..  23  U.S.P.0.2d  <BNA)  1315.  1317  (1992)  (holding 
that  electronic  transmission  of  data  is  service  entitled  to  trademark  protection  and  that  pnm- 
out  of  computer  screen  display  w  hich  shows  mark  also  constitutes  e\  idencc  of  use  of  mark 
in  commerce).  cKed  in  Jessica  R.  Friedman.  Trademark.  M  KORDtiAM  L.  Rlv.  730.  7.U 
n  180(1995) 

148  Ste  generally  Mirage  Resorts  Inc.  \  Solo  Cup  Co  .  1995  WL  237193.  at  "4  (PTO 
1995)  (holding  that  there  is  no  likelihood  of  confusion  between  Solo's  paper  products  and 
Mirage  Casinos  dnnk  cups  bcanng  Mirage  label):  In  re  Psychological  Methods.  39 
U.S  P Q  2d  1467.  1470  (PTO  1996)  (holding  that  Trademark  Aitonwy  did  not  en  in  re- 
jecting "Pii) chological  Methods"  as  trademark  on  basis  that  term  is  merely  dcscripiixc). 
Larami  Corp  v  Talk  To  Me  Programs.  Inc..  36  U.S.P02d  1840.  1845  (PTO  1995) 
(holding  that  in  Board  proceedings,  applicant  may  rely  on  constructive  use  date  in  defending 
nghi  to  registration,  as  opposed  to  civil  actions  where  first  actual  users  receive  preference 
over  intent-to-use  applicants). 

149  See  Morando  &.  Nadan.  supra  note  10.  at  12  (stating  that  requiring  domain  names 
to  include  one-word  description  of  applicant's  business  would  restore  domain  name  sxstem 
to  scope  of  regular  trademark  law ) 

150  See  id.  The  inclusion  of  geographic  codes,  based  on  business  location,  is  another 
means  of  personalizing  domain  names.  Id  Personal  domain  strings  such  as 
'sharp.personal.com"  may  also  be  helpful  in  difTcrentiating  between  personal  users  and 
commercial  users.  Id 

151  See  \SI  Policy:  supra  note  50.  at  I  (stating  that  NSI  does  not  act  as  arbitrator  of 
disputes);  see  also  id  at  4  (holding  itself  harmlcu  for  any  loss  or  damages  awarded  by  court 
for  any  claim  arising  out  of  or  related  to  use  of  domain  names). 
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mark  owners  in  its  present  slate.  If  the  Internet  is  going  to  serve  as  an  im- 
portant channel  of  information  in  the  marketplace,  the  DNS  must  be  insti- 
tutionalized. The  PTO  should  take  responsibility  for  the  registration  of 
domain  names.  Because  domain  names  are  used  as  trademarks,  the  PTO 
could  easily  absorb  this  new  function  into  its  existing  system  of  registra- 
tion. This  would  relieve  NSI  of  its  domain  name  clearing  responsibilities 
as  well  as  provide  stability  to  the  DNS. 


192 

[The  appendix  material  is  being  held  in  the  subcommittee's  file.] 
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